TABLE OF CONTENTS 


Territorial Scope and Effect of Federal Trademark Regis- 
trations, Francis C. Browne 


Trademark Opposition Proceedings in Colombia, German 
Cavelier 


Trademark Provisions in Yugoslavia, Delija Popovic 
Louisiana Renewal Requirements 

Patent Office 

Notes from Other Nations 

List of Other Trademark Articles 


CASE REPORTS 


Pages 1386 to 1463 


December, 1954 





THE UNITED STATES TRADEMARK ASSOCIATION 


522 Fifth Avenue, New York 36, N. Y. 
An Organization for the Protection of Trademarks and Trade Names 


OFFICERS OF THE ASSOCIATION 


SHERWOOD E. SILLIMAN 
Joun L. Esterwar Vice-President Vice-President 
Ricuarp S. Hayes Vice-President e od Treasurer 
Hunter L. Jounson, Jr.. Vice-President DorotHy Fry 

James F. Hoce Counsel 


eee 


BOARD OF DIRECTORS 


Edgar S. Bayol The Coca-Cola Company 
Frederick G. L. Boyer The Champion Paper & Fibre Company 
Donald Brooks , The Texas Company 
Warner-Hudnut Inc. 

National Biscuit Company 

Raybestos-Manhattan, Inc. 

McKesson & Robbins Incorporated 

Philco Corporation 

Cluett, Peabody & Co., Inc. 

Richard S. Hayes The Okonite Company 
Richard K, Hines The Chattanooga Medicine Co. 
Standard Oil Company (Indiana) 

Colgate-Palmolive Company 

Corning Glass Works 

Hoffmann-La Roche Inc. 

Penick & Ford, Lid., Incorporated 

The Borden Company 

California Packing Corporation 

Lehn & Fink Products Corperation 

International Business Machines Corp. 

Lever Brothers Company 

(Pubvbdhtaschececepvessedsckeuns a eecccscecsessdohnson & Johnson 

Paul O. Pippel International Harvester Company 
Blaine R. Ramey , The Black & Decker Mfg. Co. 
Sherwood E. Silliman Vick Chemical Company 
Allis-Chalmers Manufacturing Co. 

California Research Corporation 

Duncan C, Taylor Eberhard Faber Pencil Company 
William G. Werner The Procter & Gamble Company 
Radio Corporation of America 











Tht TRADE-MARK REPORTER 


and the Bulletin of The United States Trademark Association 


Vol. 44 December, 1954 No. 12 


TABLE OF CONTENTS 
PART | 


ARTICLES AND REPORTS 


Territorial Scope and Effect of Federal Trademark Registrations, 
Francis C. Browne 

Trademark Opposition Proceedings in Colombia, German Cavelier.... 1371 

Trademark Provisions in Yugoslavia, Delija Popovic 

Louisiana Renewal Requirements 

Patent Office 


PART Il 
CASE REPORTS 


Court 

American TCP Corporation v. Strauss Stores Corporation et al. 

Clark Equipment Company Vv. Weeks et al. .......ccccccccccccccccccscccecs 

Crystal, Ivy, doing business as Maternity Service Nurses Registry v. Lucille 
Ducly, doing business as Stork Maternity Service Registry 

Peter Pan Foundations, Inc. v. Beau-Bra Foundations, Inc. .............04. 

Pure Foods, Inc. v. Minute Maid Corporation 

Royal Typewriter Co., Inc. v. Arnold Alfred Cachelin, doing business as Zelandia 
Importers 

Singer Manufacturing Company et al. v. Axelrod et al., doing business as Singer 
Manufacturing Company 1417 

ee ina sates db se veces ce eseussrvedeereeews 1422 

Time, Incorporated v. T.I.M.E. Incorporated 1396 

Tyrolean Handbag Company v. Empress Hand Bag, Inc. .............000005. 1386 

Wertheimer et al. doing business as The Minimax Company v. Milliken et al., 
doing business as Hartmill Merchandising Co. et al. 1393 


CourT oF CUSTOMS AND PATENT APPEALS 
Hollywood Brands, Inc., doing business as Hollywood Candy Co., In re 1425 
Hylo Company, Incorporated v. Jean Patou, Inc. ..... 0.6 c ccc ccc cece eneees 1428 
Master, Wardens, Searchers, Assistants and Commonalty of the Company of 
Cutlers in Hallamshire in the County of York v. Sheffield Steel Corporation 1431 
Tex Tan of Yoakum v. J. Halpern Company 1437 


PATENT OFFICE 
Chicopee Manufacturing Corporation of New Hampshire, Ex parte 
Ekco Products Company Vv. Bernard Edward Co. ........0.20ceeeceeecccevves 144] 
Hiss, John Martin v. The Juvenile Shoe Corporation of America 1457 
International Cellucotton Products Company v. Miller Supply Company, Inc. .. 1444 
Isaacs, I. C. & Company v. Popst, doing business as Popst Manufacturing 
Company 
Magnaflux Corporation v. Sonofluxz Corporation 
May Department Stores Company v. Kenya Corporation 
New York Knitting Mills, Inc. v. Truval Manufacturers, Inc. v. 
Gossard Co. 
Railton, B. A. Co. v. Schell Ranch and Packing Co. 
Valley Paper Company v. National Co-Operatives, Inc. 


1456 





EDITORIAL BOARD 


WALTER J. DERENBERG, Chairman 
ROBERT BONYNGE 

MARCEL DESCHAMPS 

GERRIT P. GROEN 

KATHARINE I. HANCOCK 
GEORGE P. KRAMER 

JULIUS R. LUNSFORD, JR. 
GEORGE E. MIDDLETON 

SIGRID H. PEDERSEN 

GILBERT H. WEIL 


EDITOR 
DORIS K. MEYERHOFF 


The Trade-Mark Reporter and the Bulletin of The United States Trademark Association 

published monthly by The United States Trademark Association, 522 Fifth Avenue, 

New York 36, N. Y. Subscription $30.00 a year, single copies $3.00. Reentered as 

second class matter June 2, 1954, at the Post Office at New York, N. Y. Copyright 1954, 
by The United States Trademark Association. 





THe TRADE-MARH REPORTER 


Part I 


TERRITORIAL SCOPE AND EFFECT OF 
FEDERAL TRADEMARK REGISTRATIONS* 


By Francis C. Browne** 


The title of this paper, in and of itself, suggests that there 
may be a question as to the territorial scope and effect of trade- 
mark registrations effected under the Federal Statutes enacted 
pursuant to that provision of the Constitution of the United 
States which gives to the Congress, among other things, the power 
to regulate commerce among the several States, with the Indian 
tribes and with foreign nations (Article I, Section 8, Clause 3, 
Constitution of the United States). The question implicit in the 
title is not entirely without foundation for the reason that the 
property right in a trademark arises under the common law as a 
result of mere use, whereas registration is a purely statutory 
matter with use being a prerequisite. On this theory, the Trade- 
Mark Act of 1946' providing for registration of trademarks, used 
in commerce which may lawfully be regulated by Congress, does 
not create any substantive right in the strict sense of that term, 
but rather affords an effective remedy for any wrong committed 
against one whose property right arises out of use in commerce 
cognizable by Congress. 

The common law with respect to the nature of the property 
right which arises out of use of a trademark is so fundamental 
and well developed that further elaboration on that aspect of the 
question is not required for the purposes of this discussion. Ac- 
cordingly, the discourse which follows will be concerned only with 
the nature and scope of the remedy or ‘‘protection’’ accorded a 

* Address delivered at the American Bar Association’s Trademark Symposium on 
August 14, 1954 in Chicago, Illinois. 
** Partner in the firm of Mead, Browne, Schuyler & Beveridge, Washington, D. C.; 


member of the District of Columbia bar. 
1. 15 U.S.C. 1051 et seq. 
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trademark which is registered on the Principal Register? provided 
by the Trade-Mark Act of 1946. 


Historical Development of the Federal Statute 


The first attempt of Congress to legislate on the subject of 
trademarks was under the patent and copyright clause of the 
Constitution (Article I, Section 8, Clause 8) in the Act of 1870. 
This Act, however, was held unconstitutional in The Trade-Mark 
Cases, 100 U.S. 82 on the ground that the statute was not con- 
fined to that commerce which may lawfully be regulated by Con- 
gress. Thereafter, Congress enacted the Trade-Mark Act of 1881, 
but in that Act the pendulum swung so far in the opposite direc- 
tion that it was limited to trademarks used in foreign commerce 
and with the Indian tribes and did not refer to commerce among 
the several States. However, this deficiency was remedied twenty- 
six years later by enactment of the Trade-Mark Act of 1905 which 
was entitled ‘‘An act to authorize the registration of trademarks 
used in commerce with foreign nations or among the several 
States or with Indian tribes, and to protect the same.’’ (15 U.S.C. 
81; Act of Feb. 20, 1905.) Notwithstanding the purpose and in- 
tent of this Act to protect marks (but not to grant any substantive 
rights therein), it did not prove to be an effective means of pre- 
venting an intrastate user from infringing a registered mark 
unless the mark of the registrant was used or known in the ter- 
ritory of the infringer prior to the adoption and use of the latter.* 

An anomalous situation existed under the Trade-Mark Act 
of 1905 in that a trademark registrant who was ostensibly en- 
titled to exclusive use of the mark throughout the forty-eight 
states was denied effective protection because of the application 
of the common law doctrine of territorial division of markets 
under the Hanover Star and Rectanus cases* notwithstanding the 
fact that neither of these landmark cases involved Federally reg- 
istered trademarks. The problem of affording protection to 
Federally registered marks was further complicated by the 

2. It will be understood that the remarks which follow apply with equal force 
to registrations effected under the Acts of 1881 and 1905 as of July 5, 1947, the effec- 
tive date of the 1946 Act as provided in Section 46(b) of that Act (15 U.S.C. 1051 
ie Griesedieck Western Brewery Co. v. Peoples Brewing Co., 149 F.2d 1019, 35 
TMR 211. 


4. Hanover Star Milling Co. v. Metcalf, 240 U.S. 403 (1916), 6 TMR 149; United 
Drug Co. v. Rectanus, 248 U.S. 90 (1918), 9 TMR 1. 
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Federal Courts’ insistence upon following the doctrine of Erie 
Railroad v. Tompkins*® in trademark cases, apparently on the 
theory that there could be no remedy under Federal law for a 
tort committed against a property right which arose at common 
law. Application of that doctrine by the Federal courts to acts 
of infringement committed in a plurality of states has created 
what has been referred to, for want of a better term, as the 
‘‘Federal common law’’ of trademarks and by this device the 
courts have avoided a construction of the Federal registration 
statute which would have otherwise overcome the limiting effect 
of the Hanover and Rectanus cases on the remedies available to 
a registrant. 


The legislative history of the Trade-Mark Act of 1946 took 
cognizance of the case law which developed during the two score 
years before its ultimate enactment and attempted to provide 
realistic remedies for wrongs committed against owners of trade- 
marks used in commerce which may lawfully be regulated by 
Congress. In fact, the new Act specifically states in Section 45 
that its intent is, among other things, to protect persons engaged 
in any and all commerce within the control of Congress from a 
wide variety of acts of unfair competition, including trademark 
infringement and to protect registered trademarks from interfer- 
ence by State or territorial legislation.® The express wording of 
this section of the statute and the legislative history make it clear 
that even though the property right arises and exists by virtue of 
the common law, the statutory remedies necessary to protect the 
rights of a Federal registrant cannot and must not be barred and 
rendered unenforceable in the Federal courts by the mere exist- 
ence of a political (state) boundary. Indeed, the states are power- 
less to legislate (pro or con) with respect to remedies for acts of 
infringement committee against Federal registrants for the reason 
that Congress has now exercised its constitutional power to legis- 
late on that subject (the remedy only) and has thereby foreclosed 
action by the states. 

The Supreme Court of the United States has clearly stated 
that Congress does not have power under the Constitution to 


5. Erie R.R. v. Tompkins, 304 U.S. 64. 
6. 15 U.S.C. 1127. 
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create a property right in or legislate on the substantive law of 
trademarks even under the ‘‘commerce clause.’ The legislative 
history of the present Trade-Mark Act of 1946, therefore, acknowl- 
edges that Congress is purposely extending its legislative powers 
to the Constitutional limit when it provides, as it does, that regis- 
trations on the Principal Register shall be constructive notice to 
the world of the registrant’s claim to ownership of his mark (15 
U.S.C. 1072) and that the registration shall be prima facie evi- 
dence (15 U.S.C. 1115(a)) and even conclusive evidence (15 U.S.C. 
1115(b)) of the registrant’s exclusive right to use the mark in all 
commerce within control of Congress. The present Act, to be 
effective, must utilize every bit of Constitutional power which 
resides in Congress to regulate commerce to the end that the first 
interstate user will be free to extend his use of his mark into each 
and every one of the forty-eight states, the territories and the 
District of Columbia, without having his markets foreclosed before 
reaching them in the normal and, in today’s business and economy, 
virtually inevitable expansion of his interstate business. 


The 1946 Act takes into account, to a certain extent, the real- 
ities with which the courts were confronted in the Hanover and 
Rectanus cases and the cases which followed the common terri- 
torial division principles set forth in those cases. The concurrent 
registration proviso in Section 2(d) of the Act* permits more than 
one interstate user to register the same or similar marks where 
the users, by virtue of lawful use in commerce (which may law- 
fully be regulated by Congress) prior to the filing date of applica- 
tions of the others for registrations, ‘‘have become entitled to use’’ 
such marks. It is obvious, however, that the constructive notice 
provisions of Section 22 of the Act preclude anyone, even an 
intrastate user, from becoming lawfully entitled to use a mark 
anywhere in the United States after registration of the same or a 
similar mark by a user in ‘‘commerce’’ since the prime requisite 
for ‘‘lawful’’ use at common law has always been absence of 
knowledge of the earlier use of a mark by another or the absence 
of use or knowledge of the earlier user’s mark in the territory of 


7. The Trade-Mark Cases ibid., and American Steel Foundries v. Robertson, 269 
U.S. 372; 46 S.Ct. 160, 16 TMR 51. 
8. 15 U.S.C. 1052. 
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the later user. It may be concluded, therefore, that on and after 
July 3, 1947, there can not be a bona fide use of a mark, in good 
faith and without notice if, at the time of adoption and first use 
thereof (whether in intrastate or interstate commerce), there 
existed a registration of the same or a similar mark under the 
Acts of 1881 or 1905 or the Principal Register of the Act of 1946. 
A conclusion to the contrary, or a blind adherence to the common 
law doctrine of territorial division as set forth in Hanover Star 
and Rectanus amounts to a denial of the right of Congress to exer- 
cise its legitimate powers under the Constitution to not only 
‘‘regulate commerce’’ but also ‘‘to make all laws which shall be 
necessary and proper’” for carrying into execution the power to 
‘‘regulate commerce.’’ It is ‘‘necessary and proper’’ for Congress 
to exercise control over intrastate use of marks which interfere 
with or foreclose possible expansion of use of marks in interstate 
commerce in the light of present day business. Indeed, it has 
been held that it is within the power of Congress to provide by 
appropriate legislation for the ‘‘protection and advancement’’’® 
of commerce; to adopt measures ‘‘to promote its growth and in- 


sure its safety’’’; and ‘‘to foster, protect, control and restrain 
(it).’"* Under this concept, the ‘‘protective’’ power of Congress 
‘‘includes the power to reach and remove every conceivable ob- 
stacle to or restriction upon interstate and foreign commerce 
from whatever source arising, whether it results from unfavor- 
able conditions within the States or from State legislative policy 
* * * or both combined.’’** 


The Supreme Court has recognized the effectiveness of and 
has sanctioned the remedy provided by the Trade-Mark Act of 
1946 in Bulova Waich Co., Inc. v. Steele, 344 U.S. 280, 73 S.Ct. 252 
(43 TMR 57) (1952). In that case, the Court sustained an injunc- 
tion against the use in a foreign country (Mexico) by an American 
citizen of a mark registered under the United States Federal Stat- 
ute. Obviously, the Supreme Court did not contend, in so ruling, 
that Congress has the power to regulate commerce within a foreign 

9. Art. I, Sec. 8, Clause 18, Constitution of the United States. 
10. The ‘‘Daniel Ball’’, 10 Wall. 557 (1871). 

11. Mobile County v. Kimball, 102 U.S. 691 (1881). 

12. Second Employers’ Liability Cases, 223 U.S. 1 (1912). 


13. The Constitution of the United States of America—Analysis and Interpreta- 
tion, Senate Document 170, 82nd Congress, 2nd Session, p. 125. 
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country but for the purpose of affording an adequate remedy, 
protection, relief or redress to the registrant who was engaged 
in commerce within the United States the Court gave the maximum 
force and effect to the 1946 Act and exercised all available power 
and jurisdiction over the citizen of the United States to curtail 
his unfair acts and practices which were damaging the trademark 
registrant in the United States. The remedy invoked (notwith- 
standing the questionable enforceability of the injunction) should 
stand as an indication that a wrongdoer will be brought to justice 
and a remedy afforded the person wronged in spite of an apparent 
intervening political barrier. , 


Common Law Trademark and Trade Name Cases Distinguished 


The common law trademark and trade name cases, of which 
Hanover Star Milling Company v. Metcalf, supra, and United 
Drug Company v. Rectanus Company, supra, are typical, have 
almost invariably refused to grant injunctions based on prior 
adoption and use of a mark or name in the absence of an inference 
or outright proof that the later user adopted the mark or name 
in question with some purpose inimical to that of the prior user. 

The very definition of the word inimical should indicate that, 
under the present law, any use of a mark by a person who has 
constructive notice of the claim of another to ownership and ex- 
clusive right to use the mark through prior use is opposed in 
tendency, influence or effect and is therefore adverse to the prior 
user, particularly a prior user in interstate commerce. The defi- 
nition of ‘‘inimical’’ as it appears in Webster’s New International 
Dictionary, Second Edition, is as follows: 

‘‘inimical—1. Having the disposition or temper of an enemy; 

unfriendly ; unfavorable. 2. Opposed in tendency, influence, 


or effects; adverse. 
‘A system * * * inimical to all other governments.’ Burke.’’ 


There is no better evidence of the fact that adoption and use 
of a mark in intrastate commerce is inimical to and constitutes a 
potential interference with use of the same mark in interstate 
commerce than the fact that a prior user of an unregistered mark 
used solely in intrastate commerce may successfully oppose an 
application for registration of a trademark under the Federal 


14. Hanover Star Milling Company v. Metcalf, supra. 
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Statutes.*° It would not seem equitable, therefore, to decline to 
protect the first user of a mark in interstate commerce from inter- 
ference with the logical extension of use of the mark where the 
intrastate user, if his use had been prior to that of the interstate 
user, would have been able to successfully oppose and prevent 
registration of the mark by the interstate user. 

The long line of cases which follow the Hanover Star and 
Rectanus decisions on the point of territorial division of markets 
need not be recited in detail here except to point out a recent 
appellate decision, namely, that of the United States Court of 
Appeals for the Fifth Circuit in El Chico Inc. v. El Chico Canning 
Company, Inc. and El Chico Cafes et al., 102 USPQ 267, 44 TMR 
1307. In this case, a nightclub which was established about 1926 
in Greenwich Village, New York City, sought to enjoin use of 
EL CHICO as a trade name for the defendants’ restaurants in Texas 
and Louisiana, the defendants having first adopted the mark in 
Texas in 1940. In addition, the New York nightclub sought to 
enjoin use of EL cHIco by a related company, El Chico Canning 
Company, Inc. as a trademark for a line of canned Mexican foods 
including tamales, enchiladas, tortillas, chili con carne, ete. 

The District Court for the Northern District of Texas made 
certain findings of fact and a few general conclusions of law (110 
F. Supp. 640) and adjudged that the canning company should be 
enjoined from using the trademark and the restaurants be allowed 
to continue using the trade name. From this decision, appeals 
were taken by the plaintiff, the New York nightclub, and the de- 
fendant, the canning company, to the United States Court of Ap- 
peals for the Fifth Circuit. 

In its decision on the appeal, the Circuit Court brought out 
the fact that the plaintiff did not base its cause of action upon 
any Federal Statute and stated: 

‘‘Tt is clear, we think, that in the absence of a Federally 

registered trade-mark, issues of substantive law arising in 

actions for the infringement of a trade name, or for unfair 
competition, are governed by state law even though the acts 
complained of may be committed in various states and may 
affect interstate commerce. Philco Corporation v. Phillips 


15. Rice & Hochster v. Fishel, Nessler ¢ Co., 1906 C.D. 254 (123 O.G. 997), 
2 TM Bull. 254; American Pharmaceutical Company, Inc. v. Vitamin Corporation of 
America, 74 USPQ 210 (1947); 8. A. Schonbrunn § Co., Inc. v. Kaplan Rice Mill, 
Inc., 90 USPQ 125 (1951), 41 TMR 866. 
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Mfg. Co., 7th Cir., 133 F.2d 663, 148 A.L.R. 125 (33 TMR 118) ; 
Annotation 148 A.L.R. 155; 52 Am. Jr., Trademarks, Trade- 
names, etc., Secs. 90, 89.’’ 
The Court followed the common law doctrine that fraudulent 
intent or intent ‘‘inimical’’ to the interest of the prior user is 
required if the later user is to be enjoined. The Court went on 
to say that it was not entirely clear why the District Court granted 
the injunction against the canning company since there was no 
proof that its sales of canned goods took place in New York or 
the New York territory. Moreover, the Court pointed out that 
the canning business would not be a likely or natural expansion 
of the business of the nightclub as indicated by the fact that, in 
the twenty-five years’ operation of the plaintiff’s nightclub, there 
was no indication of any intention to enter the canning business. 
The inference is clear from the decision of the Court that the 
result might have been different if the plaintiff had relied upon 
a Federally registered trademark in attempting to enforce its 
rights and particularly, the major burden of the plaintiff would 
have been satisfied had it been able to show that the defendant 
at least had constructive notice of plaintiff’s ultimate intention 
to enter into interstate commerce as would have been indicated 
by the ownership of a Federal registration indicating that such 
interstate use had already been accomplished. There is little 
doubt that the Federal Courts must follow the doctrine of Erie 
Railroad v. Tompkins (supra) where an action in unfair competi- 
tion and the trademark species thereof arises in the absence of 
an applicable remedy under the Federal Statutes. There is not, 
however, any justification for resorting to the Erie Railroad v. 
Tompkins doctrine where Congress has exercised its power under 
the Constitution to regulate commerce which is lawfully within 
its control or where the Federal Statute does not afford an ade- 
quate remedy for the violation of a property right of one who 
claims the remedial benefits of the Federal Statute. Where, as 
in the case of the Trade-Mark Act of 1946, not only the express 
language of the Statute but the intent thereof is made explicit 
by Congress, it is believed to be the duty of the Courts to give 
the Statute the broadest possible construction, short of exceed- 
ing the Constitutional limits thereof. As long as the Court con- 
fines its interpretation to accord only a remedy, rather than a 
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substantive right to those coming under the Statute, the constitu- 
tionality of the Act may be defended. 


The Sterling Case 


Sterling Brewers, Inc., of Evansville, Indiana (through its 
predecessor, Evansville Brewing Association) first adopted the 
mark sterLine for beer and used it in interstate commerce in 1893. 
In 1916, registration of the mark was effected under the Trade- 
Mark Act of 1905. After the repeal of the 18th Amendment, Ster- 
ling extended use of the mark to ale and the mark was reregistered 
for both beer and ale under the 1905 Act. When the Trade-Mark 
Act of 1946 became effective, the 1905 Act registrations were re- 
published under the provisions of Section 12(c) on May 18, 1948, 
to obtain the benefits of the later Act. 


Sterling learned in the Fall of 1949, through the posting of 
proposed prices (as required by Massachusetts State Alcoholic 
Beverage Laws) that Hacker Brewing Company of Lawrence, 
Massachusetts, intended to market ale under the trademark 
STERLING beginning December 1, 1949. On November 17, 1949, a 


letter was written by Sterling to Hacker Brewing Company re- 
questing that they refrain from the contemplated use, specifically 
calling to the attention of Hacker the long prior use of the mark 
STERLING by the Evansville people for beer and ale and also calling 
attention to the fact that the registrations of the mark stTEeRLIne 
were constructive notice to Hacker, under the provisions of Sec- 
tion 22 of the 1946 Act. It was also pointed out to Hacker that 
the registrations had all been republished under Section 12(c) of 
that Act. Notwithstanding the demand to refrain from using the 
mark, and with full knowledge of Sterling’s prior use and regis- 
tration of the mark for beer and ale, Hacker proceeded on De- 
cember 13, 1949, to use the mark stertine on ale in both intra- 
state commerce in Massachusetts and interstate commerce be- 
tween Massachusetts and Maine, New Hampshire, Vermont, Rhode 
Island, and Connecticut. On December 23, 1949, Hacker (Hacker 
being the trade style of Cold Spring Brewing Corporation) filed 
application for concurrent registration under the provisions of 
Section 2(d) of the 1946 Act, setting up Sterling Brewers, Inc., 
as the concurrent user and purporting to limit the Sterling ter- 
ritory to the states of Indiana, [Illinois and Kentucky. 
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In the meantime, however, Sterling Brewers, Inc., applied on 
November 21, 1949, for registration of the mark stErLine on the 
Principal Register of the Trade-Mark Act of 1946 for beer and ale. 


On March 31, 1950, Sterling filed in the United States District 
Court for the District of Massachusetts, a civil action against 
Cold Spring Brewing Corporation (doing business as Hacker’s 
Brewing Company), alleging trademark infringement and pray- 
ing for a permanent and absolute injunction against the defend- 
ant. The defendant, on May 4, 1950, filed answer and counter- 
claimed for cancellation of plaintiff’s registrations and, in antici- 
pation, prayed for cancellation of any registration which might 
result from the application filed on the Principal Register by the 
plaintiff on November 21, 1949. Plaintiff filed answer to defend- 
ant’s counterclaim on May 23, 1950, and on June 30, 1950, filed a 
Supplemental Complaint setting up its Registration No. 526,392 
issued June 13, 1950. In response to the Supplemental Complaint, 
the defendant counterclaimed for cancellation of this registration, 
as well as the others relied upon by the plaintiff. 


The case went to trial before Judge McCarthy in Boston on 
January 25, 1951, and after consideration of briefs and oral argu- 
ment by counsel, Judge McCarthy, on July 2, 1951, handed down 
his findings of fact and conclusions of law (100 F. Supp. 412; 
90 USPQ 242 (41 TMR 990), and 92 USPQ 37) indicating that 
‘to the extent that plaintiff’s case is based on common law rights, 
his rights are governed by the law of Massachusetts, and it is 
settled that under such law the rights are not protected beyond 
the territory where the plaintiff’s goods are sold, where he has 
no customers and where he has no trade’’ (emphasis mine). The 
Judge then goes on to say ‘‘The plaintiff must find the protection 
it seeks under Federal law’’ (emphasis mine). 


The Court then proceeded to hold all of the registrations in 
suit to be valid and refused to adopt the contention of the de- 
fendant that a registration under the 1905 Act (or even under 
the 1946 Act) does not extend the trademark rights of the reg- 
istrant beyond the territory in which the mark is used. The 
defendant, of course, cited Hanover Star, Rectanus and the 
Griesedieck cases in support of its contention. The Court, in 
refusing to accept this argument, said: 
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‘‘T am of the opinion that the provisions of the Act of 
1946 negative the defense of ‘territorial limitation’ of the 
protection accorded to a registered trade-mark, and that the 
plaintiff is entitled to injunctive relief irrespective of the 
plaintiff’s ‘expansion situation’.’’ 

In support of his conclusion that a registration under the 
1946 Act is effective throughout the United States, Judge 
McCarthy cited Section 22 of the Act and further elaborated on 
the point by citing the commentary on the Act by Daphne Robert 
(Mrs. Daphne Leeds) as found in 15 U.S.C.A. introduction to 
Chapter 22. He also cited Mrs. Robert’s (Mrs. Leeds’) ‘‘New 
Trade-Mark Manual’’ to the same effect. 

The Court ordered counsel to prepare a judgment granting 
the injunctive relief sought by Sterling and dismissing the 
counterclaim of Hacker in accordance with his holding. 

Counsel were unable to agree upon the form of final judg- 
ment, counsel for the defendant urging that the Court did not 
intend to enjoin use of the mark by the defendant within the 
State of Massachusetts and counsel for plaintiff contending that 
the injunction was to be absolute and without territorial limita- 
tion. The matter of territorial limitation was again briefed and 
argued on the basis of the motions by both parties for entry of 
final judgment in the form submitted by each. The Court there- 
upon granted the defendant’s motion for entry of a judgment 
expressly excluding from the scope of the injunction, defendant’s 
intrastate use of the mark in Massachusetts and, in support of 
his ruling Judge McCarthy filed a memorandum on January 2, 
1952, saying: 

‘‘The purpose of the Lanham Act is to regulate com- 
merce within the control of Congress by making actionable 
the deceptive use of marks in such commerce. Defendant’s 
activities within this Commonwealth which do not affect the 
interstate commerce of the plaintiff cannot, therefore, be 
enjoined. Attention is called to Findings of Fact Nos. 17 
and 20.’’* 


16. ‘*17. I find that the plaintiff’s zone of potential expansion of business cannot 
reasonably be expected to extend to New England. The plaintiff now covers 
the outlying States of its sales territory very lightly. To come into New 
England from the South the plaintiff would have to cover Maryland, Pennsyl- 
vania, Delaware, New Jersey and New York before reaching the borders of 
New England. From the West the plaintiff would have to cover that portion 
of Ohio east of Dayton, Pennsylvania and New York. Despite the alleged 
‘intentions’ of the plaintiff, its President admits that he has taken no active 
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The Court inferentially distinguished the facts in the present 
case from those in Cole of California, Inc. v. Collete of California, 
Inc., 79 USPQ 267 (39 TMR 42), by quoting from the decision in 
that case the part which held that the local sales of the defendant 
‘‘adversely affect plaintiff’s interstate sales.’’ Notwithstanding 
the apparent discrepancy between Judge McCarthy’s final ruling 
and his original Findings of Fact and Conclusions of Law, the 
judgment was entered with the ‘‘territorial limitation’’ included 
therein. 

From the judgment enjoining the defendant from use of the 
mark sTERLING in connection with ale in interstate commerce ‘‘ but 
expressly excluding the Commonwealth of Massachusetts,’’ both 
plaintiff and defendant appealed. 

Plaintiff-appellant filed its brief in the United States Court 
of Appeals for the First Circuit in the October 1951 term (Appeal 
No. 4643) urging that Congress could and, by the 1946 Trade- 
Mark Act, did legislate ‘‘substantive rights’’ to the extent that 
the District Court could and should have granted the absolute 
injunctive relief sought by the plaintiff. In support of this 
proposition, reference was made to the legislative history of the 
1946 Act, including House Report 219 which accompanied the 
Lanham Bill (79th Congress, 2nd Session) wherein it is stated: 

‘‘There can be no doubt under the recent decisions of 
the Supreme Court of the constitutionality of a national act 
giving substantive as distinguished from merely procedural 
rights in trade-marks in commerce over which Congress has 
plenary power, and when it is considered that the protection 
of trade-marks is merely protection to good will, to prevent 
diversion of trade through misrepresentation, and the pro- 
tection of the public against deception, a sound public policy 
requires that trade-marks should recewe nationally the 
greatest protection that can be given them.’’ 

While the foregoing passage may be a strong assertion of 
the scope of Congressional power to legislate on the substantive 
law of trademarks, it is not believed to be necessary to adopt an 
interpretation as broad as that urged by Representative Lanham 


steps toward expansion into the northeastern section of the country. He tes- 
tified that he talked about possibly buying a brewery in New Bedford, Massa- 
chusetts, but the talk did not progress to actual negotiations.’’ 

‘*90. I find that the plaintiff’s sTERLING mark has not acquired a secondary 
meaning in Massachusetts and New England as indicative of the plaintiff and 
its products.’’ 
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in order to give an effective remedy for the violation of the com- 
mon law rights of those who use trade-marks in interstate and 
foreign commerce against acts of piracy particularly when they 
are committed behind the shield of an intranational political 
boundary. 

The brief points out further that the definition of ‘‘com- 
merce’’ has been extended in recent years to include many ac- 
tivities which might, at first blush, appear to be purely intrastate 
in nature. For example, in the case of Wickard v. Filburn, 317 
U.S. 111, it was held that Congress was acting lawfully under 
the ‘‘commerce clause’’ in regulating not only intrastate but even 
intra farm activity, namely, the right of a farmer to grow on his 
own small farm grain for use on that farm for feeding his family 
and stock. The activity was held to sufficiently ‘‘affect’’ inter- 
state commerce to bring it within the control of Congress because 
the farmer might otherwise have bought his grain on the open 
market. 

In the Sterling appeal, the defendant-appellant did not file 
a brief, but stipulated entry of a consent decree granting an 


absolute injunction and thereupon a mandate issued from the 
Court of Appeals for the First Circuit directing that the judg- 
ment of the District Court be reversed and that an absolute in- 
junction be granted against the defendant’s use of the mark 
STERLING even in intrastate operations within the Commonwealth 
of Massachusetts. 


Summary 


Going back to the basic premise of the present discussion, 
it is not necessary to show that Congress has the power to legis- 
late on the substantive law of trademarks for the purpose of 
affording to interstate users of trademarks a remedy which will 
be effective to protect those users from the adoption and use of 
marks in intrastate commerce. Ii is only necessary to show that 
later use of a mark by a person in a different territory is 
‘‘inimical’’ to the rights of the prior interstate user. Under 
present business conditions, practically any use of a mark in 
intrastate commerce is ‘‘inimical’’ to the property right vested 
in the interstate user through his prior adoption and use of a 
mark since it is logical to presume that every interstate user may 
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extend his business into the forty-eight states and registration 
under the Federal statutes affords constructive notice of that 
presumed intention. 

The Trade-Mark Act of 1946 will not penalize those who 
may adopt and use a mark in interstate commerce in good faith 
simultaneously with the adoption and use of the same mark in 
interstate commerce for the same goods by another party in a 
remote area since Section 2(d) of the Trade-Mark Act of 1946 
permits registrations to both parties under the conditions set 
forth therein. The principal limitation is that the use of each 
must be prior to the filing date of either. Indeed, the Act will 
benefit users in this category since it will afford to the respective 
users in their respective territories the same remedies which are 
accorded a person who is the sole user of a mark in interstate 
commerce, as against one who subsequently adopts the same mark 
after having had constructive notice of the prior user’s claim to 
ownership thereof. 

It is hoped that the foregoing line of reasoning will be 
adopted by the Courts in interpreting the Trade-Mark Act of 
1946 to the end that proper weight and effectiveness will be given 
to the rights of those who avail themselves of the remedies pro- 
vided by the Trade-Mark Act of 1946 through registration of 
their trademarks on the Principal Register under that Act. 
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TRADEMARK OPPOSITION PROCEEDINGS IN COLOMBIA 


By German Cavelier* 


Trademark opposition proceedings in Colombia are set forth 
in the Law 31 of 1925 and 94 of 1931, Decree 1844 of 1.25, and 
the Judicial Code. 


Formal Requirements 


Application for registration of trademarks are published 
three times in the ‘‘Diario Oficial,’’ the government’s Official 
Gazette. Notice of opposition must be filed within thirty days 
from the date of the issue in which the application is published 
for the third and last time, and which is exclusive of Saturdays 
and holidays according to a recent ruling, as the Trademark Office 
is closed on Saturday afternoon. 


The notice of opposition must be filed in person at the Trade- 
mark Office by the opposer’s attorney during the statutory period 
and power of attorney should be filed at the same time. If the 
opposer’s attorney has no power of attorney at the time of the 


filing of the opposition, he is required to post a bond of Pesos 
100.00 as a guarantee that he will file a power of attorney duly 
authorized and translated during the subsequent ninety days’ 
period. The Trademark Office holds the notice of opposition until 
the filing of the power of attorney. If it is not filed at the end of 
the ninety days’ period, the bond is forfeited and the opposition 
will be rejected. 


In accordance with the notice of opposition, the Judicial Code 
must contain the following data: name and domicile of opposer, 
name and domicile of the opposer’s attorney, name and domicile 
of the defendant and the grounds on which the opposition is based. 
The Colombian law defines as the domicile the principal place of 
business of an individual or corporation. Although every action 
brought before a judge requires formal application, it is not 
necessary that a new brief be filed in opposition proceedings if 
the original brief was filed before the Trademark Office in com- 
pliance with the Judicial Code. 

* Partner in the firm of Cavelier, Venegas & Esguerra, Bogota, Colombia; author 


of ‘‘International Policies of Colombia’’, Bogota, 1948, and ‘‘A Statement of the 
Laws of Colombia in Matters effecting Business’’, 2nd ed., Washington, 1953. 
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Substantive Requirements 


The law grants the right to oppose a trademark application 
to 1) the prior registrant of a mark identical or similar to the 
one applied for, and 2) to the prior user of a mark identical or 
similar to the one applied for. 


1) Opposition Based on Prior Registration 


An application for trademark registration can be opposed by 
the owner of an unexpired trademark registration. It is not 
necessary to file with the brief of opposition the original certifi- 
cate of registration or copy thereof; the Trademark Office requests 
written information from the files clerk and will confirm the fact 
of the prior registration, if still in force. 


2) Opposition Based on Prior Use 


Use of an unregistered trademark entitles the user to oppose 
an application for registration of a mark identical or similar to 
the one used by him. But prior use is not essential for trade- 
mark registration. 

The user must comply with certain requirements. 1) The 
law requires three years of continuous use of the mark in 
Colombia; use for a shorter period of time does not confer the 
right of opposition. 2) It is unnecessary to prove continuous use 
in the entire country. 3) Evidence of use accepted by the Courts 
may refer to one particular locality or administrative division 
only. 

Administrative Opposition Proceedings 

As has been explained above, oppositions are filed with the 
Trademark Office prior to the expiration of the statutory term. 
Once the term has expired, the Trademark Office notifies the ap- 
plicant of the filing of the opposition. The applicant can then 
either withdraw his application, or change his mark from the 
opposer’s mark which ends the administrative opposition pro- 
ceedings; or he can contest the opposition. If the applicant de- 
cides to contest the opposition, he can so inform the Trademark 
Office by means of a brief filed in answer to the opposition. It is 
not compulsory to notify the Trademark Office to this effect; if no 
notice is given, the Trademark Office concludes that the applicant’s 
intention to fight the opposition suit before the courts. 
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The Trademark Office usually grants a term of 10 to 15 days 
to answer the opposition. If the parties have decided to fight the 
opposition, the Trademark Office issues a decree ruling the oppo- 
sition. Although this office has ample legal power to render a 
decision in these proceedings, it prefers in most cases to refer 
the matter to the courts, as provided by Law 31 of 1925. The 
decree referring the case to the courts if notified by means of a 
decree, ‘‘edicto’’, is published by the Trademark Office during a 
period of twenty-four hours. 


Court Proceedings 

Only the judges of the Circuit Court at Bogota are legally 
authorized to hear a contested opposition suit. Their decisions 
are appealable to the Superior Tribunal of the District of Bogota 
which are final. Once the case comes before the court, it is as- 
signed by lot to any of the eight judges of the Circuit of Bogota. 
The proceedings are called ‘‘reparto’’ (partition) and are held 
weekly. 


Immediately on receipt of the case, the appointed judge issues 


a decree setting forth the claims if the brief of opposition is 
acceptable and a personal notification is issued to the representa- 
tives of both parties; if they cannot be found, notification is made 
by means of an ‘‘edicto’’ published at court during a thirty-day 
period. If the parties have not appointed an attorney at that 
time the judge appoints a special attorney for the case. Only 
registered barristers can accept powers of attorney. 


The defendant must answer the notice of opposition within 
three days following the notification of the case. The answer 
must contain: 1) acceptance or denial of the facts in the case 
as set forth by the plaintiff in the claim; 2) reasons of fact and 
law which sustain the defense; 3) immediate defenses, if any; 
and 4) address of the defendant’s attorney. 


The expression ‘‘immediate defenses’’ refers to the facts that 
can be taken into account by the judge at the onset of the case 
and which can paralize it temporarily or terminate it permanently. 
For instance, if the defendant’s name is spelled incorrectly or is 
incomplete, the judge rules the demands insufficient and the case 
ends temporarily. If another decision has been made previously 
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in the same case, the new case is terminated. These defenses may 
only be alleged by the defendant. 


If an error was made in the brief of opposition, the plaintiff 
is allowed to correct it before the judge requests that the proofs 
be submitted to him and a new brief must be filed with all the 
details of the original one. It is my opinion that the above men- 
tioned term of thirty days is only for filing the opposition irre- 
spective of its contents, which can be altered, supplemented or 
changed when the case opens before the judge. 


The judge requests the parties to submit proofs immediately 
after the period for answering the demand has elapsed. This may 
be done by petition by one of the parties or ex officio by the judge 
himself. Thereafter all judicial actions and provisions regarding 
the case are handled by means of an ‘‘estado’’, which is a notice 
affixed in the judge’s court each morning. During the following 
three working days the parties can either ask for a reconsidera- 
tion of the decree. or appeal to the Superior Court at Bogota. 
Appealable decrees are not clearly defined in the Judicial Code 
and in most cases the decision rests with the judge. Appeals can 
be intervened directly without reconsideration or as a subsidiary 
means in case the reconsideration is denied. In this latter case 
the appeal must be filed in the same reconsideration brief. 


The period for proofs is ten working days. During this pe- 
riod the petition is submitted to the judge who orders the presen- 
tation of the proofs if he finds it pertinent to the case. This 
period can be extended for another ten days, if one of the par- 
ties files a petition for proofs during the last three days of this 
period (or its extension), and the other party can then submit 
further proofs to the judge. 


The opposition proceedings before the courts do not specify 
a definite term for the attorney for summing up the case. The 
counsel for plaintiff and defendant must submit such summary 
to the judge immediately following the expiration of the period 
for proofs. It is recommended therefore to state the case as com- 
pletely as possible in the brief of opposition or in the demand in 
order not to risk losing the opportunity for the summing up of 
the case before the judge. 
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The Judicial Code provides for a term of five days for the 
judge for a decision in the case, notice of which must be made 
personally or by means of an ‘‘edicto’’. It is compulsory for the 
losing party to pay the costs involved. The decision handed down 
by the judge can be appealed to the Superior Tribunal. The ap- 
peal must be filed with the judge during the period of the ‘‘edic- 
to.’ The case is assigned to one of the Magistrates of the 
Tribunal who orders its inclusion in the list of appealed cases 
for four days. During this time the attorneys may file their 
briefs with regard to the decision. No evidence can be submit- 
ted to the Tribunal in opposition cases. A decision is rendered 
by the three Magistrates forming each one of the courts of the 
tribunal. Their decision is final and must be published in the 
Diario Oficial and registered at the Public Registry of Bogota. 

If the opposer has based his opposition on previous use with- 
out registration, the law provides that he must register his trade- 
mark within three months following the court’s decision; if ap- 
plication for registration is not made during this period he loses 
the right to oppose again on the same grounds. 





THE TRADE-MARK REPORTER Vol. 44 T. M. R. 


TRADEMARK PROVISIONS IN YUGOSLAVIA 
By Delija Popovic* 


Yugoslavia, originally the Kingdom of the Serbs, Croats and 
Slovenes, established after World War I, joined various inter- 
national conventions and arrangements for the protection of 
industrial property in 1921. The following year, on the 17th of 
February, 1922, the former Kingdom of the Serbs, Croats and 
Slovenes issued The Law on the Protection of Industrial Property. 


The law on the Protection of Industrial Property comprised 
not only the provisions on patents, designs, models and trade- 
marks, but also provisions regarding the organization of the 
Bureau for the Protection of Industrial Property, the procedure 
of the Bureau as well as provisions on the violation of the rights 
of industrial property. 


The Law of February 17th, 1922, was in force until November 
5, 1946, when the Law regarding Abolition of Legal Provisions 
Issued before the War and during the Enemy Occupation of 
Yugoslavia become effective. This law, however, did not cause 
a complete legal vacuum in the field of industrial property nor in 
any other, since the law provided that legal principles of abolished 
laws had to be applied, if they were not contrary to the provisions 
of the new Yugoslav Constitution and to legal provisions passed 
after the war. 

The Bureau for the Protection of Industrial Property, estab- 
lished before the war, continued its work after the war based 
on legal principles contained in prior laws and international 
agreements on the protection of industrial property. The Bureau 
itself, however, was incorporated in various institutions. Finally, 
on May 20th, 1953, the Federal Executive Council (Yugoslav 
Government) issued a Decree on the Organization and Work of 
the Federal Patent Bureau. In accordance with the provision 
of Article 2 of the Decree, the Federal Patent Bureau deals also 
with all matters regarding trademarks. 

On December Ist, 1948, the Yugoslav National Assembly 
passed The Law on Inventions and Technical Improvements. The 
draft of the new Law on Trade Marks is still under discussion, 


* Attorney-at-law in Belgrade, Yugoslavia. 
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but it is expected that it may be passed in the near future, not 
later than at the beginning of 1955. 

During the enemy occupation of Yugoslavia, the country was 
divided among several occupying powers: Germany, Hungary, 
Bulgaria and Italy. In addition, the so-called ‘‘ Independent 
State of Croatia,’’ known by unparalleled atrocities committed by 
a fascist organization, the so-called ‘‘Ustashas,’’ was created as 
a puppet state by Italy and tolerated by Germany. There was no 
connection between these separated parts of the country. With 
the exception of the occupying powers, and the small number of 
neutral states, foreign countries were not in a position to main- 
tain their rights in the protection of industrial property. As a 
consequence, such rights ceased legally to exist. 

In order to restitute the extinguished rights of industrial 
property, the Government of Yugoslavia issued, on November 
28, 1950, a Decree regarding the Restitution of Patents, Designs, 
Models and Trade Marks. By virtue of the Decree, the rights 
which were extinguished during the period of September 3, 1939 
to January 1, 1946, had to be restituted to their owners, to per- 
form all acts required for their maintenance within a period of 
ten months after the Decree came into force. Article 3 of the 
Decree ordered that persons who used a trademark during the 
period between its expiration and its restitution could not be held 
responsible for infringement or sued for damages. 

The present Federal Patent Bureau functions normally. Many 
foreign owners of trademarks have paid maintenance fees for the 
war-time period and restituted their rights. Trademarks that 
were not restituted under the Decree of November 28, 1950, can 
now be registered as new trademarks. The registration fee for a 
new trademark is approximately 800 dinars. This includes the 
Government fee for the first year of protection. Annual protec- 
tion fee amounts to 200 dinars (300 dinars equal $1.—at the cur- 
rent rate of exchange). 
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LOUISIANA RENEWAL REQUIREMENTS 


The Secretary of State of Louisiana has asked The Trade- 
mark Reporter to call attention to the Trade-Mark Act which took 
effect in Louisiana on July 28, 1954, with particular reference to 
the provisions affecting registrations under previous Acts. 

The new Act is to a large extent a counterpart of the ‘‘model 
bill’’, and follows its provisions with respect to duration and re- 
newal. Registrations now are granted for a term of ten years 
and are renewable for successive ten-year periods. Subsisting 
registrations under previous Acts will continue in force until re- 
newal under the new Act is required. The renewal date for any 
such registration will be ten years from its date of issuance or 
last renewal, or one year after the effective date of the new Act, 
whichever is later. 

Hence the Act requires the Secretary of State to cancel any 
existing registration of more than ten years’ standing unless it is 
renewed before July 28, 1955. It also directs him to give notice 
to this effect by writing to the last known address of the registrant. 
He is preparing to send out such notices, but is apprehensive that 
many of the older mailing addresses on his records may no longer 
be correct. The application fee for either registration or renewal 
is $10.00. 

The new Louisiana Act departs from the ‘‘model bill’’ in in- 
cluding in the definition of a trademark a name or mark used ‘‘to 
designate a particular place of business’’ as well as one used on 
goods. Also, the usual provisions for cancellation by the Secre- 
tary of State or by court order are supplemented by provisions 
for institution and prosecution of cancellation proceedings before 
the Secretary of State on various grounds. 

While this Act does not contain any express reservation for 
the protection of common law rights, since Louisiana is not a 
common law State, such rights accruing elsewhere are expected 
to be recognized in Louisiana. The Secretary of State is anxious, 
however, to afford every owner of an existing registration notifi- 
cation and opportunity for renewal in due time. 


LenorE B. Stoveuton, Chairman 
State Trademark Committee, USTA. 
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PATENT OFFICE* 


The following is an excerpt dealing with trademarks from the Annual Report of 
the Patent Office for the fiscal year 1954 (July 1, 1953 through June 30, 1954). 

The volume of work received in Trade-Mark Operation has 
shown a steady increase during the past four fiscal years. Ex- 
cluding affidavits filed under the provisions of sections 8 and 15 
of the Trade-Mark Act, receipts during the past year totalled 
26,646, as compared with 23,026 received during fiscal year 1953. 
This included 19,715 new applications for registration; 3,887 ap- 
plications for renewal; and 1,626 applications for publication 
under section 12(c). The number of new applications for registra- 
tion was the largest received since fiscal year 1949 and in all the 
other categories were larger than last year. 

Under the provisions of section 7, there were filed 93 applica- 
tions for the issuance of new certificates of assignees of registered 
marks; 44 petitions to surrender registration for cancellation; 
172 requests for amendments of registrations; and 57 requests to 
correct mistakes in registrations which occurred through the fault 
of the applicant. 

The number of applications for publication under section 
12(c) totalled 1,626 as compared with 1,309 received during the 
previous fiscal year. A total of 41,121 such applications have been 
received since the effective date of the 1946 Act. 

Disposals for the year totalled 24,023, this figure comprising 
15,197 marks registered; 4,429 applications abandoned; 1,383 
marks published under section 12(c) ; 2,918 registrations renewed ; 
and 322 corrections, amendments, new certificates, and surrenders 
for cancellation made under section 7. This was 1,734 fewer dis- 
posals than in the preceding year, a condition associated with 
reduction of the total examining corps from 57 to 46 due to 
budgetary necessity. 

With disposals failing to match receipts of new work, the 
Trade-Mark Operation experienced the first increase in total work- 
load since 1949. The inventory of applications for registration 
pending on June 30, 1954 amounted to 20,063. In addition, there 
were 990 renewal applications and 328 applications for publication 

* Our section ‘‘ Notes from the Patent Office’’ was omitted from this issue to 


permit us to print this report from the Patent Office. Miss Hancock’s column will be 
resumed next month.—Eb. 
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under section 12(c) on hand. All examining divisions were acting 
on both new and amended applications within less than six months 
from date of receipt which was approximately one month behind 
the condition at the end of 1953. 

During the year, 13,742 affidavits were processed under sec- 
tion 8, and 12,975 under section 15. No examination is made of 
affidavits submitted under the latter section of the 1946 Act. The 
Office merely acknowledges their receipt. Action was taken to 
cancel 1,324 registrations for which no affidavit under section 8 
was filed within the time prescribed by statute, or in which the 
affidavit was not found to be acceptable. 

The number of marks published for opposition totalled 14,524, 
of which only 1 was published under the provisions of the Act of 
1905. There were 1,051 oppositions filed, an increase of 20 over 
the previous year. 

There were 18 marks registered under the Act of 1905, and 
15,179 under the Act of 1946, the latter comprising 13,385 Prin- 
cipal Register and 1,794 Supplemental Register marks. 

Special consideration continued to be given to applications 
still pending under the Acts of 1905 and 1920. At the end of the 
fiscal year only 1 application remained pending under the Act of 
1920 and 7 under the 1905 Act, of which 2 have been published for 
opposition. 

The Patent Office Committee on Trade-Mark Law and Prac- 
tice, established by the Commissioner in April 1953, has con- 
sidered a number of suggestions with a view to simplifying and 
facilitating the prosecution of trademark applications before the 
Office. Upon recommendation of the Committee the practice of 
accepting prima facie showing of abandonment in trademark 
cases was discontinued effective January 1, 1954. The recording 
of Articles of Incorporation was also discontinued October 9, 1953. 
Notice of these changes was published in 676 O. G. 7, 8 (November 
3, 1953). The Committee has also made an extensive study of the 
Rules of Practice in Trademark Cases, and a report recommend- 
ing numerous changes, particularly in the rules relating to inter 
partes practice, was substantially completed for submission to the 
Commissioner at the close of the fiscal year. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 
France 
Commercial Names 


The Tribunal de Commerce of Nice has held that the right to 
the exclusive use of a commercial name may be acquired only if it 
consists of elements sufficiently arbitrary, original and special to 
distinguish the enterprise from enterprises of the same type. 
Further, such rights do not go beyond the territory within which 
the commercial name has become known. The commercial name 
MAISON DE LA CHANCE, adopted by an establishment selling tickets 
in the National Lottery, is in the public domain for that type 
of business and cannot be appropriated exclusively by any one 
establishment. 

Commercial Signs 

The Civil Tribunal of Toulouse has held that the right to the 
exclusive use of a sign or emblem adopted by an establishment to 
distinguish its business may be protected, provided that such sign 
or emblem is not merely a common or necessary designation for a 
given type of business. The protection afforded to such emblem 
or sign does not go beyond the territory within which it has become 
known, but within that area the protection will apparently extend 
to the ability to exclude others from using similar signs or 
emblems. In the subject case the Toulouse Tribunal held that a 
green cross for a pharmacy specializing in herbs was entitled to 
protection. 


Hong Kong 
Proposed New Trade Marks Ordinance 

The new Trade Marks Ordinance reported last month, 44 
TMR 1299, will come into effect January 1, 1955. 
India 

Opposition Proceedings 

The Registrar rejected an opposition against an application 
to register a label containing the numerals ‘‘507,’’ based upon a 
prior registration of a mark containing the numerals ‘‘705.’’ Both 
marks are used in respect of bidis.. The Registrar held that there 


1. A type of tobacco product. 
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j of deception or confusion between the two marks. 
e opponents were not able to cite a single instance 
option of a prospective customer was taken into 


CUli.r- 


Unregistrable Trademarks 


Registration for the trademark ovomaLT was refused on the 
ground that the mark has direct reference to the character or 
quality of the goods in that it means ‘‘egg malt.’? The Deputy 
Registrar of Trade Marks stated that the syllable OV has a com- 
mon meaning and no person is entitled to the right to the exclusive 
use thereof. It was pointed out at the hearing that the applicants’ 
goods do not contain eggs and the Registrar stated that the public 
would naturally expect eggs as an ingredient of ovomatr and if 
eggs are not an ingredient the public would be deceived. There- 
fore, the Registrar held, as a ground for rejection, that the alleged 
mark is misdescriptive of the goods. 

Registration for the trademark capita was refused on the 
ground that it is a common laudatory word. The applicants sub- 
mitted evidence attempting to prove that the mark had acquired 
distinctiveness in India but it was held that the evidence was 
insufficient. The question whether or not carrrat falls in the cate- 
gory of words which are inherently incapable of being distinctive 
no matter how much evidence is available was not decided. 


Iran 
Labeling Regulations 


The following Notice No. T.8807/18618, dated October 8, 1953, 
issued by the Ministry of National Economy in connection with 
the above matter is self-explanatory: 


‘*To implement the provisions of the regulations concerning 
the compulsory registration of Trade Marks and the affixing 
of labels to pharmaceuticals and cosmetic preparations and 
foodstuffs, which were published in the Iran official gazette 
of 20th Shahrivar 1328 (September 1949), we hereby bring 
to the notice of the public that all specialized drugs (speciali- 
ities) for medicinal or veterinary purposes; all foodstuffs 
sold wrapped or in containers and bearing specified names 
e.g. tinned fruit, foodstuffs, special flours, various brands of 
tea, cocoa, chocolate, sugar drops, cheese, milk, jam, pickles, 
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butter, edible oils of different brands, alcoholic and non- 
alcoholic beverages, minerals or gaseous waters, beer, fruit, 
essences or alcohol used for manufacturing different brands 
of alcoholic beverages and which are exposed for sale in spe- 
cial bottles and under particular names; make-up and beauty 
preparations which are applied directly to the body, e.g. soap, 
paste, powder, lotion, perfume, Eau de Cologne and oint- 
ments; these products, whether made in Iran or made in for- 
eign countries and imported into Iran, when put on show for 
sale should have labels affixed thereto bearing the registered 
trade mark of the manufacturers. 

‘‘This label should bear the trade name and the trade mark 
of the manufacturers of the goods together with the name of 
the country of origin and the serial number of the trade mark 
in Iran as well as the number and the date of the authoriza- 
tion from the Ministry of Health (with respect to pharma- 
ceuticals). 


‘‘With regard to goods made in Iran the inscriptions denoting 
the desirability of the product should be in Persian characters. 
The use of Latin characters is allowed provided it is printed 
in smaller letters and the statement ‘Made in Iran’ is added 
thereto. 


‘Samples on which the word ‘sample’ has been printed, and 
in addition goods imported into Iran for personal consump- 
tion, are exempt from this regulation. 


‘The above-mentioned label should be affixed to the goods in 
such a manner that it cannot be easily removed. 


‘‘Therefore, all importers and manufacturers of the above- 
mentioned goods are hereby notified that within a period of 
one month from the date of publication of this notice they 
should take steps to register their trade mark and affix the 
label in accordance with the requirements of the regulations. 
After the expiry of the aforesaid period, all goods not bearing 
trade marks and labels as prescribed above no matter whether 
they are found in the possession of the importers, producers 
or sellers (wholesalers, retailers, shopkeepers) shall be con- 
fiscated and infringement of these instructions shall be pun- 
ishable in accordance with Section (b) of Article 249 of the 
Penal Code amended on 20-4-1310 (June 1931) as follows :— 
‘The persons listed below shall be liable to both impris- 
onment for a period of from 8 days to 6 months and to a 
fine of from Rials 3,00,—or to one or other of the above 
penalties : 
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was no likelihood of deception or confusion between the two marks. 
The fact that the opponents were not able to cite a single instance 
of actual deception of a prospective customer was taken into 


consideration. 
Unregistrable Trademarks 


Registration for the trademark ovomaLt was refused on the 
ground that the mark has direct reference to the character or 
quality of the goods in that it means ‘‘egg malt.’’ The Deputy 
Registrar of Trade Marks stated that the syllable OV has a com- 
mon meaning and no person is entitled to the right to the exclusive 
use thereof. It was pointed out at the hearing that the applicants’ 
goods do not contain eggs and the Registrar stated that the public 
would naturally expect eggs as an ingredient of ovomatT and if 
eggs are not an ingredient the public would be deceived. There- 
fore, the Registrar held, as a ground for rejection, that the alleged 
mark is misdescriptive of the goods. 

Registration for the trademark capiraL was refused on the 
ground that it is a common laudatory word. The applicants sub- 
mitted evidence attempting to prove that the mark had acquired 
distinctiveness in India but it was held that the evidence was 
insufficient. The question whether or not caprtat falls in the cate- 
gory of words which are inherently incapable of being distinctive 
no matter how much evidence is available was not decided. 


Iran 
Labeling Regulations 


The following Notice No. T.8807/18618, dated October 8, 1953, 
issued by the Ministry of National Economy in connection with 
the above matter is self-explanatory: 


‘*To implement the provisions of the regulations concerning 
the compulsory registration of Trade Marks and the affixing 
of labels to pharmaceuticals and cosmetic preparations and 
foodstuffs, which were published in the Iran official gazette 
of 20th Shahrivar 1328 (September 1949), we hereby bring 
to the notice of the public that all specialized drugs (speciali- 
ities) for medicinal or veterinary purposes; all foodstuffs 
sold wrapped or in containers and bearing specified names 
e.g. tinned fruit, foodstuffs, special flours, various brands of 
tea, cocoa, chocolate, sugar drops, cheese, milk, jam, pickles, 
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butter, edible oils of different brands, alcoholic and non- 
alcoholic beverages, minerals or gaseous waters, beer, fruit, 
essences or alcohol used for manufacturing different brands 
of alcoholic beverages and which are exposed for sale in spe- 
cial bottles and under particular names; make-up and beauty 
preparations which are applied directly to the body, e.g. soap, 
paste, powder, lotion, perfume, Eau de Cologne and oint- 
ments; these products, whether made in Iran or made in for- 
eign countries and imported into Iran, when put on show for 
sale should have labels affixed thereto bearing the registered 
trade mark of the manufacturers. 

‘‘This label should bear the trade name and the trade mark 
of the manufacturers of the goods together with the name of 
the country of origin and the serial number of the trade mark 
in Iran as well as the number and the date of the authoriza- 
tion from the Ministry of Health (with respect to pharma- 
ceuticals). 


‘With regard to goods made in Iran the inscriptions denoting 
the desirability of the product should be in Persian characters. 
The use of Latin characters is allowed provided it is printed 
in smaller letters and the statement ‘Made in Iran’ is added 
thereto. 


‘‘Samples on which the word ‘sample’ has been printed, and 
in addition goods imported into Iran for personal consump- 
tion, are exempt from this regulation. 


‘‘The above-mentioned label should be affixed to the goods in 
such a manner that it cannot be easily removed. 


‘‘Therefore, all importers and manufacturers of the above- 
mentioned goods are hereby notified that within a period of 
one month from the date of publication of this notice they 
should take steps to register their trade mark and affix the 
label in accordance with the requirements of the regulations. 
After the expiry of the aforesaid period, all goods not bearing 
trade marks and labels as prescribed above no matter whether 
they are found in the possession of the importers, producers 
or sellers (wholesalers, retailers, shopkeepers) shall be con- 
fiscated and infringement of these instructions shall be pun- 
ishable in accordance with Section (b) of Article 249 of the 
Penal Code amended on 20-4-1310 (June 1931) as follows :— 
‘The persons listed below shall be liable to both impris- 
onment for a period of from 8 days to 6 months and to a 
fine of from Rials 3,00,—or to one or other of the above 
penalties : 
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‘1. Persons who do not affix trade marks to goods which 
should, by law, bear such trade marks; 
‘2. Persons who deliberately expose goods for sale, or 
actually sell goods which do not bear a trade mark in 
spite of the fact that registration of the trade mark for 
such goods is compulsory, shall be prosecuted in accord- 
ance with the law.’ 
‘‘In conclusion, it is pointed out that the Department for the 
registration of Trade Marks and Companies’ registration will 
be ready to facilitate and expedite the registration of those 
trade marks for which application is made. 
‘‘Interested parties should refer for further information and 
explanations on this subject to the Department for the Sta- 
bilization of Prices.’’ 
Mexico 
Translation of a Registered Trademark 
In a recent case the Mexican Patent Office held that the 
translation of a registered trademark should not be accepted for 
registration in the name of a party other than the original regis- 
trant. The owners of the trademark wHiITE sHOULDERS which had 
been registered in respect of perfumery were successful in obtain- 
ing the cancellation of a registration for HoMBROS BLANCOS in 
respect of the same goods, notwithstanding that the only similarity 
between the two marks is the identity of meaning. 


PATENT OFFICE 
Fees and Charges in Trademark Cases 


The following notice appeared in the Federal Register of 
December 10, 1954, 19 Fed. Reg. 8155 (103 USPQ XII, December 
20, 1954). 

Part 1—Ruvtezs or Practice 1n Patent Cases 
Subchapter B—Trademarks 
Part 100—Rv.zs or Practice 1s TRADEMARK CasES 
RECORDING OF ASSIGNMENTS; FEES AND CHARGES 

The following amendments are made, to take effect on the 

date of publication in the Feprrat Recister: 


1. Section 1.331 is amended by deleting the expression ‘‘in 
books kept for that purpose’’ in the first sentence of the section. 


2. Section 100.21 is amended as follows: 
a. By deleting paragraph (r) and substituting therefor: 
(r) For each printed copy of a registration as issued $0.10 
For each printed copy of a registration with 
data entered of record as of date of mailing, 
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relating to renewal, cancellation, publication 
under section 12(c) of the 1946 Trade Mark 
Act and affidavits under sections 8 and 15 
of such act 
b. By deleting paragraph (t) and substituting therefor: 
(t) For certified copies of certificates of registra- 
tion: For each copy of a registration with 
data entered of record as of date of mailing, 
relating to renewal, cancellation, publication 
under section 12(c) of the 1946 Trade Mark 
Act and affidavits under sections 8 and 15 
of such act 
For each grant (certificate of registration) .... 
For the certification 
For each additional registration which may be 
included under a single certificate, additional 00 
If renewed, for copy of each certificate of 
renewal 


The amendment to § 1.331 merely eliminates a statement as to 
a practice which is not required by statute, and which is to be dis- 
continued. The amendments to $100.21 provide for a charge for 


an optionally available new service (35 U.S.C., sec. 41(b)), and a 
minor amendment with respect to the nature of the copies of regis- 
trations furnished. 

The nature of the amendments is such that publication of 
proposed rules in advance and deferment of the time of taking 
effect are not considered necessary and would serve no good 


purpose. 
[SEAL | ArtHur W. Crocker, 
Acting Commissioner of Patents. 
Approved: 
Srnciarr WEEKS, 
Secretary of Commerce. 
[Filed Dec. 9, 1954] 


LIST OF OTHER TRADEMARK ARTICLES* 
ARTICLES 


Ennis, John W. 

Some Problems in Choosing a Commercial Name. (Temple Law Quarterly, v. 
28, no. 1, Summer 1954, pp. 123-132.) 
Langdon-Davies, Peter 

The Merchandise Marks Act, 1953. (Business Law Review, v. 1, no. 1, January 
1954, pp. 31-34.) 


* Copies of these articles are available in the Association’s library. 
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Part ll 


TYROLEAN HANDBAG COMPANY v. EMPRESS HAND BAG, INC. 
No. 90-35 — D.C.,S.D.N. Y. — March 8, 1954 


CoURTS—PRELIMINARY INJUNCTION 
Preliminary injunction denied where plaintiff based motion on purchase of 
defendant’s bags in shops selling such; fact that defendant’s bags were sold in 
stores which were plaintiff ’s customers and refusal of plaintiff’s customers to pur- 
chase bags because of cheaper copy made by defendant. 

Action by Tyrolean Handbag Company v. Empress Hand Bag, Inc., 
for patent infringement and unfair competition. Plaintiff moves for pre- 
liminary injunction. Motion denied. 

E. Seward Stevens, Irving M. Kramer and W. Saxton Seward, of New 

York, N. Y. for plaintiff. 

Barnett & Barnett, of New York, N. Y. for defendant. 
Conaer, District Judge. 

Plaintiff moves for preliminary injunction (1) restraining defendant 
from making and selling certain handbags upon the grounds that said 
handbags infringe plaintiff’s Letters Patent No. 2,606,588; and (2) re- 
straining defendant from committing acts of unfair competition. 

In support of the application plaintiff files two affidavits and submits 
various exhibits. 

One Herman Slutsky, General Sales Manager of plaintiff, states that 
Letters Patent No. 2,606,588 were issued on August 12, 1952 to L. Kaufman 
and assigned by Kaufman to the plaintiff; that plaintiff has extensively 
promoted the handbags covered by the aforesaid Letters Patent by means 
of television, written advertising and catalogues; that plaintiff’s handbags 
were featured on television Station WPIX on nine different occasions in 
the months of August, September and October of an unspecified year (I 
assume the year is 1953) ; that the handbags covered by plaintiff’s patent 
were the subject of an editorial in Women’s Wear Daily, a trade paper, on 
August 28, 1953 and that such article informed the trade that plaintiff’s 
handbags were patented; that despite the foregoing, the defendant manu- 
factured handbags which infringed plaintiff’s patent and sold them in 
direct competition with plaintiff and to plaintiff’s customers; that on No- 
vember 25, 1953 plaintiff’s attorney notified defendant that its handbags 
infringed plaintiff’s patent; that subsequent to such notice Slutsky visited 
two shops in New York City selling handbags and purchased two of defend- 
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ant’s article which are submitted as exhibits; that Slutsky knows defend- 
ant’s handbags are sold in many stores throughout New York City and 
other cities of the United States many of which stores are customers of 
plaintiff ; that Slutsky has been told by several of plaintiff’s customers that 
they will not purchase plaintiff’s handbag because of the cheaper handbag 
offered by defendant in competition with plaintiff’s handbag; that defend- 
ant has no license from plaintiff. 

Louis Kaufman, a partner in the plaintiff firm and inventor of plain- 
tiff’s handbags, states, among other things, that on December 4, 1953, he 
received a telephone call from a person representing himself to be with the 
defendant, concerning the notice sent by plaintiff’s attorney, asking per- 
mission to dispose of defendant’s stock on hand of purported infringing 
handbags; that defendant’s continued activity pending trial will cause 
irreparable damage to plaintiff’s business because of the ‘‘characteristic- 
ally’’ rapid changes in style of feminine attire; that although plaintiff’s 
product is of a higher quality and directed to a higher priced field than 
that of defendant, the products are so similar in appearance and the prices 
are so widely discrepant there is greater appeal for defendanit’s product 
than for plaintiff’s. 

The various exhibits submitted include the Letters Patent, plaintiff’s 
price list, samples of publicity in various publications such as Women’s 
Wear Daily,’ Esquire Magazine, Handbags & Accessories, an advertisement 
in Women’s Wear Daily of October 30, 1953, a copy of the letter plaintiff’s 
attorney wrote to defendant and two examples each of plaintiff’s and de- 
fendant’s handbags. 

The defendant has filed an affidavit of its President, Mr. Grossman, in 
opposition to the motion, in which he states in substance that he has been 
engaged in manufacturing ladies’ handbags for over 39 years, has been an 
officer of defendant since 1935, in charge of its production and that his 
principal duties have been the creating of handbag designs and the improv- 
ing of construction therefor which efforts were well received by the trade 
and contributed greatly to the success of defendant’s handbag business; 
that the present net worth of defendant’s business is at least $125,000 and 
is rated by Dun & Bradstreet at $75,000—$125,000 with ‘‘good”’’ credit; 
that defendant does not now manufacture, never has manufactured, nor 
intends to manufacture a handbag with an aluminum inner fitted con- 
struction as found in plaintiff’s handbag, which feature is referred to in 
plaintiff’s advertisement in Women’s Wear Daily of October 30, 1953; 
that defendant’s articles do not infringe plaintiff’s patent and are not in 
competition with plaintiff’s products, although defendant’s are of better 
value ; that defendant believes plaintiff’s patented handbags were in public 
use more than a year prior to the filing of the patent application, which, 
defendant has been advised, invalidates the Kaufman patent; that a hand- 


1. The article of August 28, 1953 is a news item and not an ‘‘editorial.’’ 
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bag made by plaintiff and closely resembling in appearance the patented 
handbag appeared in the publication Luggage & Leather Goods in May, 
1948, ten months prior to the filing of the Kaufman patent application ; 
that plaintiff’s patent is anticipated by several patents and is, therefore, 
invalid; that defendant has not unfairly competed with plaintiff. 

The following patents are submitted as exhibits by defendant: 


F. W. Schwartz 268,831 Dee. 12, 1882 
F. R. Johnson 1,765,726 June 24, 1930 
J. M. Shields 2,023,978 Dee. 10, 1935 
Lagerholm 2,173,970 Sep. 26, 1939 


A photostat of a page from Luggage and Leather Goods whereon one 
of plaintiff’s handbags is depicted is also submitted by defendant. There 
is no date on the photostat. 

I have related all the details of the supporting and opposing papers 
in connection with this application to show the lack of substantial basis for 
arriving at any considered decision on the merits. 

Plaintiff asserts that defendant’s handbags infringe plaintiff’s patent. 
In a memorandum of law, plaintiff restricts its assertions to claims 1, 3 and 
4. Defendant denies infringement and attempts to distinguish its bags by 
pointing out that it makes no bags with an ‘‘aluminum inner fitted con- 
struction.”’ 

I have read plaintiff’s patent and the claims specified. None of the 
claims requires an aluminum construction. 

I have inspected defendant’s handbags. With minor variations dis- 
cernible only upon close inspection, they are duplicates of plaintiff’s. A 
comparison shows that each bag measures 6 inches across the hinged end, 
71% inches along the sides, 8 inches across the top. The dimensions of the 
handle vary slightly and are attached differently. The hinges are different. 
The clasps are the same. The bags are constructed precisely the same. In 
my opinion—and this is based solely on a reading of the claims and an 
inspection of the bags—defendant’s bags read perfectly on plaintiff’s 
claims. Were infringement the only problem I would not hesitate to grant 
the injunction. 

The question of validity is not so easily resolved. The plaintiff’s 
patent is less than two years old and has never been adjudicated. It has 
the benefit of the presumption of validity, 35 U.S.C. (1952) Section 282, 
but the defendant has raised certain objections to it. 

First, the defendant points to the illustration of one of plaintiff’s 
handbags in the publication Luggage & Leather Goods on May, 1948. This 
illustrated bag has an appearance somewhat similar to plaintiff’s patented 
bags. Especially noticeable is the rigid frame enclosing the top, bottom 
and side walls. This latter feature suggests similarity of construction. 
Although this illustration was published ten months prior to the application 
for plaintiff’s patent, defendant believes it can establish public use more 
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than one year prior to application, which would invalidate the Kaufman 
patent. See 35 U.S.C. (1952) Seetion 102(b). 

The plaintiff makes no response to all this. Granting that public use 
ten months prior to application means nothing by itself, I believe the plain- 
tiff should have come forward with some averments and/or proof negating 
defendant’s charge. 

Secondly, the defendant asserts the invalidity of plaintiff’s patent and 
submits four patents allegedly anticipating plaintiff’s invention. None of 
the patents submitted were referred to by the Patent Office. Even though 
the plaintiff did not see fit to submit the references cited by the Patent 
Office, I would not assume defendant’s submissions are more apt. Never- 
theless, my study of two of defendant’s submissions, Schwartz’ purse and 
Lagerholm’s receptacle, are somewhat suggestive of plaintiff’s construction. 
I arrive at this notion without benefit of any analysis by the parties of 
plaintiff’s patent (except as found in the Letters Patent), defendant’s 
article or the patents submitted. Again plaintiff took no steps to distin- 
guish defendant’s citations. 

It is a general rule that a preliminary injunction will not be granted 
in a patent case where validity is not clearly shown. Stoody Co. v. Osage 
Metal Co., 95 F.2d 592, 37 USPQ 169; Simson Bros., Inc. v. Blancard & 
Co., Inc., 22 F.2d 498. 


I am not convinced that this patent is clearly valid. Nor am I neces- 
sarily predisposed to consider it invalid. I am satisfied, however, from the 
meager showing made by the plaintiff that a preliminary injunction is not 
indicated. 

The foregoing may be joined with the fact that defendant has, without 
word to the contrary from plaintiff, sworn to its financial responsibility in 
the event of a recovery by plaintiff. It appears, therefore, that plaintiff 
will not be irreparably damaged. See Lawrence v. St. Louis, etc., Ry. Co., 
274 U.S. 588. 

The plaintiff seeks the present relief also on the basis of a claim for 
unfair competition. 

Paragraph 6 of the complaint reads as follows: 

‘Defendant has, since the grant of said Letters Patent, and with- 
out license from Plaintiff, manufactured and sold Lady’s Handbags 
embodying the patented invention to customers of Plaintiff at a price 
considerably lower than that charged by Plaintiff, the goods being 
inferior in quality to those of Plaintiff, whereby Plaintiff is suffering 
irreparable damage to its reputation and business.”’ 

In Yale Electric Corporation v. Robertson, 266 F.2d 972, Judge 
Learned Hand said, 


‘‘The law of unfair trade comes down very nearly to this—as 
judges have repeated again and again that—one merchant shall not 
divert customers from another by representing what he sells as ema- 
nating from the second. This has been, and perhaps even more now is, 
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the whole Law and the Prophets on the subject, though it assumes 
many guises.’’ 26 F.2d at page 973. 
Aside from paragraph 6 of the complaint plaintiff’s case consists of 


this: that plaintiff purchased two of defendant’s bags in shops selling such 
things; that defendant’s bags are sold in other stores, many of which are 
plaintiff’s customers; that plaintiff has been told by several of plaintiff’s 
customers that they will not purchase the plaintiff’s bags because of the 
cheaper copy made by defendant. 

Plaintiff has failed to prove a case for the relief sought. 

I suggest that plaintiff make application for an early trial. 

Motion denied. 

Settle order. 














PETER PAN FOUNDATIONS, INC. v. 
BEAU-BRA FOUNDATIONS, INC. 


No. 90-121 — D.C.,S.D.N. Y. — July 26, 1954 


CouRTS—PRELIMINARY INJUNCTION 







Preliminary injunction denied where plaintiff used INNER CIRCLE for women’s 
brassieres and defendant used DRESS CIRCLE for women’s brassieres since plaintiff 
failed to prove the word CIRCLE was dominant part of mark; and although plain- 
tiff established secondary meaning DRESS CIRCLE is not confusingly similar to INNER 
CIRCLE although actual confusion is not necessary to sustain finding of infringement, 
proof of it would help in determination whether or not preliminary injunction 
should be granted. 

Action by Peter Pan Foundations, Inc. v. Beau-Bra Foundations, Inc., 
for trademark infringement and unfair competition. Plaintiff moves for 
preliminary injunction. Motion denied. 

Armand E. Lackenbach, of New York, N. Y. for plaintiff. 

Conrad & Smith and Seymour J. Ugelow, of New York, N. Y. for 
defendant. 

Bonpy, District Judge. 

This is a motion for a preliminary injunction in an action for trade 
mark infringement and unfair competition. 

Plaintiff, a New York corporation, is a manufacturer of brassieres 
some of which are sold under the registered trade mark INNER CIRCLE 
adopted about June 28, 1951, and registered July 29, 1952. 

Defendant, a New Jersey corporation, doing business in the State of 
New York, also manufactures brassieres, in the advertisement of some of 
which it uses the words DRESS CIRCLE. Its DRESS CIRCLE brassieres differ 
from plaintiff’s. Plaintiff’s INNER CIRCLE brassieres are preformed and 
padded with foam rubber and retain their shape when worn. The defend- 
ant’s DRESS CIRCLE brassieres are soft and unpadded. They do not retain 
a fixed form when worn. They also differ in price and quality. 



























Vol. 44 T. M. R. PETER PAN v. BEAU-BRA 


The defendant denies that its use of the words DRESS CIRCLE infringes 
plaintiff’s registered trade mark and contends that the words INNER CIRCLE 
may not be used as a trade mark for brassieres because the word CIRCLE 
is descriptive, not fanciful and because the two words have been used by 
other brassiere manufacturers to describe their products before plaintiff 
started to use them as its mark. 

A registered trade mark is infringed when sales by another under its 
mark are ‘‘likely to cause confusion or mistake or to deceive purchasers as 
to the source of origin of such goods,’’ 15 U.S.C.A. 1114; see Stardust, Inc. 
v. Weiss, 79 F.Supp. 274, 278, 79 USPQ 162, 165 (38 TMR 1114) ; Nims, 
Unfair Competition and Trade Marks, 4th Ed. section 221d, and the burden 
is on the plaintiff to show that such confusion is likely. The similarity 
must be ‘‘such as would cause confusion of any appreciable number of 
ordinarily prudent purchasers as to the source of the goods,’’ Miles Shoe, 
Inc. v. R. H. Macy & Co., 199 F.2d 602, 603, 95 USPQ 170, 171 (42 TMR 
911), which consumers buy without having the two products or their trade 
marks before them for comparison. Telechron, Inc. v. Telicon Corp., 97 
F.Supp. 131, 142, 89 USPQ 107, 115-116 (41 TMR 418), aff’d 198 F.2d 903, 
94 USPQ 363; 3 Restatement of Torts, Section 728b. 

Both plaintiff’s and defendant’s trade marks are made up of two 
words. The source of origin of a product sold under a trade mark is indi- 
cated by the mark taken as a whole. ‘‘One who uses less than that whole 
may perhaps infringe, but, if so, it must appear that the part he has taken 
identifies the owner’s product without the rest.’’ Perfuwmerie Roger and 
Gallet v. M.C.M. Co., 24 F.2d 698, 699; Caron Corporation v. Ollendorf, 
160 F.2d 444, 445, 73 USPQ 79, 80 (37 TMR 261), cert. den. 332 U.S. 765, 
75 USPQ 365; Drezma Inc. v. Revlon Products Corp., 94 F.Supp. 929, 
931, 87 USPQ 420, 422 (41 TMR 452). 

Plaintiff has failed to sustain its burden of proving that the word 
CIRCLE is a dominant part of its mark. The advertising material submitted 
to the court does not feature the word CIRCLE sufficiently to lead the court 
to find that it standing alone would identify plaintiff’s product. Cf. Gen- 
eral Baking Co. v. Gorman, 295 F.2d 168, 172; California Prune and 
Apricot G. Ass’n v. Dobry Flour Mills, 101 F.2d 838, 40 USPQ 616 (29 
TMR 151); Pro-Phy-Lac-Tic Brush Co. v. Hudson Products, 86 F.Supp. 
859, 83 USPQ 346 (39 TMR 1001). 


The use of a similar word in different trade marks does not establish 
that the word is a dominant feature thereof. General Baking Co. v. Gor- 
man, supra; Fawcett Publications v. Bronze Publications, Inc., 173 F.2d 
778, 81 USPQ 175 (39 TMR 401), rehearing denied 174 F.2d 646, 81 
USPQ 519, cert. den. 338 U.S. 869, 83 USPQ 543. Even assuming that 
CIRCLE is the dominant part of the mark, the fact that the stitching on a 
certain style of brassiere is circular in appearance and the fact that bras- 
sieres manufactured by others use words suggesting the idea of a circle or 
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circular construction (CIRCLE-FORM, CIRCLE-LIFT) may sustain the contention 
that the word circle is descriptive rather than fanciful in so far as it 
applies to brassieres, Cf. Douglas Laboratories Corp. v. Copper Tan, 210 
F.2d 453, 455, 456, 100 USPQ 237, 238, 239 (44 TMR 657) ; Western Oil 
Refining Co. v. Jones, 27 F.2d 205, 206, and minimizes the likelihood of 
confusion. 3 Restatement of Torts, Section 729g. 

Though the plaintiff’s trade mark may be descriptive in part, it is still 
entitled to protection if it has acquired a secondary meaning and defend- 
ant’s mark is confusingly similar. Cf. Douglas Laboratories v. Copper 
Tan, supra. Over $500,000 has been spent by the plaintiff and others in 
cooperation with it in advertising INNER CIRCLE brassieres and over one 
million brassieres have been purchased at over $3,500,000 in the two and 
one-half years before the action was begun. Thus the plaintiff may be 
found to have established a secondary meaning for its trade mark INNER 
CIRCLE. 


However, the court is of the opinion that a purchaser would not be 
confused and would not believe that the goods sold under the trade mark 
DRESS CIRCLE are the products of the manufacturer of goods known and sold 
as INNER CIRCLE, Cf. Pro-Phy-Lac-Tic Brush Co. v. Hudson Products, 
supra, at 861, 83 USPQ at 347 (39 TMR 1001), nor does the court believe 
that any confusing similarity of connoted meaning exists. The plaintiff’s 
mark appears in a peculiar script, the defendant’s in block type. Both 
marks have been used only in association with the name of the manufac- 
turer and never alone. Defendant uses these two words only in its adver- 
tisements. The plaintiff uses its mark on packages and labels as well as in 
advertisements and there is not any similarity in the advertisements. Cf. 
Model-Etts Corp. v. Merck and Co., 118 F.Supp. 259, 263, 99 USPQ 331, 
334-335. 


Though actual confusion need not be shown to sustain a finding of 
infringement, proof of actual confusion would be helpful in the determina- 
tion whether a preliminary injunction should be granted. See Model-Etts 
Corp. v. Merck and Co., supra, at 263, 99 USPQ 334 (44 TMR 85) ; Federal 
Telephone and R. Corp. v. Federal Television Corp., 180 F.2d 250, 251, 84 
USPQ 394, 395 (40 TMR 219). It has not been shown that the marks 
confused any reasonably prudent or even careless purchaser of brassieres. 
Cf. American Chicle Co. v. Topps Chewing Gum, 208 F.2d 560, 562, 99 
USPQ 362, 364 (44 TMR 414). 


It does not appear that plaintiff will suffer any irreparable damage if 
this preliminary injunction is denied. Nor does it appear the defendant 
can not respond in damages. 


The plaintiff asserts that it first became aware of defendant’s use of 
DRESS CIRCLE in November, 1953. It does not deny that defendant has used 
the mark since August, 1952. In fact defendant’s first use of DRESS CIRCLE 
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was in a trade magazine in which plaintiff also advertised its INNER CIRCLE 
brassieres. 

Though laches will not necessarily bar an action for infringement of a 
trade mark, it may be the ground for the denial of a temporary injunction 
and presents a question of fact which must be tried. Quigley Pub. Co. v. 
Showmen’s Round Table, Inc., 7 F.Supp. 410, 411; Best Foods v. Hemphill 
Packing Co., 295 F. 425; Kelly-Springfield Tire Co. v. Kelly Tire & Rubber 
Co., 276 F. 826, 827; C. O. Burns Co. v. W. F. Burns Co., 118 F. 944; see 
also Nims, Unfair Competition and Trade Marks, 4th Ed. Section 415. 

The motion papers do not disclose any evidence as to any unfair com- 
petition other than the evidence as to infringement of the trade mark. 
Accordingly the motion for a preliminary injunction is denied. 


WERTHEIMER et al., doing business as THE MINIMAX COMPANY 
v. MILLIKEN et al., doing business as HARTMILL 
MERCHANDISING CO. et al. 


No. 94-221 —D.C.,S.D.N. Y.— July 27, 1954 


CouRT—PRELIMINARY INJUNCTION 
Preliminary injunction granted where defendants purchased deteriorated X-Ray 
film from U. 8. Government bearing plaintiff’s trademark MINIMAX, and sold film 
in original container and not as scrap and in breach of contract with Government. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DILUTION 


Defendants’ act in not selling surplus products bearing plaintiffs’ trademark 
as scrap and in breach of contract with U. S. Government held a cause of conduct 
which would tend to defraud the public and might harm plaintiffs’ reputation and 
good will. N. Y. General Business Law, Section 361-a clearing provides relief under 
such circumstances. 


Action by John E. Wertheimer et al., doing business as The Minimax 
Company v. Harry T. Milliken et al., doing business as Hartmill Merchan- 
dising Co. and Paramount Dental Supply Company for unfair competition. 
Plaintiffs move for preliminary injunction. Motion granted. 


Golden, Wienshienk & Rosenthal and Ralph Wienshienk, of New York, 
N. Y. for plaintiffs. 


Barry & Katzman, of New York, N. Y. for defendants. 


Dawson, District Judge. 


This is an application for a preliminary injunction to restrain the 
defendants from advertising, distributing, or marketing certain dental 
X-Ray films acquired from the United States Government, except as scrap 
material unfit for use as dental X-Ray films, and from superimposing 
labels in such manner as to obscure the legend Not FIT FoR USE imprinted 
by the United States Government Property Disposal Branch upon the side 
of the original carton. 
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The following facts are not in dispute: 


1. The plaintiffs have been for many years engaged in the business of 
manufacturing and selling X-Ray films under the trade name and mark 
MINIMAX, and have developed a reputation for high quality and integrity in 
their products. 

2. In May, 1952, plaintiffs’ company was awarded a United States 
Government contract calling for the manufacture and delivery to the 
Armed Services Medical Procurement Agency of certain X-Ray films; and 
these films were delivered by the plaintiffs. 

3. In the Spring of 1954, the United States Army turned over to its 
Property Disposal Branch a large quantity of certain X-Ray films in order 
to dispose of deteriorated films which they believed were unfit for use by 
reason of the aging process. 

4. The defendants successfully bid for and obtained a substantial 
quantity of such films so sold by the Government at a total cost of $3,140., or 
about one-tenth of what the Government had originally paid for the films. 
Each package so sold by the Government had imprinted thereon by the 
Government before delivery the words NOT FIT FOR USE. 

5. The defendants, in their contract with the Government, entered 
into a warranty by which they agreed with the United States that the 
property purchased by them ‘‘ was offered as scrap’’ and by which defend- 
ants agreed that they ‘‘will sell and ship or use it only as scrap, either in 
its existing condition or after further preparation.’’ 

6. The defendants took these original packages containing these films 
and added to them a sticker which reads: ‘‘Paramount Dental Supply 
Company—Professional Equipment For Over A Quarter of a Century,’’ 
and have sold, and are in the process of selling, to jobbers and others these 
original packages containing these films. All of the films were films which 
were originally sold by plaintiffs to be developed before September, 1953. 

Plaintiffs contend that defendants have obscured the words NoT FIT 
FOR USE on the packages which they are selling; the defendants deny that 
they have obscured these words. I do not believe that this issue of fact is 
determinative on this motion. 

We have, under the admitted facts of this case, a situation where the 
defendants, doing business as a dental supply company and vendors of 
professional equipment, are selling in the market, in the original con- 
tainers, X-Ray films bearing the trade mark and name of the plaintiffs, 
although the defendants had purchased these items from the Property 
Disposal Branch of the United States Army on the understanding that they 
were being purchased ‘‘as scrap,’’ and that the product would be sold only 
‘fas serap,’’ and although they knew that the time for the development of 
the films, in accordance with the standards of the plaintiffs, had long 
expired. 
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The sale to customers of this outdated product in the original con- 
tainers bearing the trade mark and name of the plaintiffs would obviously 
be damaging to the reputation and good will of the plaintiffs. Further- 
more, even if the original containers bear thereon the stamp NOT FIT FOR USE 
placed thereon by the Government, the sale of the product in such cireum- 
stances would also be injurious to the good will and reputation of the 
Plaintiffs for it implies that there is being put into the stream of commerce, 
under the name and trade mark of the plaintiffs, a product which is not 
fit for use. 

The defendants bought the product at a scrap price with the express 
warranty that it was to be disposed of by them only as scrap. This war- 
ranty was undoubtedly exacted by the Property Disposal Branch of the 
United States Army so as to prevent the outdated product from being sold 
in competition with the up-to-date products of its suppliers, as well as to 
avoid the possibility of fraud and misrepresentation in the sale of the 
product to the public. The warranty was for the protection of the good 
name of the original supplier and for the protection also of the public. 
Irrespective of the warranty, the buying public is entitled to protection in 
a situation of this nature. See Burlington Mills Corporation v. Roy Fab- 
rics, 91 F.Supp. 39, 85 USPQ 449 (S.D. N.Y., 1950), aff’d 182 F.2d 1020, 
86 USPQ 426. 

The defendants contend that although the product was bought by them 
as scrap and was stamped NOT FIT FOR USE, nevertheless, it is fit for use and 
can be sold by them in the original containers to be used by such dentists as 
may wish to purchase it. There appears to be no dispute that X-Ray films 
deteriorate by the passage of time, and that the films involved in this action 
are outdated films of a kind which would not be put on the market by the 
plaintiffs; and that the films were not considered by the United States 
Government as products which the Army should retain for its use or which 
should be used by the defendants for sale other than ‘‘scrap.’’ 

The defendants are not selling the product as ‘‘scrap.’’ By their con- 
duct they are injuring the good name and reputation of the plaintiffs and 
are engaged in a course of conduct which would tend to defraud the public. 

The activities of the defendants have taken place in the State of New 
York. The right to injunctive relief under such circumstances is clear, in 
view of the recent amendment to the New York General Business Law 
which became effective July 1, 1954, and which reads: 

**§ 361-a. Trade mark infringement. Likelihood of mjury to 
business reputation or of dilution of the distinctive quality of a trade 
name or trade mark shall be a ground for injunctive relief in cases of 
trade mark infringement or unfair competition, notwithstanding the 
absence of competition between the parties or the absence of confusion 
the source of goods or services.”’ 

At the hearing on this motion, I issued a temporary restraining order 
restraining the defendants from advertising, distributing, marketing, or 
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otherwise offering for sale any of the aforesaid product acquired from the 
United States Government, pending further determination by this Court, 
and fixed the bond to be posted by the plaintiffs in the sum of $1,000. This 
bond has been posted. 

After consideration of all of the facts and the papers, I make the fol- 
lowing conclusions of law: 

(1) That the conduct of the defendants constitutes ‘‘unfair compe- 
tition’’; 

(2) that the ‘‘unfair competition’’ is of a type which may do irrepa- 
rable harm to the plaintiffs and for which they have no adequate remedy 
at law; 

(3) that the temporary injunction prayed for in the complaint should 
be granted. 

The bond to be posted by the plaintiffs should continue in the sum 
of $1,000. 

Settle order no notice. 


TIME, INCORPORATED v. T. I. M. E. INCORPORATED 
No. 15947-WM — D.C.,S. D. Calif. Cent. Div. — July 29, 1954 


TRADE-MARK ACT oF 1946—CoNSTRUCTION—SECTIONS 44(h) AND 32(i) 
CourTs—J URISDICTION 
Lanham Act gives a federal cause of action for infringement of marks regis- 

tered under the Act (Section 44(h)) and for unfair competition in use of registered 
marks (Section 32(1)) as well as trade names and commercial names, and where 
law of State of California provides for registration of trademarks and for civil and 
criminal remedies for infringement and unfair competition held it would be incon- 
sistent to allow state law to govern action for unfair competition involving Federally 
registered marks and Act precludes concurrent enforcement of state law. 


CouRTS—J URISDICTION 
Pendent-jurisdiction statute (28 U.8.C. §1338(b)) presupposes a claim for 
unfair competition otherwise than ‘‘under the copyright, patent or trademark law’’ 
and is not properly invoked except when necessary to sustain federal jurisdiction of 
a cause of action for unfair competition arising under state law. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—GENERAL 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


Under Lanham Act the test of trademark infringement or unfair competition 
is likelihood of confusion, mistake or deception, and protection against unauthorized 
use of mark by another is extended even as to a noncompetitive field. 

Unfair competition may exist even in the absence of infringement. 


REMEDIES—UNFAIR COMPETITION—BASIS FOR RELIEF 


TIME used by plaintiff for a news magazine considered a weak, descriptive, 
common and ordinary mark difficult of acquiring a secondary meaning, and defend- 
ant’s use of TIME in the transportation field held not likely to cause confusion. 


Action by Time, Incorporated v. T.1.M.E. Incorporated for trademark 
infringement and unfair competition. Complaint dismissed. 
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O’Melveny & Myers, Homer I. Mitchell, and Bennett W. Priest, of Los 
Angeles, California and Cravath, Swaine & Moore and Harold R. 
Medina, Jr., of New York, N. Y. for plaintiff. 


Betts, Ely & Loomis, of Los Angeles, California, and Benson & Howard, 
of Lubbock, Texas for defendant. 


MatuHeEs, District Judge. 

In this action ‘‘for infringement of a trade mark registered in the 
United States Patent Office and for unfair competition’’ plaintiff, a New 
York corporation, seeks an injunction restraining defendant, a Delaware 
corporation, ‘‘from using any simulation of the name and mark TIME, and 
from using the name and mark TIME without the insertion of periods after 
each of the letters * * *.’’ 

The equity jurisdiction of this court is invoked [Briggs v. United 
Shoe etc. Co., 239 U.S. 48, 50 (1915); Rees v. Watertown, 19 Wall. (86 
U.S.) 107, 122 (1873)] under the Lanham Trade Mark Act [15 U.S.C. 
§§ 1121, 1125, 1126(b), (1-2), (g-i)], and under the pendent-jurisdiction 
statute [28 U.S.C. § 1338(b) ; ef. Armstrong etc. Co. v. Nu-Enamel Corp., 
305 U.S. 315, 324-325, 39 USPQ 402, 405 (29 TMR 3) (1938)], and upon 
the ground of diversity of citizenship [28 U.S.C. § 1332; Suttle v. Reich 
Bros. Const. Co., 333 U.S. 163, 166 (1948); Blake v. McClung, 172 U.S. 
239, 259 (1898).] 

The case was submitted for decision at pre-trial hearing upon the facts 
as shown by the admissions in the pleadings and by the pre-trial stipula- 
tion together with the exhibits incorporated therein. Thus there is no 
controversy as to the evidentiary facts, albeit there is considerable dis- 
agreement as to the inferences to be drawn therefrom in resolving the 
ultimate-fact issues. 

The pre-trial stipulation of the parties recites that: 


‘*Plaintiff was incorporated under the laws of the State of New 
York on November 28, 1922. Plaintiff’s corporate title is, and always 
has been, TIME, INCORPORATED * * *. Plaintiff publishes and distributes 
throughout the United States and in many foreign countries five maga- 
zines: Time, Life, Fortune, Architectural Forum, and House & Home. 
Time is a weekly news magazine published by plaintiff since 1922. Life 
is a weekly pictorial news magazine published by plaintiff since 1936. 
Fortune is a monthly magazine devoted to business affairs published 
by plaintiff since 1930. Architectural Forum is a monthly magazine 
devoted to the building industry published by plaintiff since 1932. 
House & Home is a monthly magazine devoted to residential building 
published by plaintiff since 1952 * * *. Plaintiff owns the controlling 
interests in two television and radio stations. One is Kos, in Albu- 
querque, New Mexico, acquired by plaintiff in the spring of 1952. 
The other in Kpyt in Salt Lake City, Utah, acquired by plaintiff in 
the spring of 1953. Plaintiff produces and distributes sound and 
motion picture films in a series entitled, ‘The March of Time.’ Those 
films have been widely exhibited in theatres and on television in the 
United States * * *. Plaintiff has its main office at Time & Life 
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Building, * * * New York City, editorial and advertising offices 
throughout the United States and in many foreign cities, and printing 
plants in Los Angeles, Chicago, Philadelphia, Japan, London, and 
Paris. Since 1922, plaintiff has used the name and trade mark TIME 
in intrastate, interstate, and foreign commerce. That name and mark 
TIME has appeared on the cover of, and elsewhere in, plaintiff’s maga- 
zine TIME since 1922. Plaintiff has registered the mark TIME in the 
United States Patent Office in connection with certain of its uses, 
including registration 246,868 for a weekly news magazine, consisting 
of the word TIME and the phrase, THE WEEKLY NEWS MAGAZINE, * * * 
registered on September 18, 1928, renewed September 19, 1948, and 
republished under the Trade Mark Act of 1946 on July 10, 1951, and 
registration 565,061 for a weekly news magazine consisting of the 
word TIME, * * * registered October 7, 1952. Plaintiff has spent over 
$100,000,000 in promoting its trade marks and corporate title. Since 
1922, plaintiff has spent over $41,000,000 * * * to promote TIME 
magazine, of which $4,506,000 was spent in 1952. 

*‘Defendant 1.1.M.E. INCORPORATED is a Delaware corporation 
created May 5, 1952, licensed to do business in the States of California, 
Arizona, New Mexico, Texas and Oklahoma * * *. 1.1.M.E. INCORPO- 
RATED is the emerging corporation from the consolidation of two 
predecessors, to wit, The Intercity Motor Express, Inc. d/b/a T.1I.M.E., 
a Texas corporation, and Southwestern Freight Lines, a California 
corporation * * *. 

‘‘The Intercity Motor Express, Inc. was chartered and began 
business the 25th day of November, 1945 * * *. On and after Novem- 
ber, 1945, The Intercity Motor Express did business as T.1.M.E. as 
printed and as ‘time’ as spoken. In its advertising to the public on 
its documents, such as, bills of lading, freight bills, invoices, checks, 
etc., there appeared a symbol * * * consisting of the initials T.1.M.E. 
appearing in an oval * * * yellow background. Since January, 1946, 
The Intercity Motor Express has been listed in the telephone direc- 
tories in the cities in which it operated as T1 M E Freight Lines. On 
and after November, 1945, the semi-trailers of this carrier were painted 
with the name T.I.M.E., and these trailers * * * traveled throughout 
the States of New Mexico, Arizona and California and * * * throughout 
the United States but principally in the Midwest section of the United 
States * * *. 

‘‘The public doing business with The Intercity Motor Express 
refer to it orally as Time; throughout the trucking and shipping in- 
dustry The Intercity Motor Express and T.I.M.E. Incorporated are 
known orally as Time. Soon after The Intercity Motor Express, Inc. 
commenced operations in November 1945 it adopted the practice of 
contracting its name into T.I.M.E. and did business as T.I.M.E., that 
designation appearing on its trucks and in its advertisements in a 
form of symbol with the initials T.I.M.E. appearing in an oval with a 
yellow background * * *. 

‘*During the period from November 1945 through September 1952 
in which The Intercity Motor Express Inc. and Southwestern Freight 
Lines did business as aforesaid, no confusion arose as between the 
operations of those companies and the operations of plaintiff. One 
month after the incorporation of defendant and in June 1952 plaintiff 
called to the attention of * * * defendant its objections to the adoption 
of the corporate name T.I.M.E. Incorporated. At that time repre- 
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sentatives of defendant were of the opinion that the inclusion of 
periods in the name of T.I.M.E. would suffice to prevent any confusion 
and so informed plaintiff * * *. Thereafter, a new symbol as adopted 
and used by defendant under which it did business as TIME, the name 
appearing in red * * *. 

‘‘Commencing in December 1952 plaintiff received between 15 and 
20 letters a week and 15 and 20 telephone calls a week from persons 
and corporations either desiring to ship merchandise by truck or 
inquiring concerning the arrival of merchandise by truck. Those tele- 
phone calls and other communications continue to the present time 
{January 20, 1954], although the volume has been reduced to approxi- 
mately 5 to 10 telephone calls per week and 5 to 10 letters per week. 
In all plaintiff has received over 500 misdirected calls and letters * * *. 

‘‘Defendant is engaged solely in the business of operating a public 
freight service * * *. Plaintiff is engaged in the business of publica- 
tion of magazines, production of motion picture films, television and 
radio presentations and operation of television stations and is not now, 
and does not intend, to engage in the business of a public motor 
carrier for hire, although, in the course of its operations, it owns and 
operates trucks. There are between 50 and 100 trade mark registra- 
tions in the United States Patent Office which incorporate the word 
TIME, together with, in each instance, some other word or words, as 
trade marks, such as LUX TIME, COKE TIME, TIME TO RETIRE and MORE 
TIMES ON TIME. There are other registrations which incorporate the 
word TIME, together with some other symbol * * *. There are, in 
addition, registrations * * * of the single word TIME * * *. There are 


hundreds of daily newspapers which bear the name TIMEs, such as 
The New York Times and Los Angeles Times, and, in addition, a 
Greenwich, Connecticut paper has been for many years appearing 
under the name ‘Greenwich Time’. In telephone directories published 
by the Bell Telephone System there are listed numerous businesses 
which incorporate TIME as a part of a trade name.’’ 


The Lanham Trade Mark Act of July 5, 1946 provides that: ‘‘The 
district courts of the United States shall have original jurisdiction * * * 
of all actions arising under this * * * [Act], without regard to the amount 
in controversy or to diversity or lack of diversity of the citizenship of the 
parties.’’ [60 Stat. 427, 15 U.S.C. §§ 1051-1127, effective July 5, 1947, 
§ 46(a) ; 15 U.S.C. § 1120.] 

Section 1338(a) of Title 28 of the United States Code, as enacted upon 
revision, provides that: ‘‘The district courts shall have original jurisdic- 
tion of any civil action arising under any act of Congress relating to 
patents, copyrights and trade marks. Such jurisdiction shall be exclusive 
of the courts of the states in patent and copyright cases.’’ [62 Stat. 931 
(1948). ] 

Since the word ‘‘ ‘any’ * * * means what it says’’ [Kilpatrick v. 
Texas & Pac. R. Co., 337 U.S. 75, 77 (1949) ] and the Congress was explicit 
that ‘“‘such jurisdiction shall be exclusive of the courts of the state in 
patent and copyright cases’’ [28 U.S.C. § 1331(a)], but not in trade mark 
eases [see: U.S. Const. Art. I, § 8, cl. 8; Trade Mark Cases, 100 U.S. 82 
(1879) ], plaintiff’s act in invoking the equity jurisdiction of this court 
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upon the ground of diversity of citizenship raises at the outset under the 
Supremacy Clause [U. S. Const. Art. VI, cl. 2] the question of the extent 
to which the Lanham Trade Mark Act preempts or occupies the field of 
claims arising from infringement of, and unfair competition in the use of, 
trade marks and other marks defined in the Act as well as trade names 
and commercial names. [See 15 U.S.C. § 1127.] 

The law of California makes provision for registration of trade marks 
and also provides civil and criminal remedies for infringement and unfair 
competition in the use of trade marks and trade names. [Cal. Bus. & 
Prof. Code §§ 14200-14491; Stats. 1941, pp. 703-715; Cal. Civ. Code 
§§ 3369-3370; Sunbeam Furniture Corp. v. Sunbeam Corp., 191 F.2d 141, 
90 USPQ 43 (41 TMR 818) (9th Cir.), upon pet. for rehearing, id. 731, 
91 USPQ 227 (1951); Sunbeam Corp. v. Sunbeam Lighting Co., 83 F. 
Supp. 429, 81 USPQ 459 (S.D. Cal. 1949), aff’d im part and reversed in 
part. 183 F.2d 969, 86 USPQ 240 and 464 (40 TMR 669, 968) (9th Cir. 
1950), cert. denied, 340 U.S. 920, 88 USPQ 569 (1951) ; Stork Restaurant 
v. Sahati, 166 F.2d 348, 76 USPQ 374 (38 TMR 431) (9th Cir. 1948) ; 
Looz v. Ormont, 114 F.Supp. 211, 99 USPQ 193 (44 TMR 267) (S.D. Cal. 
1953) .] 

Inasmuch as federal law cannot be ‘‘curtailed, circumvented or ex- 
tended’’ by state law [Garner v. Teamsters Union, 346 U.S. 485, 501 
(1953)], the point of inquiry is whether state law ‘‘stands as an obstacle 
to the accomplishment and execution of the full purposes and objectives 
of Congress’’. Hines v. Davidowitz, 321 U.S. 52, 67 (1941); see Hill 
v. Florida, 325 U.S. 538, 542 (1945).] Where the Congressional will 
collides with that of a state, the Supremacy clause dictates that the 
State must yield. [Houston v. Moore, 5 Wheat. (18 U.S.) 1, 22 (1820); 
see McCulloch v. Maryland, 4 Wheat. (17 U.S.) 316, 406 (1819).] 

As to trade marks and trade names, in the words of Mr. Justice 
Holmes, ‘‘The subject-matter in this instance is peculiarly one that calls 
for uniform law * * *.’’ [Pennsylvania R. Co. v. Public Service Comm., 
250 U.S. 566, 569 (1919).] Considering the entire scheme of the Lanham 
Act, application of diverse state laws to federally-registered trade marks 
would seriously ninder the effectiveness of the federal law [Charleston & 
W. C. R. Co. v. Varnville Furniture Co., 237 U. S. 597, 604 (1915) ; 
Sinnot v. Davenport, 22 How. (63 U.S.) 227, 242-243 (1859); Prigg v. 
Commonwealth of Pennsylvania, 16 Pet. (41 U.S.) 539, 617 (1842)] and 
largely defeat accomplishment of the purpose of federal trade mark regis- 
tration. [Savage v. Jones, 225 U.S. 501, 533 (1912) ; see Namier v. Atlantic 
Coast Line R. Co., 272 U.S. 605, 611 (1926).] 

That it was the Congressional will to occupy the field of claims arising 
from infringement of and unfair competition in the use of registered 
trade marks and other marks defined in the Act, as well as trade names 
and commercial names [15 U.S.C. §§ 1126(g)-(i), 1127], to the extent of 
federal power under the Commerce Clause [U. 8. Const. Art. I, § 8, el. 3] 
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appears from the considerations just stated and the statutory declaration 
that: ‘‘The intent of the Act is to regulate commerce within the control 
of Congress * * *.’’ [15 U.S.C. § 1127; ef. U. S. Printing etc. Co. v. 
Griggs etc. Co., 279 U.S. 156, 158, 1 USPQ 245, 246 (19 TMR 187), 
(1929); Dad’s Root Beer Co. v. Doc’s Beverages, 193 F.2d 77, 81-82, 91 
USPQ 306, 310 (42 TMR 37), (2d Cir. 1951).] 

Comprehensive statutory remedies are provided in the Lanham Act 
‘‘for infringement of marks’’. [See: 15 U.S.C. §1126(h); S. C. Johnson 
& Son v. Johnson, 175 F.2d 176, 81 USPQ 509 (39 TMR 557), (2d Cir.) 
cert. denied, 338 U.S. 860, 83 USPQ 543 (1949).] These statutory reme- 
dies include broad injunctive relief, as well as damages, for infringement 
and for unfair competition in the use of any registered mark. [15 U.S.C. 
§§ 1114, 1116-1119.] It is well to emphasize that these federal remedies 
are, by the terms of the statute [ibid.], limited to marks that are registered 
under the Act; and the term ‘‘mark’’ is defined as including, unless the 
contrary is plainly apparent from the context, ‘‘any trade mark, service 
mark, collective mark, or certification mark entitled to registration * * *.’’ 
[Id. § 1127.] 

Unfair competition in the use of a mark registered under the Act 
consists in any use intended or likely ‘‘to cause confusion or mistake or 
to deceive purchasers as to the source of [sic] origin of * * * goods or 
services * * *.’’ [TId. §1114(1)(a).] This is in essence the common-law 
concept of unfair competition as applied to the use of trade marks and 
trade names as well as other business conduct. [See: Steele v. Bulova 
Watch Co., 344 U.S. 280, 95 USPQ 391 (43 TMR 57), (1952) ; ef. American 
Steel Foundries v. Robertson, 269 U.S. 372, 380-384 (1926) ; Hanover Star 
Milling Co. v. Metcalf, 240 U.S. 403, 412-413 (1916) ; Elgin National Watch 
Co. v. Ill. Watch Case Co., 179 U.S. 665, 673-674 (1901); 3 Restatement, 
Torts, §§ 708-756 (1938).] 

The Act, furthermore, gives to ‘‘citizens or residents of the United 
States’’ [15 U.S.C. § 1126(i)] owning ‘‘trade names or commercial names’’ 
[id. § 1127] ‘‘whether or not they form parts of marks’’ [id. § 1126(g) ] 
and whether such names be anywhere registered or unregistered [id. 
§1126(a), (g)] a federal cause of action for unfair competition in the 
use of such names, with the same remedies as provided in the Act for 
infringement of registered marks [cf. Hodgson v. Fifth Ave. Plastics, 94 
F.Supp. 160, 87 USPQ 297 (41 TMR 56), S.D.N.Y. 1950)] ‘‘available 
so far as they may be appropriate in repressing acts of unfair competition’’ 
in the use of such names. [15 U.S.C. § 1126(h).] 

Accordingly it is held that the Lanham Act gives a federal cause of 
action for infringement of marks registered under the Act [S. C. Johnson 
& Son v. Johnson, supra, 175 F.2d at 178, 81 USPQ at 511-512], and for 
unfair competition in the use of registered marks as well as trade and com- 
mercial names. [Pagliero v. Wallace China Co., 198 F.2d 339, 95 USPQ 45 
(42 TMR 839), (9th Cir. 1952); In re Lyndale Farm, 186 F.2d 723, 88 
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USPQ 377 (41 TMR 244), (Cust. & Pat. App. 1951) ; Stauffer v. Exley, 184 
F.2d 962, 87 USPQ 40 (40 TMR 960), (9th Cir. 1950); Old Reading 
Brewery v. Lebanon Valley Brewing Co., 102 F.Supp. 434, 437-438, 92 
USPQ 38, 40-41 (42 TMR 109), (M.D.Pa. 1952) ; see The Haeger Potteries 
v. Gilner Properties, F.Supp. , 102 USPQ 106 (S.D.Cal. 1954).] 


It would be a plain inconsistency then to permit state law to govern 
actions for unfair competition in the use of trade names and marks ‘‘i 








in 
commerce’’ [Cloverleaf Butter Co. v. Patterson, 315 U.S. 148 (1942) ] 
since a uniform national law has been enacted [The Haeger Potteries v. 
Gilner Potteries, supra, — —F. Supp. , 102 USPQ 106], and the 
object sought to be achieved by the federal statute precludes concurrent 
enforcement of state law on the same subject in like cases. [Southern R. 
Co. v. Railroad Commission, 236 U.S. 439, 446, 448 (1915); New York 
Central R. Co. v. Winfield, 244 U.S. 147, 148 (1917).] Nor is there any 
room to view state law as complementary to the Lanham Act in the face 
of undoubted Congressional intent to occupy completely a field to the full 
extent constitutionally permissible [Cf. Missouri Pacific R. Co. v. Porter, 
273 U.S. 341, 345-346 (1927). McDermott v. Wisconsin, 228 U.S. 115, 
132-133 (1913).] 


Thus causes of action for unfair competition in the use ‘‘in commerce’’ 
of trade marks and trade names which, after Erie R. Co. v. Tompkins, 304 
U.S. 64, 78-80 (1938), arose only under state law [Pecheur Lozenge Co. v. 
National Candy Co., 315 U.S. 666, 667, 53 USPQ 11, 12 (32 TMR 194) 
(1942) ; Armstrong etc. Works v. Nu-Enamel Corp., supra, 305 U.S. at 325, 
336, 39 USPQ at 405, 406], have arisen since the effective date of the Lan- 
ham Act in 1947 under the supervening federal law. [See: American Auto 
Ass’n v. Spiegel, 205 F.2d 771, 99 USPQ 1 (2d Cir.), cert. denied, 346 U.S. 
887, 99 USPQ 490 (1953) ; Campbell Soup Co. v. Armour & Co., 175 F.2d 
795, 81 USPQ 430 (3d Cir.), cert. denied, 338 U.S. 847, 83 USPQ 435 
(1949).] 


The pendent-jurisdiction statute [28 U.S.C. §1338(b)] necessarily 
presupposes a claim of unfair competition arising otherwise than ‘‘under 
the copyright, patent or trade mark laws,’’ since unless so interpreted 
§ 1338(b) would confer no jurisdiction additional to that already conferred 
by § 1338(a) and so would be mere surplusage. [See: L’Aiglon Apparel, 
Inc. v. Lana Lobel, Inc., F.2d , 102 USPQ 94 (3d Cir. 1954) ; 
Armstrong etc. Works v. Nu-Enamel Corp., supra, 305 U.S. at 324-325, 
39 USPQ at 405, 406, Hurn v. Oursler, 289 U.S. 238, 240-243, 248, 17 
USPQ 195, 197-198, 199 (1933) ; Stark Bros. Co. v. Stark, 255 U.S. 50 
(1921) ; Musher Foundation v. Alba Trading Co., 127 F.2d 9, 53 USPQ 82 
(2d Cir.), cert. denied, 317 U.S. 641, 55 USPQ 493 (1942); Pure Oil Co. 
v. Puritan Oil Co., 127 F.2d 6, 52 USPQ 600 (2d Cir. 1942) ; Bulova Watch 
Co. v. Stolzberg, 69 F.Supp. 543, 72 USPQ 72 (D.Mass. 1947) ; Reviser’s 
Note to § 1338(b), 28 U.S.C.A.] Pendent jurisdiction under § 1338(b) is 
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not properly invoked then except when necessary to sustain federal juris- 
diction of a cause of action for unfair competition arising under state law. 


In a case where as at bar diversity of citizenship exists, pendent 
jurisdiction under 28 U.S.C. § 1338(b) adds nothing to, and fully coin- 
cides with, diversity jurisdiction under 28 U.S.C. § 1332, but for the 
jurisdictional-amount requirement of § 1332 which is entirely absent from 
§1338(b) and from the Lanham Act as well. [15 U.S.C. § 1121; see: 
Fashion Originators Guild v. Federal Trade Commission, 312 U.S. 457, 
468, 48 USPQ 483, 486 (1941); Armstrong etc. Co. v. Nu-Enamel Corp., 
supra, 305 U.S. at 324-325, 336, 39 USPQ at 405, 409; Cities Service Oil 
Co. v. Dunlap, 308 U.S. 208 (1939); Ruhlin v. N. Y. Life Ins. Co., 304 
U.S. 202, 205 (1938); Erie R. Co. v. Tompkins, supra, 304 U.S. at 78; 
Hurn v. Oursler, supra, 289 U.S. at 240-243, 248, 17 USPQ at 196-197, 
199; Rice & Adams Corp. v. Lathrop, 278 U.S. 509, 515 (1929); Stark 
Bros. Co. v. Stark, supra, 255 U.S. at 51; Bell v. Hood, 71 F.Supp. 813, 
817-821 (S.D.Cal. 1947).] 

Exercising the equity jurisdiction of this court under the Lanham 
Act, consideration of plaintiff’s federal claim for trade mark infringement 
brings attention to the fact that while the cause of action itself arises 
under and the remedies are provided by federal law, ownership of the mark 
itself arises under and is governed by state law, except to the extent made 
incontestable under applicable provisions of the Lanham Act. [15 U.S.C. 
§§ 1065, 1052, 1115; see: Armstrong etc. Co. v. Nu-Enamel Works, supra, 
305 U.S. at 334-335, 39 USPQ at 498-409 (29 TMR 3) ; Trade Mark Cases, 
supra, 100 U.S. at 83; 8S. C. Johnson & Son v. Johnson, supra, 175 F.2d 
at 178, 81 USPQ at 511-512; Looz, Inc. v. Ormont, supra, 114 F.Supp. at 
216, 99 USPQ at 196-197; Cal. Bus. & Prof. Code § 14270; cf. Luckett v. 
Delpark, 270 U.S. 496, 510 (1926); New Marshall Engine Co. v. Marshall 
Engine Co., 223 U.S. 473, 478 (1912).] Ownership of a trade name or 
a commercial name [15 U.S.C. § 1127] likewise arises under and is governed 
by state law. 


Section 14400 of the Business and Professions Code of California pro- 
vides with respect to ownership of a trade name, as does § 14270 with 
respect to ownership of a trade mark, that: ‘‘Any person who has first 
adopted and used a trade name, whether within or beyond the limits of this 
State, is its original owner.’’ [See Stork Restaurant v. Sahati, supra, 166 
F.2d at 352-353, 76 USPQ at 376-377; ef. Pagliero v. Wallace China Co., 
supra, 198 F.2d at 341, 344, 95 USPQ at 47, 49; Stauffer v. Exley, supra, 
184 F.2d at 963, 87 USPQ at 41.] 


It is conceded in the case at bar that plaintiff is a prior-in-time user of 
both the registered trade mark and the unregistered trade name Time. It 
is conceded also that the mark TIME was properly registered by plaintiff on 
the Principal Register and is presumably valid. [15 U.S.C. §§1051, 1052, 
1115. ] 
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The federal cause of action provided in the Lanham Act for infringe- 
ment of a registered mark, with the appropriate remedies of injunctive 
relief and damages, arises whenever ‘‘ Any person shall, in commerce, * * * 
use, without the consent of the registrant, any reproduction * * * or color- 
able imitation of any registered mark in connection with the sale, offering 
for sale, or advertising of any goods or services on or in connection with 
which such use is likely to cause confusion or mistake or to deceive pur- 
chasers as to the source of [sic] origin of such goods or services * * *.’’ 
[15 U.S.C. §§ 1114, 1116, 1117.] 


Thus the federal statutory test of trade mark infringement under the 
Lanham Act is, as at common law, likelihood of confusion or mistake or 
deception of purchasers. [See: Douglas Laboratories Corp. v. Copper Tan, 
Inc., 210 F.2d 453, 100 USPQ 237 (44 TMR 657) (2d Cir.), cert. denied, 
347 U.S. 968, 101 USPQ (1954) ; American Chicle Co. v. Topps Chew- 
ing Gum, 208 F.2d 560, 99 USPQ 362 (44 TMR 1078) (2d. Cir. 1953) ; 
Q-Tips, Inc. v. Johnson & Johnson, 206 F.2d 144, 98 USPQ 86 (44 TMR 
39) (3d. Cir.), cert. denied, 346 U.S. 867, 99 USPQ 491 (1953); Hyde 
Park Clothes v. Hyde Park Fashions, 204 F.2d 223, 97 USPQ 246 (43 TMR 
934) (2d Cir.), cert. denied, 346 U.S. 827, 99 USPQ 491 (1953) ; Inde- 
pendent Nail & Packing Co. v. Stronghold Screw Products, 205 F.2d 921, 
925, 98 USPQ 172, 175-176 (44 TMR 1180) (7th Cir.), cert. denied, 346 
U.S. 886, 99 USPQ 491 (1953) ; Springfield etc. Ins. Co. v. Founders’ etc. 
Ins. Co., 115 F.Supp. 787, 99 USPQ 38 (44 TMR 170) (N.D. Cal. 1953) ; 
3 Restatement, Torts §§ 711, 728, comment a.] 


Protection of the owner’s interest in a trade mark has been held to 
warrant injunction against simulation in a non-competing business if there 
is likelihood of confusion of source by prospective purchasers and a con- 
sequent hazard to the trade mark owner’s good will. [See: Triangle Pub- 
lications v. Hanson, 65 F.Supp. 952, 959, 70 USPQ 478, 483 (36 TMR 283) 
(E.D. Mo. 1946), aff’d, 163 F.2d 74, 74 USPQ 280 (7th Cir.), cert. denied, 
332 U.S. 855 (1947) ; Brooks Bros. v. Brooks Clothing of Cal., 60 F.Supp. 
442, 65 USPQ 301 (35 TMR 99) (S.D. Cal. 1945), aff’d, 158 F.2d 798, 72 
USPQ 66 (9th Cir. 1947), cert. denied, 331 U.S. 824, 73 USPQ 550 (1948) ; 
Folmer Graflex Corp. v. Graphic Photo Service, 35 F.Supp. 963, 964, 48 
USPQ 66, 67 (32 TMR 280) (D. Mass. 1940).] 


To borrow Judge Johnson’s words in Hanson v. Triangle Publications, 
supra, 163 F.2d 74, 74 USPQ 280, ‘‘The use of another’s mark or name, 
even in a noncompetitive field, where the object of the user is to trade on 
the other’s reputation and good will, or where that necessarily will be the 
result, may constitute unfair competition.’’ [163 F.2d at 78, 74 USPQ at 
282.] So the fact in the case at bar defendant does not directly compete 
with plaintiff would not in and of itself preclude the injunctive relief 
sought. [Cf. L. E. Waterman Co. v. Gordon, 72 F.2d 272, 22 USPQ 268 
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(24 TMR 348) (2d. Cir. 1934) ; Yale Electric Corp. v. Robertson, 26 F.2d 
972, 974 (2d Cir. 1928) ; 3 Restatement, Torts §§ 730 comment b, 732, 733.] 

However, as Judge Stephens pointed out in Sunbeam Furniture Corp. 
v. Sunbeam Corp., supra, ‘‘differentiation is made between ‘strong’ and 
‘weak’ marks, based upon whether the word sought to be protected is gen- 
eral or fanciful.’’ [191 F.2d at 144, 90 USPQ at 45.] The fanciful or 
coined word is deemed ‘‘strong’’ and is more broadly protected as a trade 
mark or trade name, even as to non-competing goods; while the general or 
descriptive word is considered ‘‘weak’’ as a trade name or trade mark, and 
is accorded but narrow protection. [Sunbeam Lighting Co. v. Sunbeam 
Corp., supra, 183 F.2d at 973, 86 USPQ at 242-243; Philco Corp. v. F. & B. 
Mfg. Co., 170 F.2d 958, 79 USPQ 376 (39 TMR 23) (7th Cir. 1948), cert. 
denied, 336 U.S. 945, 81 USPQ 573 (1949) ; Triangle Publications v. Rohr- 
lich, 167 F.2d. 969, 972-973, 77 USPQ 196, 198-199 (38 TMR 657) (2d. Cir. 
1948) ; Vogue Co. v. Thompson-Hudson Co., 300 F. 509 (6th Cir. 1924), 
cert. denied, 273 U.S. 706 (1926) ; see Nancy Ann Storybook Dolls v. Doll- 
craft Co., 197 F.2d 293, 94 USPQ 290 (42 TMR 845) (9th Cir. 1952) ; 
Palmer v. Gulf Pub. Co., 79 F.Supp. 731, 78 USPQ 349 (S.D. Cal. 1948) ; 
Plough, Inc. v. Intercity Oil Co., 26 F.Supp. 978, 40 USPQ 554 (29 TMR 
200) (E.D. Pa. 1939) ; Schechter, The Rational Basis of Trade Mark Pro- 
tection, 40 Harv. L. Rev. 813, 827-829 (1927).] 

As Judge Learned Hand observed in Landers, Frary & Clark v. Uni- 
versal Cooler Corp., 85 F.2d 46, 30 USPQ 248 (2d Cir. 1936) : ‘‘It is quite 
true that just as a coined word is easier to protect than a word of common 
speech upon goods on which the owner has used it, so it is easier to prevent 
its use upon other kinds of goods. The proprietary connotation,—‘second- 
ary meaning,’—of a word of common speech is harder to create and easier 
to lose, and its fringe or penumbra does not usually extend so far as that 
of a coined word.’’ [85 F.2d at 48, 30 USPQ at 250; see American Steel 
Foundries v. Robertson, supra, 269 U.S. at 372.] 

Plaintiff here uses as the title for its news magazine the single word 
TIME, a most ordinary and common word, a word for which it would be 
difficult to establish a secondary meaning in any field. Since TrmE connotes 
the passage of time and the happening of events, it is a descriptive and not 
a fanciful name as applied to a news magazine. The same must be said of 
defendant’s use of the word in the transportation field, for there TIME 
connotes expeditiousness, though perhaps that connotation is less clear 
there than that of the passing of time in news dissemination activities. 


TIME, as plaintiff employes it, being both an ordinary word as opposed 
to a coined word, and as descriptive word as opposed to a fanciful word, 
the protection necessary to be extended in order to avoid likelihood of con- 
fusion among purchasers [15 U.S.C. § 1114] is properly limited at least to 
the area of news communication, if not to the narrower area of printed 
news magazines, where plaintiff has established some secondary meaning. 
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Whatever confusion of the public results from the use of the word 
TIME by organizations other than plaintiff is occasioned in part by plain- 
tiff’s choice in selecting such a common word for its trade name and trade 
mark. Since plaintiff cannot exclude the world from the use of so common 
a word as TIME, non-competitors of plaintiff such as defendant truck line 
should be free to make any use of the word not likely to confuse. [Ameri- 
can Steel Foundries v. Robertson, supra, 269 U.S. at 382-384; 3 Restate- 
ment, Torts §§ 730, 731.] And even where some confusion results from 
use of such a common descriptive word as TIME by a non-competitor, 
injunctive relief is not warranted where it would be impossible ex facie to 
formulate a decree which would be at once effective in eliminating the 
confusion and just to the parties. 

Since a claim for infringement of a trade mark or trade name is only 
part of the broader claim of unfair competition in the use of a mark or a 
name and such unfair competition may exist even in the absence of infringe- 
ment, there remains for consideration the unfair competition aspect of the 
ease here. Tillman & Bendel v. California Packing Corp., 63 F.2d 498, 16 
USPQ 332 (23 TMR 131) (9th Cir.), cert. denied, 290 U.S. 638 (1933) ; 
Silvers v. Russell, 113 F.Supp. 119, 122, 98 USPQ 376, 379 (44 TMR 144) 
(S.D. Cal. 1953).] 


As with a claim of infringement, the test in an action under the 
Lanham Act for unfair competition in the use of a trade mark or trade 
name is the reasonable likelihood of confusion, deception, or misleading of 
the ordinary unsuspecting purchaser. [15 U.S.C. §§ 1114-1120, 1126(g)- 
(1), 1127; see: Admiral Corp. v. Penco, 203 F.2d 517, 520-521, 97 USPQ 
24, 26-27 (43 TMR 616) (2d Cir. 1953); Pagliero v. Wallace China Co., 
supra, 198 F.2d 339, 95 USPQ 45; Sunbeam Furniture Corp. v. Sunbeam 
Corp., supra, 191 F.2d at 144, 90 USPQ at 45; Stauffer v. Exley, supra, 
184 F.2d 962, 87 USPQ 40; American Automobile Ins. Co. v. American 
Auto Club, 184 F.2d 407, 87 USPQ 59 (40 TMR 955) (9th Cir. 1950) ; 
Lane Bryant, Inc. v. Maternity Lane, 173 F.2d 559, 81 USPQ 1 (39 TMR 
299) (9th Cir. 1949) ; Brooks v. Great Atlantic & Pacific Tea Co., 92 F.2d 
794, 35 USPQ 352 (40 TMR 41) (9th Cir. 1937); Hotels Statler Co. v. 
Chase, 104 F.Supp. 433, 537, 93 USPQ 150, 152-153 (42 TMR 625) (S.D. 
Cal. 1952) ; Morse-Starrett Products Co. v. Steccone, 86 F.Supp. 796, 803, 
83 USPQ 496, 501-502 (27 TMR 777) (N.D. Cal. 1949), appeal dismissed, 
191 F.2d 197 (9th Cir. 1951) ; Stork Restaurant v. Marcus, 36 F.Supp. 90, 
93, 48 USPQ 306, 309-310 (31 TMR 132) (E.D. Pa. 1941); Comment, 
Trade Name Infringement as Unfair Competition, 40 Cal. L. Rev. 571 
(1952).] 


Unauthorized use of another’s mark or name, even in a non-competitive 
field, has been held to constitute ‘‘unfair competition’’—unfair trade 
practice—where the object of the user is to utilize confusion of purchasers 
to trade on the other’s reputation and good will, or where such is reasonably 
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certain to result. [Stork Restaurant v. Sahati, supra, 166 F. 2d 348, 76 
USPQ 374; Standard Brands v. Smidler, 151 F.2d 34, 37, 66 USPQ 337, 
340 (35 TMR 277) (2d Cir. 1945) ; see: Hotels Statler Co. v. Chase, supra, 
104 F.Supp. at 537, 93 USPQ at 152-153; Safeway Stores v. Sklar, 75 
F.Supp. 98, 103, 75 USPQ 287, 290-291 (38 TMR 69) (E.D. Pa. 1947) ; 
Brooks Bros. v. Brooks Clothing of Cal., supra, 60 F.Supp. at 451, 65 
USPQ at 309-310; Reconstruction Finance Corp. v. J. G. Menihan Corp., 
22 F.Supp. 180, 183, 37 USPQ 323, 325 (28 TMR 301) (W.D. N.Y. 1938), 
reversed on other grounds, 111 F.2d 940, 45 USPQ 459 (30 TMR 430) (2d 
Cir. 1940), aff’d, 312 U.S. 81, 48 USPQ 264 (32 TMR 19) (1941) ; ef. Safe- 
way Stores v. Dunnell, 172 F.2d 649, 654, 80 USPQ 115, 118-119 (39 TMR 
116) (9th Cir.), cert. denied, 337 U.S. 907, 81 USPQ 573 (1949) ; Silvers 
v. Russell, supra, 113 F.Supp. 119, 98 USPQ 376; Alhambra Transfer & 
Storage Co. v. Muse, 41 Cal.App.2d 92, 106 P.2d 63 (1940).] 

But where market competition is absent, there is usually far less like- 
lihood of confusion in the minds of purchasers. [Sunbeam Furniture Corp. 
v. Sunbeam Corp., supra, 191 F.2d at 135, 90 USPQ at 45; Affiliated Enter- 
prises v. Rock-Ola Mfg. Corp., 23 F.Supp. 3, 38 USPQ 35 (27 TMR 424) 
(N.D. Il. 1937).] 

Considered from the visual aspect, plaintiff prints the word TIME in 
black letters on its magazine cover with a red border, and defendant prints 
or paints the word TIME in red letters on its trucks and advertising material. 
There is no marked similarity in the type of lettering employed. Plaintiff 
uses pica like, lightface letters; while defendant uses quatty, boldface 
letters. This visual dissimilarity is even greater than that between the 
words ‘‘The United States of America’’ and the words ‘‘ONE DOLLAR’’ 
appearing on the face of every $1 silver certificate. 


Until 1952 defendant’s use of the word TIME apparently had caused 
no confusion, and defendant’s change in that year from T.1.M.E. to TIME, 
without separating periods, may indicate a purpose to capitalize on the 
public acceptance built up for plaintiff’s mark and name. Some confusion 
may have arisen among those who carry over in their minds the red border 
of plaintiff’s magazine cover to the red lettering of TIME as now painted on 
defendant’s trucks. [Cf. Campbell Soup Co. v. Armour & Co., supra, 175 
F.2d at 797-799, 81 USPQ at 432-434. ] 

Considered from the auditory aspect, the word TIME is so common that 
it carries but highly doubtful connotation of plaintiff’s sponsorship outside 
the publishing field. Not only are plaintiff and defendant not in competi- 
tion, but their businesses are seen to be highly dissimilar, with plaintiff 
publishing a national magazine and defendant operating a regional truck- 
ing service. 


The common nature of the word Time and the great dissimilarity in 
plaintiff’s and defendant’s lines of business lead to the conclusion that the 
likelihood of confusion from defendant’s use is de minimis, and that relief 
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should for that reason be denied. There were, it is true, some misdirected 
letters and telephone calls, these were from defendant’s ‘‘purchasers’’ [15 
U.S.C. § 1114] not plaintiff’s. Moreover anyone who has referred to a 
directory with the aid of bifocals in search of an address or telephone 
number knows that such errors are not trustworthy evidence of confusion 
of source. 

The age-old policy of courts of equity argues always against the issu- 
ance of any unenforceable or otherwise ineffectual decree. The reasons 
sustaining this policy are especially cogent in determining whether the 
extraordinary writ of injunction should issue. As the Court long ago 
admonished in Trudy v. Wanzer, 5 How. (46 U.S.) 140 (1847) : ‘‘There is 
no power, the exercise of which is more delicate, which requires greater 
caution, deliberation, and sound discretion or more dangerous in a doubtful 
case, than the issuing an injunction.’’ [5 How. (46 U.S.) at 142.] 

Lastly the defense of laches raised by defendant should be noticed. 
After some of the misdirected telephone calls and letters had been received, 
in December of 1952 plaintiff opened correspondence with defendant on 
the subject. That correspondence, which continued until this action was 
instituted, clearly shows that plaintiff did not sleep on its rights. [See: 
Menendez v. Holt, 128 U.S. 514, 523-525 (1888) ; Independent Nail & Pack- 
ing Co. v. Stronghold Screw Products, supra, 205 F.2d at 927, 98 USPQ at 
177 (44 TMR 46).] 

Findings of fact, conclusions of law and judgment of dismissal on the 
merits for want of equity in favor of defendant and against plaintiff may 
be lodged with the Clerk pursuant to local rule 7 within ten days. 


PURE FOODS, INC. v. MINUTE MAID CORPORATION 
No. 14805 —C. A. 5 — July 30, 1954 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
TRADE-MarRkK AcT oF 1946—CoNSTRUCTION—SECTION 32 (1) AND SEcTION 45 
Infringing mark must be used ‘‘in commerce’’ regulated by Congress and 
Lanham Act broadened scope of Federal jurisdiction involving registered trademark 
to protect infringement which is purely intrastate but which interfered with free 
flow of interstate commerce, however, this is different from extension of jurisdiction 
of federal court to all instances of unfair competition. 
CouRTS—J URISDICTION 
CouRTS—PLEADING AND PRACTICE 
Complaint which does not charge defendant distributes its products in interstate 
commerce but does charge infringement ‘‘in commerce’’ in so many words held 
sufficient to invoke District Court’s jurisdiction. 
REMEDIES—INFRINGEMENT—BasIs OF RELIEF—INJUNCTION 
TRADE-MaRK AcT oF 1946—CoNSTRUCTION—SECTION 32 (1) 
Protection of registered trademark is not limited to goods specified in certifi- 
cate but extends to any goods using an infringing mark which is likely to cause 
confusion and factual issue is presented as to what goods meet this description. 
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Where District Court found no actual monetary damage but found defendant’s 
use of words MINUTE MADE had caused confusion as to source of origin and likeli- 
hood of damage held sufficient to justify enjoining infringement and proof of actual 
damage not necessary to authorize preventive relief. 

CouRTS—FINDINGS 

District Court’s denial of defendant’s motion requesting a finding that words 
MINUTE MADE were used by defendant to describe its product was a factual issue 
and Court of Appeals cannot say District Court’s refusal to make a finding or its 
findings of fact are erroneous. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY OR DISSIMILARITY OF GOODS 
MINUTE MADE used by defendant for frozen meats infringes on MINUTE MAID 
used by plaintiff for frozen fruit’ juice concentrates. Judgment of District Court 
in granting injunction affirmed. 
Appeal from District Court for Southern District of Florida, Holland, 
Ch. J. 


Action by Minute Maid Corporation v. Pure Foods, Inc. for trademark 
infringement. Defendant appeals from judgment for plaintiff. Affirmed. 
J. M. Flowers, of Miami, Florida for defendant-appellant. 

Ralph L. Chappell, of New York, N. Y. and J. Thomas Gurney, of Orlando, 

Florida for plaintiff-appellee. 


Before Hutcueson, Chief Judge, Rives, Circuit Judge, and Rice, District 

Judge. 

Rives, Cireuit Judge. 

The defendant’ is appealing from a judgment in favor of the plaintiff 
in an action for infringement of a trade mark registered under the Lanham 
Act, 15 U.S.C.A. 1051, et seq. The complaint alleges the manufacture and 
sale by the plaintiff in interstate commerce to and from the State of 
Florida of frozen fruit juice concentrates under the trade mark MINUTE 
MAID, and also alleges the registration of said trade mark under the Lanham 
Act, and that the defendant has violated the plaintiff’s rights in the trade 
mark and has unfairly competed with plaintiff by selling frozen meats 
under the designation MINUTE MADE. 


Each party is a Florida corporation and jurisdiction, though not ques- 
tioned in the district court, depends upon the Lanham Act. 


The district court made findings of fact? and conclusions of law*® and 


1. For clarity the parties will usually be referred to as plaintiff and defendant. 

2. ‘* FINDINGS OF Fact 

‘*1, The Court has jurisdiction of the subject matter and parties. 

‘*2. On February 19, 1952, plaintiff was granted Certificate of Trade Mark Regis- 
tration No. 555,105, by the United States Patent Office for frozen concentrated juices 
of citrus fruits, in Class 46, Foods and Ingredients of Foods, such trade mark consisting 
of the words MINUTE MAID. 

‘*3. Plaintiff first used such trade mark in commerce on or about April 30, 1946, 
= has been continuously using same in commerce to identify its products since that 

ate. 

‘*4. Such trade mark was registered with the Secretary of State of the State of 
Florida by plaintiff on or about December 1, 1949, and had been used by plaintiff or its 
predecessor in the State of Florida since 1945, and plaintiff has continuously used such 
trade mark in said State since that time. 
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enjoined the defendant from selling frozen meats under the designation 
MINUTE MADE, but without any accounting for damages or profits. 


The specifications of error may be divided as between objections to the 
jurisdiction and to the judgment on its merits as follows: 


1. Jurisdiction. The district court lacked jurisdiction because: 


(a) The pleadings and proof did not show that the defendant used 
its alleged infringing trade mark ‘‘in commerce’’ within the meaning of 
the Lanham Act. 


‘¢5. On or about August 13, 1951, the defendant caused to be registered its trade 
mark, design and insignia with the Secretary of State of the State of Florida, and has 
continuously used such trade mark since that time. Such trade mark consists, in part, 
of the words MINUTE MADE. 

‘*6, Defendant has never been granted a certificate of trade mark registration by 
the United States Patent Office, nor have they ever applied for such certificate. 

‘*7, Plaintiff does not and has never sold frozen meats or frozen meat products and 
has only sold, under its trade mark, frozen fruit juice concentrates. 

‘*8. Defendant does not and has never sold frozen juice concentrates and has only 
sold frozen meat or frozen meat products. 

‘*9, The plaintiff has spent large sums in advertising its products under the name 
MINUTE MAID, its current advertising budget being approximately $1,500,000.00 per year. 
This advertising has been through various mediums, including radio, television, maga- 
zines, newspapers, etc. 

‘¢10. The defendant has done very little advertising of its products. 

‘¢11. Plaintiff’s and defendant’s products are sold to the same class of user, to-wit, 
housewives, and are sold by the same outlets, retail grocery stores. In such stores, 
generally, both plaintiff’s and defendant’s products are sold from the frozen food 
departments and are displayed in the same general location. 

‘¢12. Generally, plaintiff’s products are distributed to the retail stores through 
brokers, wholesalers or jobbers of frozen foods, and defendant’s products are distributed 
directly by defendant to the retail stores. Generally, those companies producing and 
distributing both fresh and frozen meats, channel their frozen meats through frozen food 
distributors as distinguished from their fresh meat distribution outlets. 

‘613. The words MINUTE MAID have acquired secondary meaning in the mind of the 
publie as denoting products produced and sold by the plaintiff. 

‘$14. Defendant’s use of the words MINUTE MADE has caused confusion and mistake 
on the part of purchasers as to the source of origin of defendant’s products. The use 
of such words is likely to continue to cause confusion and mistake in the minds of the 
general public. 

**15. There is no evidence that defendant adopted the words MINUTE MADE with 
the actual or wilful intention to mislead or confuse the public. 

‘16. Plaintiff’s and defendant’s products not being sold in actual competition one 
with the other, defendant’s action has not deprived the plaintiff of sales of any of its 

roducts. 
. ‘*17, There was no proof of actual monetary damage or injury as a result of 
defendant’s actions to the good will or business of the plaintiff.’’ 


3. ‘*CoNCLUSIONS OF Law 

‘1, Confusion, not competition, is the real test of trade mark infringement. It is 
a question as to whether the use of the words MINUTE MADE by defendant is likely to 
eause confusion or mistake or to deceive purchasers as to the source of origin of 
defendant’s goods. 

‘2. Defendant, by the use of the words MINUTE MADE, has infringed upon the 
trade mark of the plaintiff, and plaintiff is entitled to an injunction restraining such 
infringement. 

‘¢3. Since plaintiff has suffered no loss or profits as a result of defendant’s action 
and has suffered no monetary loss to its good will or business by reason thereof, no 
accounting of damages is required and an accounting should be denied. 

‘*4, Plaintiff should have and recover of the defendant its costs in this action, but 
such costs should not include its attorneys’ fees, or any expenses of its officers incurred 
as a result of their attendance at the trial of this cause. 

**Counsel for plaintiff will present order consistent herewith.’’ 
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(b) The claim under the Lanham Act was not so substantial as to 
support pendent jurisdiction of the related claim for unfair competition. 

2. The Merits. The district court erred in enjoining the defendant 
from using its trade mark because: 

(a) The judgment enlarges the plaintiff’s trade mark rights which 
were limited to fruit juice concentrates. 

(b) When the parties are not in competition and neither causes dam- 
age to the other, (1) there cannot be confusion or likelihood of confusion 
as to the origin of the products, (2) the plaintiff has no authority to act 
as a vicarious champion to protect the public from any confusion. 

(ec) The words MINUTE MADE were descriptive of the products of the 
defendant. 


In defining infringement under the Lanham Act, 15 U.S.C.A. 1114, 
(See. 32) begins as follows: 


**(1) Any person who shall, in commerce, (a) use, without the 
consent of the registrant, any reproduction, counterfeit, copy, or color- 
able imitation of any registered mark in connection with the sale, 
offering for sale, or advertising of any goods or services on or in 
connection with which such use is likely to cause confusion or mistake 
or to deceive purchasers as to the source of origin of such goods or 
services; * * *,’’ 


To be guilty of infringement of a registered mark under this statute 
the defendant must use the infringing mark ‘‘in commerce.’’ 15 U.S.C.A. 


1127, (See. 45) provides: ‘‘In the construction of this chapter, unless 
the contrary is plainly apparent from the context— * * * The word ‘com- 
merce’ means all commerce which may lawfully be regulated by Con- 


b 


gress.’’ It is too well settled to require citation of authority that an ac- 
tivity local in nature but which interferes with the free flow of inter- 
state commerce or exercises a substantial economic effect on interstate 
commerce may be regulated by Congress. Under the rationale of the de- 
cision of this Court in Bulova Watch Co. v. Steele, 194 F.2d 567, 92 
USPQ 266, (43 TMR 57), the Lanham Act extends jurisdiction to inter- 
state infringement which has a substantial economic effect on interstate 
commerce. In affirming that decision, the Supreme Court recognized that 
the Lanham Act had broadened the scope of trade mark jurisdiction. To 
declare that a trade mark registered under the Lanham Act is protected 
from infringement which is purely intrastate but which interferes with 
the free flow of interstate commerce or has a substantial effect on such 
commerce is very different from the sweeping extension of the jurisdic- 
tion of federal courts to all instances of unfair competition with interstate 
commerce, though not affecting a federally registered trade mark, which 
was denied in the well considered opinion by Judge Learned Hand in 
American Auto Association v. Spiegel, 2nd Cir., 205 F.2d 771, 98 USPQ 
1, (43 TMR 1070), certiorari denied 346 U.S. 887, 99 USPQ 490. In the 
light of the discussion in that opinion, and of the extreme breadth of 
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extension of federal jurisdiction there attempted, it may well be that a 
consideration of other parts of the Act requires a restriction upon the 
broad statutory definition of ‘‘commerce’’ in cases of simple unfair com- 
petition, but that definition applies, we think, in cases of infringement 
of a trade mark registered under the terms of the Act. 

We think that the complaint, not attacked in the district court, suffi- 
ciently invokes that court’s jurisdiction. While it does not charge that 
the defendant distributes its products in interstate commerce, and does 
not charge infringement ‘‘in commerce’’ in so many words, it does allege 
damage to plaintiff’s good will established in interstate commerce. 

The court had jurisdiction of the case actually proved under that com- 
plaint. The district court found that the plaintiff’s trade mark MINUTE 
MAID was registered under the Lanham Act, had been continuously used 
in commerce for many years, had acquired a secondary meaning in the 
mind of the public as denoting products sold by the plaintiff, and that 
defendant’s use of the words MINUTE MADE had caused confusion and mis- 
take on the part of purchasers as to the source of origin of defendant’s 
products, and that continued use of such words is likely to continue to 
eause confusion and mistake. We think that the infringement would sub- 
ject the good will and reputation of the plaintiff’s trade mark to the 
hazards of the defendant’s business, and that the district court had juris- 
diction to protect the federally registered trade mark. 

So holding, it is not necessary for us to consider the question of 
pendent jurisdiction of the claim of unfair competition within the provi- 
sions of 28 U.S.C.A. 1338(b).* 

Coming to the merits, it is true that an applicant registers a trade 
mark in connection with particular goods specified in the certificate of 
registration, 15 U.S.C.A. 1051, 1057, (Sees. 1, 7). Plaintiff’s registered 
trade mark is limited to frozen juice concentrates. The remedies of an 
owner of a registered trade mark, however, are not limited to the goods 
specified in the certificate but extend to any goods on which the use of 
an infringing mark ‘‘is likely to cause confusion or mistake or to deceive 
purchasers as to the source of origin of such goods.’’ 15 U.S.C.A. 1114(1), 
(See. 32(1)). The Lanham Act thus adopts the principle stated in A.L.I. 
Restatement of the Law of Torts, Vol. III, Sec. 730, pp. 597, 598, See. 731. 


‘*One’s interest in a trade mark or trade name came to be protected 
against simulation, * * * not only on competing goods, but on goods 
so related in the market to those on which the trade mark or trade 
name is used that the good or ill repute of the one type of goods is 
likely to be visited upon the other. Thus one’s interest in a trade 
mark or trade name is protected against being subjected to the hazards 
of another’s business.’’ 


4. ‘‘Section 1338(b) The district courts shall have original jurisdiction of any 
civil action asserting a claim of unfair competition when joined with a substantial and 
related claim under the copyright, patent or trade mark laws.’’ 

Compare Pure Oil Co. v. Puritan Ow Co., 2nd Cir., 127 F.2d 6, 52 USPQ 600; 
American Auto Association v. Spiegel, supra, at p. 775, 98 USPQ at 4 (43 TMR 1070). 
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A factual issue is necessarily presented as to what goods meet that de- 
scription. John Walker & Sons v. Tampa Cigar Co., 5th Cir., 197 F.2d 
72, 74, 93 USPQ 392, 393 (42 TMR 539); Chappell v. Goltsman, 5 Cir., 
197 F.2d 837, 838, 94 USPQ 40, 41; A.L.I. Restatement of the Law of 
Torts, Vol. III, See. 731, p. 600. In the cases relied on by the defendant,' 
that factual issue was determined in favor of the defendants, while here 
it has been decided by the district court in favor of the plaintiff. 


The appellant-defendant insists, however, that there cannot be confu- 
sion or likelihood of confusion as to the origin of the products when the 
parties are not in competition and neither causes damage to the other. 
The district court did not find that there was no damage or likelihood 
of damage, but merely found that ‘‘There was no proof of actual:monetary 
damage or injury as a result of defendant’s actions to the good will or 
business of the plaintiff.’’ For that reason, the district court did not order 
an accounting. The district court further found: 

‘*Defendant’s use of the words MINUTE MADE has caused confu- 
sion and mistake on the part of purchasers as to the source of origin 
of defendant’s products. The use of such words is likely to continue 
to cause confusion and mistake in the minds of the general public.’’ 
It is difficult for the owner of a trade mark to prove the amount of 

his damage or how much of it is caused by the infringement. To authorize 
preventive relief through the issuance of an injunction proof of actual 
damage is not necessary, but the likelihood of damage is sufficient. See 
15 U.S.C.A. 1114(1), (See. 32(1)); A.L.I. Restatement of the Law of 
Torts, Vol. III, See. 744, p. 631; 28 Am. Jur., Injunctions, Sec. 30. With- 
out expressing any opinion on the cases from the Second Circuit estab- 
lishing what the defendant refers to as the Learned Hand doctrine,® that, 
though the public may be deceived, the plaintiff has no claim to be its 
vicarious champion, we think that in this case there was sufficient likeli- 
hood of damage to the plaintiff to justify enjoining the infringement. Both 
parties sell frozen food products. Some companies have expanded their 
businesses so as to include many such products. Plaintiff’s frozen fruit 
juice concentrates and defendant’s frozen meats are both purchased by 
common purchasers, housewives, through common outlets, retail stores, and 
are displayed in the frozen food departments in those stores, often in 
locations not far apart. A number of housewives testified to their actual 
confusion and mistake in buying the defendant’s products or their faith 
in the plaintiff’s reputation. 


5. California Fruit Growers Exchange v. Sunkist Baking Co., 7th Cir., 166 F.2d 971, 
975, 76 USPQ 85, 88-89 (38 TMR 188); and Curtis-Stephens-Embry Co. v. Pro-Tek-Toe 
Skate Stop Co., 8th Cir., 199 F.2d 407, 415, 95 USPQ 130, 137. 

6. 8. C. Johnson & Son v. Johnson, 2nd Cir., 116 F.2d 427, 48 USPQ 82 (31 TMR 
82), Id. 175 F.2d 176, 81 USPQ 509 (39 TMR 557), cert. denied 338 U.S. 860, 94 L.Ed. 
427, 70 8.Ct. 102, 88 USPQ 543; Hyde Park Clothes v. Hyde Park Fashions, 2nd Cir., 
204 F.2d 223, 97 USPQ 246 (43 TMR 934). See especially the strong dissenting 
opinion of Judge Clark in the last cited case, 204 F.2d at p. 226, 97 USPQ at 249, 


et seq. 
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The defendant, by motion, requested a finding that the words MINUTE 
MADE were used by the defendant to describe its products, and the district 
court denied the motion. See 15 U.S.C.A. 1115(b) (4), (See. 33(b)). De- 
fendant argues that ‘‘minute’’ refers to the time for cooking the meats 
and ‘‘made’’ means that the meats are processed. While all of defend- 
ant’s products are processed, they could not truly be described as ‘‘made’”’ 
meat. It took much longer than a minute to cook or prepare for serving 
most of the defendant’s products. Altogether, this, like most of the other 
questions presented by the appellant-defendant, was a factual issue, and 
we cannot say that the district court’s refusal to make a finding or its find- 
ings of fact are clearly erroneous. Rule 52(a) F.R.C.P. 

The judgment of the district court is affirmed. 


ROYAL TYPEWRITER CO., INC. v. ARNOLD ALFRED CACHELIN, 
doing business as ZELANDIA IMPORTERS 


No. 70-390 — D. C., S. D. N. Y. — September 30, 1954 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
ROOY used for imported typewriters manufactured in France by Etablissement 
Rooy 8S. A. held similar in sound and appearance to ROYAL and ROYTYPE used by 
plaintiff, Royal Typewriter Company, Inc. 
REMEDIES—INFRINGEMENT—EVIDENCE 
Actual confusion need not be proved since likelihood of deception and con- 
fusion is sufficient to establish infringement. 
REMEDIES—UNFAIR COMPETITION—EVIDENCE 
ROYAL and ROYTYPE used for typewriter held to have acquired a secondary 
meaning because of plaintiff’s extensive and continuous advertising and numerous 
sales of typewriter bearing these marks. 
Action by Royal Typewriter Company, Inc. v. Arnold Alfred Cachelin, 
doing business as Zelandia Importers for trademark infringement and 
unfair competition. Judgment for plaintiff. 


Francis J. Sullivan, of New York, N. Y. for plaintiff. 


Timen & Waters (Stanley Wolder and Lawrence S. Timen of counsel), of 
New York, N. Y. for defendant. 


Bonpy, D. J. 


This is an action for infringement of registered trade marks and un- 
fair competition. It has been ordered that the alleged counterclaim shall 
be tried by a jury if injunctive relief should be denied. 

The plaintiff, Royal Typewriter Company, Inc., was incorporated 
under the laws of the State of New York and is engaged in the business 
of manufacturing and selling typewriters and accessories in interstate and 
international commerce. In 1906 it began using the word royat in block 
type as a trade mark for its typewriters and in 1911 in distinctive type. 
In 1926 it began using the trade mark roytyPe for its typewriting acces- 
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sories. These marks were registered on April 2, 1907, May 3, 1931 and 
September 24, 1940 respectively and the registration thereof duly renewed. 

Plaintiff manufactured and sold more than 8,000,000 royaL trade- 
marked typewriters since 1906 and it and its dealers have spent millions 
of dollars in advertising and promoting the sale of its typewriters and 
accessories bearing one or both of such marks. 

The defendant is a citizen of France, engaged in the business of 
importing and selling typewriters manufactured in France by the Etab- 
lissement Rooy S.A. bearing the trade mark rooy, which is the family name 
of some of the directors and stockholders of the manufacturer. 


The first syllable of plaintiff’s trade marks ROYAL and ROYTYPE is ROY. 
It is the dominant part of those words. In the distinctive mark the ‘‘R’’ 
is the most conspicuous letter. It ends in a long curve extending, under 
the letters ora, to the last letter ‘‘L’’, by the bottom of which the curve 
is continued 

The mark Rrooy is in script and includes the letters ‘‘oo’’. Like in 
plaintiff’s mark the first letter ‘‘R’’ in rooy is its most conspicuous letter. 
It also ends in a long curve extending under the letters ‘‘oo’’ to the 
bottom of the last letter ‘‘y’’ by which the curve is continued. 


During the trial defendant’s counsel himself pronounced the word 
RooY as ROY. An advertisement by a department store includes the state- 
ment ‘‘ Vive the Rooy! (pronounced Roy) * * *.’’ A news item in a New 
York newspaper similarly states that Rooy is pronounced Roy. 

Defendant’s counsel conceded that plaintiff is the largest manufacturer 
of typewriters in the world and that ‘‘the validity of its trade mark is 
not in question here’’ and that ‘‘the case boils down to the question of 
whether or not the mark rooy infringes on the ROYAL and ROYTYPE.’’ 

The word ‘‘royal’’ is not descriptive of plaintiff’s typewriter or its 
quality. Cf. Raymond v. Royal Baking Powder Co., 85 F. 231, 236; Royal 
Baking Powder Co. v. Royal, 122 F. 337. 

On May 18, 1954, after this case had been tried, a French court in 
Paris, the Tribunal De Premiere Instance De La Seine, Troisieme Chambre, 
Premiere Section, in an action brought by the Royal Typewriter Company 
against the Societé Rooy, which company manufactures the typewriters 
bearing the trade mark rooy which had been registered in the Tribunal 
du Commerce de la Seine December 16, 1949, invalidated and cancelled 
the Rooy trade mark. It held that rooy alone, infringed plaintiff’s marks 
ROYAL and ROYTYPE notwithstanding that it found the family name of 
some of the directors and stockholders of the Rooy Company to be Rooy. 


There accordingly is likelihood that Rooy may cause some confusion 
as to the source or origin of any typewriter bearing that mark alone. 


‘‘Infringement is based on the existence of similarity such as would 
cause confusion of any appreciable number of ordinarily prudent pur- 
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chasers as to the source of the goods.’’ Miles Shoes, Inc. v. R. H. Macy’s 
& Co., Inc., 199 F (2d) 602, 603, certiorari denied 345 U.S. 909; Section 15 
U.S.C.A. 1114. ‘‘This test must be applied by comparing and contrasting 
the accused trade mark with the purchasers’ assumed memory of the 
plaintiff’s trade marks. * * * In thus testing the memory of the ordinary 
eareful purchaser, the court must consider the appearance of the two trade 
marks as to form and color and from similarity or difference in sound or 
meaning when pronounced.’’ Seven Up Co. v. Cheer Up Sales Co., 148 
F'(2d) 909, 911, certiorari denied 326 U.S. 727; See also United Drug Co. 
v. Obear-Nester Glass Co., 111 F(2d) 997, 1000, certiorari denied 311 U.S. 
665 (Rex and Rerall) ; Esso, Inc. v. Standard Oil Co., 98 F(2d) 1, 5; Cf. 
LaTouraine Coffee Co. v. Lorraine Coffee Co., 157 F (2d) 115, 117, certiorari 
denied 328 U.S. 771. 


Actual confusion of the two marks need not be proved since likelihood 
of deception and confusion is sufficient to establish infringement. George 
W. Luft Co. v. Zande Cosmetic Co., 142 F(2d) 536, 538, certiorari denied 
323 U.S. 756; LaTouraine Coffee Co. v. Lorraine Coffee Co., supra, p. 117. 


On account of the similarity of sound and appearance, the court finds 
that it is likely that an appreciable number of ordinarily prudent pur- 
chasers exercising the care reasonably to be expected in the purchase of a 
typewriter would be confused as to the source of a typewriter bearing the 
mark Rooy as it now appears and accordingly that plaintiff’s marks RoYAL 
and ROYTYPE have been infringed by the sale by the defendant of type- 
writers bearing the trade mark Rooy. 


Plaintiff’s rights to the benefits of its trade marks cannot be affected 
by the fact that it was not the defendant who affixed the marks to the Rooy 
machine which he sold. See 15 U.S.C.A. 1114. There is not any evidence 
that the defendant or any other dealer ever palmed off any rooy marked 
typewriter as plaintiff’s. 


Even if plaintiff’s trade marks were not valid, and if the defendant 
were not an infringer, he was guilty of unfair competition because the 
court finds that plaintiff’s marks have acquired a secondary meaning by 
reason of its extensive and long continued advertising and the enormous 
number of typewriters bearing these marks, that have been sold. See Re- 
tatement of Torts, Vol. 3, p. 560; Shaker Co. v. Rite-Way Products, 107 
F(2d) 82, certiorari denied 310 U.S. 634; Wisconsin Electric Co. v. Du- 
more Co., 35 F(2d) 555, certiorari granted 281 U.S. 710, certiorari dis- 
missed 282 U.S. 813; Lane Bryant, Inc. v. Glassman, 95 F.Supp. 320. 


There has been no showing of any facts warranting an accounting 
and an accounting is accordingly denied. @Q-Tips, Inc. v. Johnson & John- 
son, 206 F(2d) 144, 148, 149, certiorari denied 346 U.S. 867; see Champion 
Spark Plug Co. v. Sanders, 331 U.S. 125, 181; 15 U.S.C.A. 1117. 
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Accordingly the plaintiff is entitled to judgment enjoining the de- 
fendant from using Rooy unless the mark used is accompanied by appro- 
priate language indicating that the product is made by the Societe Rooy 
and not by the plaintiff. 


THE SINGER MANUFACTURING COMPANY et al. v. AXELROD et al., 
doing business as SINGER MANUFACTURING COMPANY 


No. 90-253 — D.C.,$.D. N. Y. — October 13, 1954 


CoURTS—PLEADING AND PRACTICE 
Defendants’ interrogatories that sought information as to all marks or names 
used by plaintiff denied since all marks other than SINGER, THE SINGER MANUFAC- 

TURING COMPANY, and SINGER MANUFACTURING CO. were not relevant to proceeding. 

Defendants’ interrogatories dealing exclusively with damages denied since 
questions relating to damages should await a determination of infringement and 

a right to an accounting. 

Action by The Singer Manufacturing Company et al. v. Axelrod et al., 
doing business as Singer Manufacturing Company for trademark infringe- 
ment and unfair competition. On plaintiff’s objections to interrogatories. 
Objections sustained in part and overruled in part. 


Winthrop, Stimson, Putnam & Roberts, of New York, N. Y., for plaintiffs. 
Nathan Stern, of Brooklyn, N. Y., for defendants. 
Dawson, District Judge. 


Plaintiffs commenced an action for trademark infringement and unfair 
competition, charging that defendants have infringed upon plaintiff’s 
trade marks and names SINGER, THE SINGER MANUFACTURING COMPANY, and 
SINGER MANUFACTURING CO. 

Defendants have made a demand for a ‘‘Bill of Particulars’’ with 
respect to some seven items. This procedural relic no longer exists under 
the Federal Rules of Civil Procedure, and I will treat it as a request for 
written interrogatories under Rule 33. Plaintiffs object to interrogatories 
III and IV, and VI and VII. The interrogatories objected to may be 
delineated as those referring to other trade marks of the plaintiffs than the 
ones mentioned in the complaint, and those referring to damages. 


OTHER TRADE MARKS 


In interrogatories III and IV, defendants seek information as to all 
marks or names by the plaintiffs or their predecessors other than THE 
SINGER MANUFACTURING COMPANY, and as to what business is transacted 
under each of these marks, including THE SINGER MANUFACTURING COMPANY. 

All marks or names other than SINGER, THE SINGER MANUFACTURING 
COMPANY, and SINGER MANUFACTURING CO. are not relevent to this proceed- 
ing. See Stanley Works v. C. S. Mersick & Co., (D.C. Conn. 1939) 1 
F.R.D. 43, 41 USPQ 260 and 43 USPQ 129; 4 Moore’s Fed. Prac. 2d Ed. 
2300, 2301. However, plaintiffs shall answer so much of the interrogatory 
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as asks what business was transacted by the plaintiffs under the marks or 
names SINGER, THE SINGER MANUFACTURING COMPANY, and SINGER MANU- 
FACTURING Co. Other than as so limited, plaintiffs need not answer inter- 
rogatories III and IV. 








DAMAGES 


Interrogatories VI and VII concern themselves exclusively with 
damages. Where, as here, an accounting is demanded, questions relating 
to damages should await a determination of infringement and a right to 
an accounting. Gagen v. Northam Warren Corp., (8.D. N.Y. 1953), 15 
F.R.D. 44, 98 USPQ 402; Zenith Radio Corp. v. Dictograph Products Co., 
Inc., (D.C. Del. 1947) 6 F.R.D. 597, 72 USPQ 403; Anheuser-Busch, Inc. 
v. Dubois Brewing Co., (W.D. Pa. 1943) 3 F.R.D. 336, 56 USPQ 414 (33 
TMR 209) ; 4 Moore’s Fed. Prac., 2d Ed. 1072. Interrogatories VI and 
VII need not be answered at this time. 

So ordered. 














CLARK EQUIPMENT COMPANY v. WEEKS et al. 


Nos. 11899 and 11900 — C. A. D. C. — October 15, 1954 


APPEALS—R. 8S. 4915 


Where court found word TRUCLOADER and CARLOADER as trademarks for a fork 
lift generic names of the goods held it need not be considered whether these 
‘“generic names’’ might some day become distinctive of appellant’s good and 
whether, if they did, they would be entitled to registration. 







Appeal from District Court for District of Columbia. 






Actions under R.S. 4915 by Clark Equipment Company, trademark 
applications, Serial Nos. 528,258 and 528,772, filed July 10 and 17, 1947, 
v. Sinclair Weeks, Secretary of Commerce, and Robert C. Watson, Com- 
missioner of Patents. Plaintiff appealed from judgments dismissing 
complaints. On petition for rehearing. Petition denied. 

Previous decision reported at 44 TMR 660. 

John A. Dienner, of Chicago, Illinois (Francis C. Browne and William E. 

Schuyler, Jr., of Washington, D. C., of counsel) for appellant. 

E. L. Reynolds for appellees. 
Before EDGERTON, PRETTYMAN and DaNAHER, Circuit Judges. 

PER CURIAM. 

It is ordered by the Court that the opinion of this Court filed herein 
February 18, 1954, 100 USPQ 261 (44 TMR 660), be, and it is hereby, 
amended by inserting after the word ‘‘findings’’ in line 9 a new sentence 
reading as follows: 
















We need not consider whether these ‘‘generic names’’ might some 
day become distinctive of appellant’s goods and whether, if they did, 
they would be entitled to registration. 
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On consideration of appellant’s petition for rehearing in the above- 
entitled cases and appellees’ memorandum in response, and appellant’s 
reply thereto, it is further ordered by the Court that the petition for 
rehearing be, and it is hereby, denied. 


IVY CRYSTAL doing business as MATERNITY SERVICE NURSES 
REGISTRY v. LUCILLE DUCLY, doing business as STORK MATERNITY 
SERVICE REGISTRY 


N. Y. Sup. Ct., Spec. Term, Kings County — October 22, 1954 


CouRTS—PRELIMINARY INJUNCTION 
Preliminary injunction granted where comparison of marks shown in exhibits 
convinced court that defendant was guilty of intentional imitation of plaintiff’s 
service mark of stork carrying infant. 


Action by Ivy Crystal doing business as Maternity Service Nurses 
Registry v. Lucille Ducly doing business as Stork Maternity Service 
Registry for infringement of service mark. Plaintiff moves for injunction 
pendente lite. Motion granted. 

Nathaniel H. Janes, of New York, N. Y. for plaintiff. 
H. L. Hoey, of New York, N. Y. for defendant, Lucille Ducly. 
Ralph W. Brown, of New York, N. Y. for defendant, New York Telephone 


Company. 
Jordan R. Bassett, of New York, N. Y. for defendant, Reuben H. Donnelley 
Corporation. 


KEoGH, Justice. 


This is a motion by plaintiff to enjoin pendente lite the defendant 
Lucille Duely, doing business as Stork Maternity Service Registry, from 
using in any form an advertisement for a maternity service nurses registry 
with a picture of a stork carrying an infant or any other colorable imita- 
tion of plaintiff’s service trade mark; to restrain the defendants New York 
Telephone Company and Reuben H. Donnelley Corporation from accepting 
or publishing in the Classified Telephone Directory an advertisement from 
the aforementioned defendant representing a maternity service nurses 
registry with the illustration of a stork carrying an infant. 

Plaintiff has been doing business under the trade name of Maternity 
Service Nurses Registry since 1947, advertising extensively and particularly 
in the Classified Telephone Directories of the New York Telephone Com- 
pany and the Reuben H. Donnelley Corporation showing a picture of a 
stork carrying an infant. Plaintiff alleges that she has acquired a valuable 
clientele and has achieved an enviable reputation for furnishing maternity 
nurses experienced and skilled in the profession of maternity nursing. She 
alleges further that defendant, who was recently one of her nurses, has 
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opened up a nurses registry under the name of Stork Maternity Service 
Registry and has used advertisements and publicity showing the picture 
of a stork carrying an infant, substantially similar to the service mark 
that the plaintiff has used for the last seven years. Plaintiff also alleges 
that considerable confusion has resulted from this similarity of name and 
symbol and that many of plaintiff’s customers assume that they are secur- 
ing nurses from the plaintiff’s registry when they call the defendant. 

Defendant denies that she has been using the name of Stork Maternity 
Service Registry, but states that she has been doing business as Stork 
Service Nurses Registry. She admits, however, that she has submitted an 
application for an advertisement in the Classified Red Book, as shown in 
Exhibit A attached to the affidavit of the attorney for the New York Tele- 
phone Company. Defendant contends that plaintiff has no proprietary 
interest in the symbol of a stork carrying a baby and that the symbol she 
employs is different from the one used by the plaintiff. 

After carefully reading the papers and comparing the marks and 
symbols as shown in the exhibits, I am convinced that the defendant, by 
the use of the stork carrying an infant, is guilty of an intentional imitation 
of plaintiff’s distinctive sign or mark. Such conduct on the part of the 
defendant is calculated to deceive the public into believing that the business 
of the defendant is the business of the plaintiff whose sign and mark has 
been simulated. In the circumstances, plaintiff’s motion for a temporary 


injunction is granted. See Fisher v. Star Co., 231 N.Y. 414, 428; Elliott 
Service Co. v. Dispatch P. N. 8. Co., Inc., 197 App. Div. 615; Smiling 
Irishman, Inc. v. McDonald, 183 Mise. 985, 63 USPQ 355; Smiling Irish- 
man, Inc. v. Juliano, 45 N.Y.S. 2d 361, 59 USPQ 378. Settle order on 
notice to all defendants. 


AMERICAN TCP CORPORATION v. 
STRAUSS STORES CORPORATION et al. 


N. Y. Sup. Ct., Spec. Term, N. Y. County — October 27, 1954 


CouRTS—PLEADING AND PRACTICE 
REMEDIES—UNFAIR COMPETITION—TRADE SECRETS 
Where plaintiff to induce defendants to enter into contract disclosed an idea 
for a manufacturing process without protecting himself by agreemert with de- 
fendants held although any one seeing plaintiff’s operation is at liberty to adopt 
same procedure, defendants are liable for deceitful manner in which results of 
plaintiff ’s research were obtained. A motion to dismiss complaint denied. 


Action by American TCP Corporation v. Strauss Stores Corporation 
et al. for unfair competition. Defendants move to dismiss complaint. 
Motion denied. 

Bruce B. Clyman, of New York, N. Y. for plaintiff. 
Philip Davis, of New York, N. Y. for defendant. 


STEvER, Justice. 
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Motion to dismiss the complaint for failure to state a cause of action. 
The complaint alleges that plaintiff is in the business of selling a chemical, 
tri-cresyl phosphate, called Tcp. Top is used as an additive to gasoline used 
in automobiles where it performs certain functions. Tcp had been so used 
by one of the large oil companies which combined it with certain grades of 
gasoline sold in the usual way to the public. Plaintiff conceived the idea 
of selling Tcp to motorists separately in cans to be mixed with whatever 
gasoline the motorist bought. Plaintiff revealed this idea to defendant 
Strauss Stores in an effort to get the latter to market the product for plain- 
tiff through its retail stores which deal in automotive supplies. The 
complaint further alleges that the individual defendants, under the guise 
of determining the feasibility of such an idea, caused plaintiff to reveal a 
great deal of the technical information about sources of supply, methods of 
use, the situation in regard to patents and the like. After receiving this 
information defendant made a proposition by which the defendants would 
acquire 90 per cent of plaintiff’s stock. Upon this being refused the 
individual defendants formed the defendant Vickers Chemical, Ltd., which 
immediately used the information so acquired and stated to be given in 
confidence to produce a tcp can for sale to motorists and succeeded in 
getting such a can on the market prior to the time plaintiff was able to 
do so. 

Defendant contends that these facts, plus suitable allegations of dam- 
age, do not spell out a cause of action. Defendant relies on a well estab- 
lished line of cases (examples are Grombach Productions, Inc. v. Waring, 
293 N.Y. 609, and Sachs v. Cluett Peabody & Co., 265 App. Div. 497, 56 
USPQ 452) to the effect that one who discloses an idea without previously 
protecting himself by agreement has no rights as against the user of the 
idea. The fact that the disclosure is stated to be in confidence does not 
affect the situation. Sachs v. Cluett Peabody, supra; Carneval v. William 
Morris Agency, 124 N.Y. 8.2d 319, 98 USPQ 84. The reasoning is that 
there is no property in an inchoate idea and that a mere statement that the 
information is conveyed in confidence does not convert a relationship of 
proposed buyer and seller into a fiduciary relationship. So unless there 
is an express contract for compensation for use of the idea there is nothing. 

But that is not this case. Plaintiff did not convey the idea with the 
intent that the defendants or any of them should use it. It was to induce 
them to enter an agreement with plaintiff whereby plaintiff would retain 
use of it, the defendants performing a function in that use. On the grounds 
argued the objection does not meet the complaint. 

Even if it be assumed that wider grounds for attack had been taken 
the same results would be reached. It is true that plaintiff has no rights 
in either the product or the method of selling it in cans to motorists as 
distinct from its being mixed in gasoline. Anyone seeing plaintiff’s opera- 
tion would be at liberty to adopt the same procedure. And in so far as the 
defendants have done that alone they are immune. What they are liable 
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for, assuming the allegations of the complaint are proved, is the deceitful 
manner of obtaining the results of plaintiff’s research and investigation 
and the advantage given them by such use in bringing the product to 
market. 

So much of the motion as seeks the striking of certain paragraphs as 
unnecessary or repetitious does not seem to have been pursued. 

The motion is denied. Order signed. 


NICHOLAS C. STREY v. DEVINE’S, INC. 
No. 11117 —C. A. 7 — November 5, 1954 


CouRTS—J URISDICTION 


Although there was no diversity of citizenship between the parties held Federal 
court had jurisdiction under 28. U. 8. C. A., sec. 1338 (b) in civil actions where 
plaintiff ’s claim of unfair competition existed to the limited extent that it was 
‘‘related’’ to claim of trademark infringement of registered mark. 

CourTS—EVIDENCE 

Where plaintiff came into court with unclean hands by claiming use of desig- 
nation ‘‘Dr.’’ to which he was not entitled held element under trademark law 
and law of unfair competition as that public should be protected from fraud and 
deceit which transcends rights of trademark owner. 

REMEDIES—UNFAIR COMPETITION—FALSE TRADE DESCRIPTIONS 

Plaintiff ’s product KULE-FUT cream constitutes a ‘‘drug’’ under Federal Food 
Drug and Cosmetic Act and label used did not list same as required by Sec. 
201 (g) of the Act, since misrepresentations were made in use of trademark 
complaint dismissed. 

Action by Dr. Nicholas C. Strey v. Devine’s, Inc. for trademark in- 
fringement and unfair competition. Plaintiff appeals from decision of 
District Court for Northern District of Illinois, Barnes, Ch. J. dismissing 
complaint. Affirmed. 

Nicholas C. Strey, Chicago, IIl., pro se. 
Henry Junge and James McKeag, both of Chicago, IIll., for defendant. 


Before Duffy, Chief Judge, and Major and Swaim, Circuit Judges. 
Durry, Chief Judge. 

This is an action for trade mark infringement and unfair competition. 
The trial court found the issues favorable to the defendant and. judgment 
was entered dismissing the complaint. 


Plaintiff’s complaint alleged that for many years last past he has been 
engaged in the manufacture, sale and distribution of various creams for 
relief in treating sore, tired and perspiring feet, and also, for eczema or 
ringworm, insect bites and other related ailments; that for the purpose of 
identifying said products as having their origin with plaintiff, about March, 
1931, he adopted and commenced the use of the trade mark KULE-FUT in 
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connection with a pictorial illustration of a human foot on top of a cake 
of ice. 

In March, 1951, Plaintiff applied to the United States Patent Office 
for registration of his trade mark but on November 2, 1951, the examiner 
rejected said application for the Principal Register because the trade mark 
was dominated by unregisterable material. Thereafter, plaintiff requested 
that his application be modified and he applied for registration upon the 
Supplemental Register which was granted September 9, 1952, and the 
product was listed in Class 18—Medicines and pharmaceutical appliances. 

Since 1947 the defendant has produced and distributed in interstate 
commerce a cream under the trade name DEVINE’S KOOL-FOOT CREAM. How- 
ever, for a period from 1941 to about 1951 the defendant did offer a foot 
cream product through a retail outlet in Detroit, Michigan, under the name 
of KULE-FUT. Defendant claimed, and the trial court so found, that during 
said period it had no knowledge of plaintiff’s trade mark or the use of the 
words KULE-FUT by plaintiff to designate his product, and that defendant 
sold its product only through one retail outlet in the Detroit area where 
the plaintiff did not operate. The District Court found, as a fact, that 
there was no competition between the plaintiff and defendant in the Detroit 
area. 

The jars in which plaintiff’s and defendant’s products are respectively 
marketed are not similar in appearance. Plaintiff’s jar is of a larger dia- 
meter and of lesser height, and black is the prevailing color. Most of the 
printed words on the label are in white lettering. However, the words 
KULE-FUT appearing on a representation of a block of ice are in blue letters. 
In defendant’s jar the prevailing colors are light blue and white, but the 
words DEVINE’S KOOL-FOOT appear prominently in red letters on the jar label 
and on the cover of the jar. The only similarity is that the words KULE-FUT 
and KOOL-FooT have identical pronunciations. 

At the trial defendant’s counsel contended that the issue of unfair 
competition could not be considered by the court because there was no 
diversity of citizenship between the parties to this action. This contention 
is too broadly stated. Title 28 U.S.C.A., sec. 1338(b) provides: the ‘‘dis- 
trict courts shall have original jurisdiction of any civil action asserting a 
claim of unfair competition when joined with a substantial and related 
claim under the copyright, patent or trade mark laws.’’ 

Thus, the District Court’s jurisdiction of plaintiff’s claim of unfair 
competition existed to the limited extent that it is ‘‘related’’ to his claim 
of trade mark infringement. Federal jurisdiction was only obtained in 
this case by reason of the registration of plaintiff’s trade marks. The 


1. ‘Registration on the Principal Register is refused for the reason that the mark 
is dominated by unregistrable material, namely, the possessive form of the surname 
STREY, the descriptive elements KULE-FUT, the phonetical equivalent of ‘cool-foot’; 
the generic word ‘cream’ and the representation of the foot, the latter two features 
already having been disclaimed.’’ 
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principle involved is well stated in Landstrom v. Thorpe, 8 Cir., 189 F.2d 
46, 51, 89 USPQ 291, 294 (41 TMR 575), 26 A.L.R.2d 1170, certiorari 
denied 342 U.S. 819, 91 USPQ 383; ‘‘* * * For such a claim to be ‘related’ 
to a case arising under the trade mark law within the meaning of the 
statute ‘it must appear that both federal and nonfederal causes (of action) 
rest upon substantially identical facts’. French Renovating Co. v. Ray 

Renovating Co., 6 Cir., 170 F.2d 945, 947, 80 USPQ 61, 63; Hurn v. Oursler, 

289 U.S. 238, 248, 17 USPQ 195, 199 (23 TMR 267) ; Armstrong Paint & 

Varnish Works v. Nu-Enamel Corp., 305 U.S. 315, 325, 39 USPQ 402, 405 

(29 TMR 3); Kaplan v. Helenhart Novelty Corporation, 2 Cir., 182 F.2d 

311, 85 USPQ 285; Hanson v. Triangle Publications, Inc., 8 Cir., 163 F.2d 

74, 74 USPQ 280 (37 TMR 645), certiorari denied 332 U.S. 855, 76 USPQ 

621. 

‘‘Damages resulting from the wrongful registration of the trade mark 
and for unfair competition must necessarily be proven by the same evi- 
dence.’’ It follows that the District Court did have jurisdiction as to any 
acts of the defendant which may have constituted unfair competition pro- 
viding that same occurred on or after September 9, 1952, the date of the 
registration of plaintiff’s trade mark. 

One of the reasons that the District Court denied relief to plaintiff 
was that he came into court with unclean hands. Plaintiff was not a 
licensed physician. Although he was licensed as a chiropodist and a 
chiropractor he was not authorized, under Illinois law, to use the designa- 
tion pr. (doctor) as a part of his title. The court found that the plain- 
tiff represented the cream manufactured by him to be a treatment for 
various bodily ailments other than those of the feet, thus constituting said 
cream a drug and that he led purchasers to believe that an application 
of the cream is a treatment prescribed by a physician. The District Court 
held that the misrepresentation on the labels used on the jars of cream 
sold by him, both in using the title pr. and in prescribing his Kule-Fut 
cream as treatment for the ailments specified, were material in character. 

An important element under the trade mark law and the law of unfair 
competition is that the public should be protected from fraud and deceit. 
This court stated in Stahly, Inc. v. M. H. Jacobs Co., 183 F.2d 914, 917, 
86 USPQ 131, 133 (40 TMR 675) ; ‘‘It must be remembered that the trade 
mark laws and the law of unfair competition are concerned not alone with 
the protection of a property right existing in an individual, but also with 
the protection of the public from fraud and deceit, Stork Restaurant, Inc. v. 
Sahati, 9 Cir., 166 F.2d 348, 354, 76 USPQ 374, 378 (38 TMR 431) ; Rosen- 

berg Bros. & Co. v. Elliott, 3 Cir., 7 F.2d 962, 965-66 ; General Baking Co. v. 
Gorman, 1 Cir., 3 F.2d 891, 893; Goldwyn Pictures Corp. v. Goldwyn, 
2 Cir., 296 F. 391, 401, and it is obvious that the right of the public to be 
so protected is a right which transcends the rights of the individual trade 
mark owner and is beyond his power to waive.’’ 
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It is well established that a court of equity may deny relief for 
infringement of a trade mark where plaintiff misrepresents the nature of 
his product. This principle is well stated in Morton Salt Co. v. Suppiger 
Co., 314 U.S. 488, 494, 52 USPQ 30, 33, where the court said: ‘‘* * * equity 
will deny relief for infringement of a trade mark where the plaintiff is 
misrepresenting to the public the nature of his product either by the trade 
mark itself or by his label. Manhattan Medicine Co. v. Wood, 108 U.S. 218; 
Worden v. California Fig Syrup Co., 187 U.S. 516; Leather Cloth Co. v. 
American Leather Cloth Co., 11 H.L. 522, 541-45; * * * The patentee, like 
those other holders of an exclusive privilege granted in the furtherance of 
a public policy may not claim protection of his grant by the courts where 
it is being used to subvert that policy.’’ 

The District Court also found that although plaintiff’s product con- 
tained more than two ingredients the label used by plaintiff did not list 
same as required by sec. 201(g) of the Federal Food, Drug, and Cosmetic 
Act, 21 U.S.C.A., see. 321(g). It seems clear that plaintiff’s Kule-Fut 
cream constituted a ‘‘drug’’ under the Act since it was an article ‘‘intended 
for use in the diagnosis, cure, mitigation, treatment or prevention of disease 
in man * * *’’ The ‘‘high purpose’’ of the Federal Food, Drug, and 
Cosmetic Act is to protect consumers. Kordel v. United States, 335 U.S. 
345, 349; United States v. Sullivan, 332 U.S. 689, 696. The protection of 
the public under the Act involves the public interest in a high degree. 

We hold the misrepresentations made by plaintiff in the use of his 
trade mark and the misbranding of his cream in violation of the Federal 
Food, Drug, and Cosmetic Act were sufficient reasons for the District Court 
to deny him any relief. 

We also hold that the District Court was correct in finding that there 
was no evidence of unfair competition after September 9, 1952. It follows 
that the complaint was properly dismissed. 

Affirmed. 


In re HOLLYWOOD BRANDS, INC., doing business as 
HOLLYWOOD CANDY CO. 


Appl. No. 6008 — C. C. P. A. — Decided June 30, 1954 


TRADE-MaRK AcT OF 1946—CONSTRUCTION—SECTION 2 (f) 


Where applicant established exclusive use of mark BUTTER-NUT for candies 
sold in 23 states for more than 36 years, expended $1,135,000 over six year period 
in advertising, and produced 42 form affidavits of individuals connected with candy 
trade held burden of proof sustained by applicant to fulfill requirement of ‘‘ dis- 
tinectiveness’’ required for registration under Section 2 (f), and since Congress 
set up no standard by which ‘‘distinctiveness’’ was to be determined tendency to 
require more proof would be unreasonable. 


Application for trademark registration by Hollywood Brands, Inc., 
doing business as Hollywood Candy Co., Serial No. 550,695 filed February 
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27, 1948. Applicant appeals from decision of Examiner in Chief re- 

fusing registration. Reversed; O’ConNELL, Judge, dissenting with opinion. 
Case below reported at 42 TMR 871. 

Theodore W. Miller, of Chicago, Illinois for appellant. 

E. L. Reynolds (Clarence W. Moore of counsel), for Commissioner of 
Patents. 

Before Garrett, Chief Judge, and O’ConNNELL, JOHNSON, WorLEY- and 
JACKSON (retired), Associate Judges. 


Wor.ey, Judge. 

This is an appeal from the decision of the Examiner-in-Chief, acting 
for the Commissioner, affirming the decision of the examiner refusing 
registration on the Principal Register of appellant’s mark BUTTER-NUT as 
applied to candies. The application of appellant, Hollywood Brands, Inc., 
doing business as Hollywood Candy Co., was filed February 27, 1948, under 
Section 2(f) of the Trade Mark Act of July 5, 1946. Appellant alleges 
November 20, 1916, as the date of first use of its mark. 

The examiner denied registration on the theory that the mark was 
incapable of distinguishing appellant’s goods from the goods of others; 
also that it was deceptive and therefore unregistrable under the provisions 
of Section 2(e). Upon appeal the Commissioner reversed the first rejection 
and observed, 94 USPQ 418, 419, that 

‘*Section 2(e) of the Act prohibits registration of a mark that is 
merely descriptive of the goods. There is no doubt that applicant’s 
mark is descriptive of at least some of the ingredients of his goods. 

Section 2(f), however, permits registration of such a mark if it has 

become so distinctive of applicant’s goods in commerce that it primarily 

indicates the origin of the source of his goods rather than the goods 
itself.’’ 
and proceeded to hold that appellant had failed to prove that its mark was 
substantially capable of identifying the origin of the goods within the 
meaning of Section 2(f). 

Appellant here contends that the commissioner’s holding constitutes 
reversible error. 

In determining that issue we quote the appropriate portions of the 
section involved: 

**Sec. 2. No trade mark by which the goods of the applicant may 


be distinguished from the goods of others shall be refused registration 


on the principal register on account of its nature unless it— 
* * * * * 


(f) Except as expressly excluded in paragraphs (a), (b), (ce), 
and (d) of this section, nothing herein shall prevent the registration 
of a mark used by the applicant which has become distinctive of the 
applicant’s goods in commerce. The Commissioner may accept as 
prima facie evidence that the mark has become distinctive, as applied 
to the applicant’s goods in commerce, proof of substantially exclusive 
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and continuous use thereof as a mark by the applicant in commerce 

for the five years next preceding the date of the filing of the applica- 

tion for its registration’’ (15 U.S.C. 1052). 

There is no doubt that Congress intended that the burden of proof 
should rest upon the applicant for registration, but it set up no standard 
by which the ‘‘distinetiveness’’ of a mark was to be determined other than 
to suggest that substantially exclusive and continuous use of a mark in 
commerce for the five years immediately preceding application for registra- 
tion could be considered as prima facie proof that it had become distinctive. 

The cases cited by the respective counsel have been examined but we 
find none of them sufficiently in point to be controlling; we do find, how- 
ever, an increasing tendency to require more and still more proof from an 
applicant for registration under Section 2(f) than we think Congress 
fairly intended to impose. For example, the broad language used in the 
ease of The Master, Wardens, Searchers, Assistants and Commonalty of 
the Co. of Cutlers in Hallamshire in the County of York v. Cribben and 
Sexton Co., 40 C.C.P.A. (Patents) 872, 878, 202 F.2d 779, 97 USPQ 153, 
157 (43 TMR 634), was not necessary to the proper disposition of that 
controversy nor do we think it applicable to the facts at bar. 


Here, in attempting to establish eligibility for registration, appellant 
shows that it has used its mark, not for just the five year period mentioned 
in the statute, but for more than thirty-six years; that the candies bearing 
the mark have been sold in at least twenty-three states; and that it has 
established substantial, if not, indeed, exclusive, use of the mark upon its 
candies. As of March 1952, appellant had spent $1,135,000 for advertising 
over the previous six years with approximately one-third of that amount 
devoted to publicizing the instant mark; and that the volume of sales for 
the preceding eight years of its BUTTER-NUT candies reached $11,500,000. 


In further support of its efforts to prove that its mark has become 
distinctive, appellant introduced forty-two form affidavits of individuals 
identified in various capacities with the candy trade. The five affidavits 
appearing in the record were executed in the states of Oregon, South Caro- 
lina, New York, Michigan, and Iowa. Each affiant states that he has been 
acquainted for many years with the BUTTER-NUT brand of candy manufac- 
tured by appellant, and has always regarded that particular candy as 
having its source of origin in appellant; that the term BUTTER-NUT is not 
considered to be in any way descriptive of the goods but is used by appel- 
lant to distinguish its goods from the goods of other candy manufacturers; 
and that such impression is true with the candy trade in general. 


While we are in agreement with the Commissioner that the above 
affidavits cannot per se be considered representative of the purchasing 
public, at the same time in our opinion, they help support appellant’s posi- 
tion. We think it obvious that the candy found its way to the consuming 
publie and in substantial amounts. In view of the entire record before us 
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we do not think that affidavits from consumers, presumably youngsters in 
the main, are essential to appellant’s cause. 

We find nothing in the involved section which expressly or impliedly 
imposes an unreasonable burden of proof upon an applicant for registra- 
tion thereunder, nor is it within our province to read such rigid provisions 
into it. We believe that the appellant has satisfactorily established eligi- 
bility of its mark for registration. In view of that conclusion it is neces- 
sary to reverse the decision of the commissioner. 

JACKSON, Judge, retired, recalled to participate herein in place of 
CoE, Judge. 

O’CoNNELL, Judge, dissenting. 

The decision appealed from should be affirmed (1) for the reasons 
stated in the respective decisions of the tribunals of the Patent Office; 
(2) that the proof submitted by appellant, even if it were sufficient in 
character, covers less than one half of the states of the Union; (3) in the 
remainder of such states, the use of BUTTER-NUT, a generic term, whether 
used descriptively or misdescriptively as a trade mark, cannot be appropri- 
ated there by appellant to its exclusive use, because the term may be 
fittingly used by others, as a matter of right, in advertising and carrying 
on their dealing in butternuts and goods made therefrom, Cridlebaugh v. 
Montgomery Ward & Co., Inc., 34 C.C.P.A. 742, 158 F.2d 646, 72 USPQ 
135 (37 TMR 70) ; and (4) appellant’s claim to exclusive use of BUTTERNUT 
for the past five years has failed to acknowledge, as it must, the long 
established identical mark used by another on bread. Nafziger v. Schulze 
Baking Company, 46 App. D. C. 292. 





HYLO COMPANY, INCORPORATED v. JEAN PATOU, INC. 


Appl. No. 6063 — C.C.P.A. — June 30, 1954; 
Rehearing denied September 15, 1954 


CANCELLATION PROCEDURE—DEFENSES 
Where JoY suDS was duly registered in 1941 and in continuous use held delay 
of more than eight years in filing for cancellation proceedings constitutes such laches 
as to estop appellee from asserting that injury would result by the continued use 
of trademark Joy suDs. 
CANCELLATION PROCEDURE—EVIDENCE 
Original company and owner of Joy suDS was dissolved and a new corporation 
formed which maintained the use of trademark and must therefore be regarded as 
the owner of trademark. 


Cancellation proceeding No. 5553 by Jean Patou, Inc. v. Hylo Com- 
pany, Incorporated, Registration No. 387,283 issued May 13, 1941. Regis- 
trant appeals from decision of Examiner-in-Chief sustaining petition. 
Reversed. O’CoNNELL and CoLe, Judges dissenting without opinion. 

Case below reported at 43 TMR 878. 
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Fulbright, Crocker, Freeman, Bates & White and James F. Weiler, of 

Houston, Texas, and Milton Eckert, of Washington, D. C. for appellant. 
S. Stephen Baker, of New York, N. Y. for appellee. 

Before O’CoNNELL, JOHNSON, WoRLEY, CoLE and JACKSON (retired), Asso- 
ciate Judges. 
JOHNSON, Judge. 

This is an appeal from the decision of the Examiner-in-Chief, repre- 
senting the Commissioner of Patents, reversing the decision of the Exam- 
iner of Trade Mark Interferences dismissing appellee’s petition for can- 
cellation of appellant’s trade mark Joy sups for use on ‘‘a preparation 
used in the bath having water softening and skin beautifying properties’’ 
which in the record has been referred to as a Bubble Bath. 97 USPQ 298, 
(43 TMR 878). 

Appellee’s petition for cancellation is based upon its ownership of 
registration No. 282,255, for the mark LA JOIE DE JEAN PATOU as applied to 
‘‘nerfumes, toilet waters, face powder, taleum powder, sachet, brilliantine, 
bath salts, face cream, face lotions and lip rouges,’’ and upon its allega- 
tions of prior use and ownership of the mark Joy as applied to perfumes. 
Appellee’s mark Joy was registered in 1950. 

It is alleged in appellee’s petition for cancellation that the goods of 
the parties are of the same descriptive properties and that the use of ap- 
pellant’s mark Joy suDSs on its goods is such as to cause confusion and 
deception as to the origin of the goods. 

Appellant in its answer has generally denied the material allegations 
of the petition for cancellation and, as an affirmative defense, has alleged 
that appellee, by reason of laches, is estopped to contest appellant’s right 
of registration of its mark JOY SUDs. 

Both parties have filed testimony and briefs and were represented at 
the oral hearing. 

The Examiner of Interferences was of the opinion that there are sub- 
stantial differences between the marks Joy suDS and LA JOIE DE JEAN PATOU 
and between the toilet preparations to which the marks Joy sups and Joy 
are respectively applied, and that these differences between the marks and 
the goods involved were controlling on the question of likelihood of con- 
fusion when considered in connection with appellant’s defense of laches. 
He also was of the opinion that since appellant’s registration of its mark 
JOY suDs under the Trade Mark Act of 1905 has been a matter of public 
record since its publication in the Official Gazette appellee has been charge- 
able with constructive notice thereof since that date and that appellee’s 
delay of more than eight years in bringing this proceeding, during which 
time appellant has built up a valuable good will in connection with its 
mark, constitutes such laches as to estop appellee from now asserting that 
it would be injured by the continued existence of appellant’s registration. 

The Examiner-in-Chief agreed with the Examiner of Interferences 
that there is little or no likelihood of confusion between appellee’s regis- 
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tration LA JOIE DE JEAN PATOU and Joy suDs but was of the opinion that 
appellee’s mark Joy as applied to perfumes, and appellant’s mark Joy suDs 
as applied to a preparation for use in the bath, are closely similar and 
would be very likely to cause confusion if manufacturers of perfumes also 
make and distribute bath preparations under the same name as their per- 
fumes and he held that there is a distinct likelihood of confusion between 
the mark Joy and Joy sups when applied to the goods of the parties. 

The Examiner-in-Chief was also of the opinion that the doctrine of 
laches, based upon constructive notice, should not be applied in the instant 
case unless appellant shows, 97 USPQ at 300, ‘‘increased sales, profits, 
investment, etc., up to the present in order to establish that respondent 
would be in a worse position now, if the registration were cancelled, than 
he would have been if the cancellation proceedings were earlier instituted. 
Citing Willson v. Graphol Products Co., Inc., 38 C.C.P.A. (Patents) 1030, 
188 F.2d 498, 89 USPQ 382 (41 TMR 591) ; The Lightnin Chemical Com- 
pany Vv. Royal Home Products, Inc., 39 C.C.P.A. (Patents) 1031, 197 F.2d 
668, 94 USPQ 178 (42 TMR 743) ; Continental Distilling Corporation v. 
Bohemian Distributing Company, 95 USPQ 160 (42 TMR 923); Krantz 
Brewing Corporation v. Henry Kelly Importing & Distributing Co., Inc., 
96 USPQ 219 (42 TMR 335). 

The testimony discloses that both parties refused to state how much 
business they did or how much they expended for advertising. Appellant’s 
testimony was to the effect that its sales were in excess of $25,000 per year 
beginning in 1939 and that it expended in excess of $12,000 per year for 
advertising in newspapers, pamphlets, radio and television. Also that in 
1939 the Hylo Company, Inc., was incorporated for $1,000. In 1942 the 
capital was increased to $10,000 and further increased at different times 
to its present capital of $100,000. 

The testimony of Mr. Smolowe, Executive Vice-President of appellee, 
discloses that he did not know of appellant’s Joy sups until it was brought 
to his attention by his attorney about eight months before the taking of 
testimony in the instant case. Therefore appellee can only be charged with 
constructive notice. 

We think the case of Willson v. Graphol, supra, is controlling on the 
issue of laches. In that case we held that publication of the mark involved 
in the Official Gazette of the Patent Office is constructive notice and that 
a party may not sit idly by for ten years after such publication and then 
move to have the mark so published cancelled. 

In the case at bar appellant’s mark Joy suDs, was duly registered and 
published in the Official Gazette in 1941, since which time it has been con- 
tinuously used. 

Appellee brought this proceeding over eight years after appellant’s 
mark JOY SUDS was registered and published in the Official Gazette. Under 
the circumstances set forth above we think this delay of more than eight 
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years in bringing this proceeding, during which time appellant continu- 
ously used its said mark and has built up a valuable good will in connection 
with the mark constitutes such laches as to estop appellee from now assert- 
ing that it would be injured by the continued existence and use of the mark 
JOY SUDS. 

There has been some question raised as to appellant’s right to the mark 
JOY sups. However, the record shows that the original Hylo Company, 
Ine., which was issued the mark Joy suDs was dissolved and its business 
taken over by a partnership composed of the persons who owned all of the 
stock in that corporation. Later, the partnership formed a new corpora- 
tion, Hylo Company, Inc., in which they owned all of the stock. Each of 
the business enterprises maintained the use of the mark Joy sups. On these 
stated facts, we agree with the holding of the Examiner of Interferences 
that ‘‘the present Hylo Company, Inc., is the present successor to the busi- 
ness, and good will associated therewith, formerly conducted by the origi- 
nal registrant, and, therefore, it must be regarded as the owner of the mark 
JOY suDs, used therein, MacWilliam v. President Suspender Co., 46 App. 
D.C. 45, 1917 C.D. 179.’’ 

We have carefully considered all of the arguments of the parties and 
cited cases, but deem it unnecessary to further discuss them. For the rea- 
sons hereinbefore stated, the decision of the Examiner-in-Chief is reversed. 

JACKSON, Judge, retired, sat for Garrett, Chief Judge. 

O’CoNNELL and Co.Lez, Judges, dissent. 






















THE MASTER, WARDENS, SEARCHERS, ASSISTANTS AND 
COMMONALTY OF THE COMPANY OF CUTLERS IN HALLAMSHIRE 
IN THE COUNTY OF YORK v. SHEFFIELD STEEL CORPORATION 


App. No. 6152 — C.C.P.A. — June 30, 1954; 
Rehearing denied September 15, 1954 
CANCELLATION PROCEDURE—APPEALS—COURT OF CUSTOMS AND PATENT APPEALS 
Where Assistant Commissioner of Patents’ decision is an interlocutory order | 
denying motion for summary judgment held not a proper order for appeal. 
Cancellation proceeding No. 5915 by Sheffield Steel Corporation v. 
The Master, Wardens, Searchers, Assistants and Commonalty of the Com- 
pany of Cutlers in Hallamshire in the County of York, Registration No. | 
369,861 issued August 8, 1939. Registrant appeals from decision of Assist- 
ant Commissioner of Patents, denying motion for summary judgment. | 
Appeal dismissed. 
O’CoNnNELL, Judge dissenting with opinion. 
Case below reported at 43 TMR 1101. | 
Chauncey P. Carter, of Washington, D.C. for appellant. 
Alfred R. Fuchs, of Kansas City, Missouri for appellee. 
Before O’CONNELL, JOHNSON, WORLEY and Coz, Associate Justices. 
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This is an appeal from the decision of the Assistant Commissioner of 
Patents reversing and remanding the decision of the Examiner of Inter- 
ferences, granting appellants’ motion for summary judgment. Appellee 
has here moved to dismiss said appeal on the grounds that the decision 
appealed from is an interlocutory decision and therefore, not appealable. 
The decision of the Assistant Commissioner of Patents is essentially 
an order denying a motion for summary judgment. An order denying a 
motion for summary judgment is an interlocutory order, and as such is not 
a proper order for appeal. Marcus Breier Sons, Inc. v. Marvlo Fabrics, 
Inc., 173 F.2d 29, 80 USPQ 534. Since this is not a final judgment no 
appeal can be taken. ‘‘A ‘final decision’ generally is one which ends the 
litigation on the merits and leaves nothing for the court to do but execute 
the judgment.’’ Catlin v. United States, 324 U.S. 229, 233, and cases 
therein cited. The reason for not allowing appeals from such judgments 
is to prevent piecemeal litigation. Catlin v. United States, supra. 
For the reasons hereinbefore stated, the motion is granted and the appeal 


is dismissed. 

O’CoNNELL, Judge, dissenting. 

This is an appeal from the decision of the Assistant Commissioner 
of Patents, 101 USPQ 369 (43 TMR 1101), where, by delegation of author- 
ity and acting for the Commissioner of Patents, she reversed the decision 
of the Examiner of Interferences granting appellant’s motion for summary 
judgment and dismissing appellee’s petition to cancel the registration of 
appellant’s mark SHEFFIELD. 

The record discloses that the examiner granted the appellant’s motion 
on the ground that the petition for cancellation affirmatively established 
on its face that the petitioner’s trade mark use of SHEFFIELD on its products 
falsely suggests an association with the steel industry of Sheffield, England, 
and that, therefore, the petition was barred by unclean hands. 

The commissioner’s decision, consisting of one sentence, has been ap- 
pealed here and such action brings before the court for review upon the 
merits not only the facts and conclusions of law relied upon by the examiner 
but also the validity of the commissioner’s decision : 

This case having come on for oral argument, and arguments hav- 
ing been presented on behalf of both parties, the decision of the Ex- 
aminer of Interferences dismissing the petition for cancellation is 
hereby reversed, and the matter is remanded to the Examiner of Inter- 
ferences for the setting of dates for taking testimony. 


Appellee has moved to dismiss the appeal on the ground that the 
commissioner’s decision is not final. However, the effective provisions of 
the statute which govern the situation thus presented nowise support ap- 
pellee’s position. Sections 20 and 21 of the Trade Mark Act of 1946, so 


far as pertinent, read as follows: 
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20. An appeal may be taken to the Commissioner in person from 
any final decision of the examiner in charge of interferences or of the 
registration of marks upon the payment of the prescribed fees. 

21. Any applicant for registration of a mark, party to an inter- 
ference proceeding, party to an opposition proceeding, party to an 
application to register as a lawful concurrent user, party to a cancella- 
tion proceeding * * * who is dissatisfied with the decision of the Com- 
missioner may appeal to the United States Court of Customs and Pat- 
ent Appeals. 

Section 21, it will be observed, provides that any party to a cancella- 
tion proceeding who is dissatisfied with the decision of the commissioner 
may appeal to the United States Court of Customs and Patent Appeals 
and such an appeal rests on a wholly different basis from an appeal to the 
commissioner from a final decision of the examiner. 

Rule 23.1 of the Rules of Practice adopted and published by the Patent 
Office, relative to the established procedure in trade mark cases, provides 
that the Federal Rules of Civil Procedure shall govern in inter partes pro- 
ceedings involving a petition to cancel, such as we have here; that the fihal 
hearing held before the Examiner of Interferences in cases like this shall 
be treated as corresponding, in law and in equity, to the tribunal for the 
trial of causes in the United States District Court; and that the decision 
of the examiner shall have the same status for purpose of appeal as the 
decision of a judge of the district court. 

In the district court, as illustrated, for example, by the latest official 
report received in the morning mail relative to the case of Lampert v. Hollis 
Music, Inc., 101 USPQ 444, the prevailing and well-settled rule is that 
wherever the pleading of a plaintiff or petitioner contains unequivocal 
admissions and leave no remaining triable issues of fact, a motion for sum- 
mary judgment in the case will be granted. In that case there were two 
causes of action set forth in the amended complaint. The motion for sum- 
mary judgment was granted as to the first, and denied as to the second, the 
court having found in the latter instance ‘‘that there are triable issues of 
fact respecting the plaintiff’s claims’’ relative to which the court was 
required to proceed, hear the evidence, and render judgment. 

An order denying a motion for summary judgment in a case like this 
presents for the consideration of the appellate tribunal the question as to 
whether the moving party was entitled, as a matter of law, to dismissal of 
the involved petition, there being no general issue as to any material fact. 
Theard v. Fidelity & Deposit Co. of Maryland, 202 F.2d 880; Cohen v. 
Eleven West 42nd Street, 115 F.2d 531. Where the acts of an adminis- 
trative officer of the Government was concerned, the United States Court 
of Appeals for the District of Columbia reviewed on appeal and reversed 
a decision of the District Court denying a motion for summary judgment. 
Farley v. Abbetmeier, 72 App. D.C. 260, 114 F.2d 569. 

The record discloses that appellee has filed numerous interrogatories 
and subsequent additional interrogatories designed to elicit answers cover- 
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ing long periods of time, beginning ‘‘at least as early as 1624,’’ with 
respect to the alleged defects in appellant’s registration and right to the 
use of the mark SHEFFIELD at home and abroad. From the recorded an- 
swers it has been developed that no dispute between the parties exists rela- 
tive to appellant’s long priority in the use of SHEFFIELD as a mark on iden- 
tical goods sold by both parties in various foreign markets. No point has 
been made by the commissioner that the taking of testimony by the filing 
of additional interrogatories or otherwise will add any material issue of 
fact or anywise alter the effect of the explicit concessions and admissions 
already made by appellee. 

The court in the case Coca-Cola Co. v. Dizxi-Cola Laboratories, 30 
F.Supp. 275, 43 USPQ 484 (30 TMR 307), properly held that— 


Under new federal rules of civil procedure, the number of inter- 
rogatories should be relatively few and related to important facts 
rather than very numerous and concerned with relatively minor evi- 
dentiary details. Rules of Civil Procedure for District Courts, rules 

* 33, 37, 28 U.S.C.A. following section 723c. 

The Hon. Arthur D. Bailey in his recent address before the American 
Patent Law Association of Washington, D. C., as quoted in The Trade- 
Mark Reporter, Vol. XLII, pages 275-281 et seq., made these important 
remarks: 

requests for discovery, although otherwise admissible, may be rejected 

to the extent that they may be cumulative, onerous, or unreasonably 

burdensome. And where a party seeks discovery concerning the world 
and all that is in it, his inquiries further may be appropriately 

restricted in scope under Rule 30(b), as expressly provided by Rule 33. 
Appellant directed the attention of the tribunals of the Patent Office, 
including the commissioner, to the following undisputed facts: 

The present respondent [appellant] is being harassed by the pres- 
ent petitioner and put to very considerable trouble and expense in 
this and other proceedings. * * * it would be most unfair * * * to 
require it to further defend the present proceeding through what 
promises to be a long drawn out series of motions, interlocutory 
pleadings, testimony, etc. and subject to an expense that may easily 
run into thousands of dollars when it is abundantly clear from the 
present record that the Patent Office has no alternative under the 
court decision and in view of the defects in the Petition for Cancella- 
tion but to deny the petition. 

No reason having been given for the reversal of the examiner’s deci- 
sion, the commissioner’s decision does not conform to the spirit or require- 
ments of the patent laws. International Standard Electric Corp. v. Kings- 
land, 169 F.2d 890, 78 USPQ 241; In re Lee, 39 C.C.P.A. 752, 193 F.2d 
186, 92 USPQ 131. The acts of administrative employees and officials of 
the Government, as well as the conduct of persons who abuse the use of 
a previously registered mark, at home or abroad, is amenable to remedial 
action by the courts. Dollar v. Land, 81 App. D.C. 28, 154 F.2d 307, 
affirmed, 330 U.S. 731; Steele v. Bulova Watch Co., 344 U.S. 280, 95 
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USPQ 391 (43 TMR 57); Bacardi Corp. v. Domenech, 311 U.S. 150, 47 
USPQ 350. 

Relying on the basic principle stated by Mr. Justice Holmes in Ubeda 
v. Zraleita, 226 U.S. 452, 454, that ‘‘Imposition on the public is not a 
ground on which the plaintiff can come into court, but it is a very good 
ground for keeping him out of it,’’ the Examiner of Trade Mark Inter- 
ferences in granting appellant’s motion for summary judgment held: 


‘*Levin, Examiner of Interferences: 

‘*This is a motion for summary judgment brought by respondent. 
Both parties filed briefs and were represented at the hearing. 

‘*The registration sought to be cancelled issued to the respondent, 
an association located at Sheffield, England, under the provisions of 
Section 1 of the Act of 1905 as amended June 10, 1938 relating to col- 
lective marks and discloses the mark SHEFFIELD, for use on a long list 
of items pertaining to Class 23, cutlery, machinery and tools. 

**Respondent’s registration has been challenged upon a variety of 
theories which need not be further adverted to. 

‘The motion is primarily bottomed on the holding of the Court 
of Customs and Patent Appeals in the case styled The Master, Ward- 
ens, Searchers, Assistants and Commonalty of the Company of Cutlers 
in Hallamshire in the County of York v. Cribben and Sexton Com- 
pany, 40 C.C.P.A. 872 (Patents), 97 USPQ 153 (48 TMR 634), to 
the effect that: 


It is impossible to eseape the conclusion that appellee should be 
refused registration of its mark SHEFFIELD on the ground, among 
other things, that basically it consists of matter which falsely sug- 
gests a connection with the renowned manufacturing industry of 
steel located at Sheffield, England. 


‘‘In other words, applying said quoted excerpt to the case at bar, 
and as aptly stated by movant on page 4 of the motion paper: 


The present petition for cancellation has been filed by an Ameri- 
ean Company which admits that it is using SHEFFIELD on sheet steel, 
steel bars, and other iron and steel products which under the court 
decision ‘falsely suggests a connection with * * * Sheffield, England.’ 


‘*Consequently, reasons the respondent, the case alluded to above 
is binding on the Examiner with the end result that petitioner is dis- 
qualified from maintaining this proceeding and the motion for sum- 
mary judgment should accordingly be granted. 

‘*Petitioner’s position on this branch of the case is that, inter 
alia, (1) respondent’s involved registration is invalid, because it was 
obtained through fraud and misrepresentation, and (2) that said 
decided case, supra, is inapplicable here because ‘neither the facts nor 
the issues are the same in this case as in the Cribben & Sexton case.’ 

‘‘Obviously, if it be found that petitioner is using its mark SHEF- 
FIELD in a manner as to ‘falsely suggest a connection with the renowned 
manufacturing industry of steel located in Sheffield, England,’ then 
the petitioner would be without standing to contest this case. In that 
event, this would be dispositive of the case, and the other points 
raised by the parties need not be considered. 

‘*Petitioner and its predecessors since 1887 have continuously 
maintained a factory and offices in an area within the State of Mis- 
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souri known as SHEFFIELD which originally was not but now is a part 
of Kansas City, and its post office address since 1904 being ‘Sheffield 
Station, Kansas City, Mo.’ It is not denied that petitioner sells and 
manufactures a large number of steel items such as sheet steel, steel 
bars and steel billets to which the mark SHEFFIELD is applied; also sells 
low and medium carbon steel and products made therefrom, high car- 
bon steel grinding balls, ete. The petitioner also admits in its answers 
to respondent’s interrogatories (paper #22) that it is variously known 
in the trade as SHEFFIELD STEEL, SHEFFIELD, SHEFFIELD STEEL COMPANY, 
and SHEFFIELD STEEL PLANT, as well as by its corporate name. 

**Clearly, under the facts as outlined in the next preceding para- 
graph, there is a strong suggestion of an association with the well 
known steel industry of Sheffield, England. This conclusion in ines- 
capable. In the Master, Wardens, etc., case, supra, the court found 
not only that the manufacturing steel industry at Sheffield, England, 
was renowned, but also that registration of SHEFFIELD for stoves and 
ranges made in this country should be refused because it ‘falsely sug- 
gests a connection with the renowned manufacturing industry of steel 
located at Sheffield, England.’ At this point it should be pointed out 
that the involved goods of the parties are unquestionably closely 
related. That decision of the court applies with equal force to the use 
of SHEFFIELD as a trade mark for the steel products of the petitioner 
in this case and in this respect is deemed to be binding on the Exam- 
iner; The Coca-Cola Company v. Jacob Ries Bottling Works, Inc., 50 
USPQ 639 (36 TMR 423) ; The White Company v. Vita-Var Corpora- 
ration, 37 C.C.P.A. 1039, 182 F.2d 217, 640 O.G. 6, 86 USPQ 84 (40 
TMR 537). Under this view of the case held by the Examiner it is 
clear to him that petitioner is disqualified from maintaining this 
proceeding. 

‘*A review of some of the authorities along the lines of the issue 
here is believed not to be amiss. For example, in the case of Ubeda 
v. Zialcita, 226 U.S. 452, 1913 C.D. 517, 187 O.G. 833, wherein the use 
of plaintiff’s registered mark was found to have involved deception 
of the public, the court said: 

Imposition on the public is not a ground on which the plaintiff can 
come into court, but is a good ground for keeping him out of it. 


So, too, in the case of Medallion Wine Corporation v. Walbaum, Goul- 
den Co. (Champagne Heidsieck & Co. Monopole, assignee, substituted), 
53 USPQ 526, wherein the petitioner, upon the allegations of its peti- 
tion for cancellation, was guilty of the deception of which it accused 
the respondent, the Assistant Commissioner said : 


By the affirmative allegations of its own pleading petitioner thus dis- 
qualifies itself to maintain the proceeding. 


Other cases relevant to the issue under discussion are Isador Straus 
and Nathan Straus, Trading and Doing Business Under the Firm 
Name of R. H. Macy & Co. v. Notaseme Hosiery Company, 240 U.S. 
179, 226 0.G. 1433, 1916 C.D. 288; Levy & Co. v. Uri (N M Uri & Co. 
substituted), 31 App. D.C. 441, 135 O.G. 1363, 1908 C.D. 461. 

‘‘In summary, then, in view of the Master, Wardens, etc., case, 
supra, the examiner must hold that petitioner’s use of SHEFFIELD on 
certain steel products ‘falsely suggests’ an association or connection 
with the renowned steel industry of Sheffield, England. It is not the 
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purpose of the Trade Mark Act to recognize the right of any person to 
defraud the public by using a deceptive mark ; Section 2(a) of the Act 
and the decisions on this point, supra. It is the examiner’s conclusion, 
therefore, that petitioner’s use of SHEFFIELD incapacitates it from 
maintaining the instant proceeding. 

‘*Petitioner’s citations have been carefully studied but they are 
deemed to be inapposite to the facts at bar. 

‘* Accordingly, respondent’s motion for summary judgment is 
granted; and the petition for cancellation is hereby dismissed.’’ 


In the case at bar the decision of the Commissioner of Patents is sus- 
ceptible to the legal conclusion that it is merely capricious and designed 
to harass the appellant. Accordingly, the motion to dismiss the appeal 
should be denied for the reasons hereinbefore stated and the proceedings 
in the tribunals of the Patent Office should be reviewed in this court on the 
merits. 


TEX TAN OF YOAKUM v. J. HALPERN COMPANY 
Appl. No. 6041 —C.C. P. A. — June 30, 1954 


REGISTRABILITY—CONFUSINGLY SIMILAR MarKS—Goops OF DIFFERENT CLASSES 
THE TEXAN used for toy holster held not confusingly similar to TEXAS RANGER 
used on leather goods including real holsters, however, marks would be confusingly 
similar if applied to the same goods. 


Opposition proceeding No. 29,419 by Tex Tan of Yoakum v. J. Halpern 
Company, application Serial No. 542,576 filed November 28, 1947. Opposer 
appeals from decision of Examiner in Chief dismissing opposition. 


Affirmed. 


Case below reported at 43 TMR 126. 

Charles R. Allen and Charles R. Allen, Jr., of Washington, D. C. for 
opposer-appellant. 

Brown, Critchlow, Flick & Peckham and Paul N. Critchlow, of Pittsburgh, 
Pennsylvania for applicant-appellee. 

Bernard M. Halpern pro se. 

Before O’CoNNELL, JOHNSON, WorLEY, CoLE and Jackson (retired), 
Associate Judges. 


JOHNSON, Judge. 

This is an appeal from the decision of the Examiner in Chief, repre- 
senting the Commissioner of Patents, 95 USPQ 370, affirming the decision 
of the Examiner of Interferences dismissing appellant’s notice of opposition 
to appellee’s application for registration of the notation, THE TEXAN, as 
a trade mark for toy holster sets and holding that appellee was entitled 
to register the mark under Section 2 of the Trade Mark Act of July 5, 
1946, 60 Stat. 428, 15 U.S.C. 1052. It is alleged in appellee’s application 
for registration that appellee has continuously used its mark on its goods 
since about November 1940. 
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In its notice of opposition dated May 1, 1950, appellant alleges that 
it is the owner of the trade mark, TEXAS RANGER; that appellant and its 
predecesscr, Texas Tanning and Manufacturing Company, has used its 
mark on its goods since and prior to November 1940 as the trade name, 
trade mark and means of identifying origin of appellant’s goods including 
pistol holsters, pistol holster sets and cartridge belts; that appellant has 
distributed its goods bearing the trade name and trade mark, TEXAS 
RANGER, in substantial quantities throughout and among the several states 
of the United States and has spent considerable sums of money in adver- 
tising its products, including toy pistol holders and toy cartridge belts 
under its aforesaid name and mark and that by reason of said general 
distribution and advertising the name and/or mark have become favorably 
known to the trade and public as the property of appellant, especially as 
applied to pistol holders and cartridge belts and as identifying its said 
goods and their origin from those of other dealers, and that confusion in 
the minds of the public and damage to appellant will be caused by the 
continued use of the mark, THE TEXAN, on toy holster sets; that appellant 
filed an application for registration of its TEXAS RANGER trade mark, Serial 
No. 577,080 on April 13, 1949, in the United States Patent Office and that 
the mark sought to be registered by appellee, namely, THE TEXAN, consists 
of and comprises a mark which so nearly resembles that of appellant, 
namely, TEXAS RANGER, when applied to the goods of appellee as to be 
likely to cause confusion or mistake or to deceive purchasers as to true 
origin. 

In its answer dated October 9, 1950, appellee admits that appellant 
has, since prior to November 1940, been engaged in the manufacture of 
leather goods and equipment including pistol holsters, pistol holster sets 
and cartridge belts, but denies that said goods are of the same class and 
descriptive properties as toy holster sets on which appellant uses its mark, 
THE TEXAN, and denies that appellant was engaged in the manufacture 
and/or sale of toy pistol holsters prior to about 1948. Appellee admits 
that appellant has distributed pistol holsters, pistol holster sets and cart- 
ridge belts bearing its mark, TEXAS RANGER, but denies that prior to about 
1948 it distributed any toy pistol holsters and toy cartridge belts under 
the mark, TEXAS RANGER, and denies that appellee’s use of its mark, THE 
TEXAN, on toy holster sets it sells will result in confusion in the minds of 
the public or that any damage to appellant will be caused by appellee’s 
continued use of its mark, THE TEXAN, on toy holster sets. 


Both parties have filed stipulated evidence in narrative form from 
which it appears that as early as 1929 appellant and its said predecessor 
operated a tannery and began the manufacture of leather products includ- 
ing harness, horse collars, saddles, cowboy chaps, riding equipment, and 
men’s and boy’s belts, gun cases and pistol holsters; that the mark TExAs 
RANGER, was first applied to belts as early as 1927; that appellant is the 
owner of trade mark registration No. 342,616 issued January 19, 1937 for 
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TEXAS RANGER for belts for men; that continuously since 1939 appellant has 
sold cartridge belts and children’s belts, including JUNIOR TEXAS RANGER 
BELT, that beginning in 1933 the use of the mark, TEXAS RANGER, Was 
extended to boys’ belts; that in 1947 a complete line of cowboy outfits for 
kids was added to the TEXAS RANGER line; that the TEXAS RANGER brand of 
goods including belts for men and boys and pistol holster sets of some type 
have been continuously sold since 1933; that the first sale of children’s 
equipment marked TEXAS RANGER was made in 1933; that in 1947 the youth 
line under the mark, TEXAS RANGER, was extended to include chaps, suits, 
scabbards, hats and toy pistols; that appellee has sold toy holster sets under 
its mark, THE TEXAN, in all the states of the United States continuously 
since November 1940; that in 1941 appellee’s sales were in excess of fifty 
thousand dollars and that since 1941 such sales have gradually increased 
until its sales in 1950 were in excess of one million dollars; and that 
appellee has advertised its top holster sets sold under its mark, THE TEXAN, 
since 1940 in trade journals and by catalogues. 


The Examiner of Interferences did not agree with appellee’s conten- 
tion that its line of toy holster sets for juvenile use is so dissimilar to the 
utilitarian goods of appellant that there would be no likelihood of con- 
fusion even if similar marks are contemporaneously used on the respective 
goods of the parties hereto. It was his view that the similarities of the 
goods of the parties are obvious and that while a toy set may not be made 


as durable as one for utilitarian use it would be only natural to believe 
that both types of goods were manufactured by the same company. How- 
ever, he held that the words, THE TEXAN and TEXAS RANGER, are not so 
similar as to be likely to cause confusion in trade as to the origin of the 
goods to which applied. 


The Examiner of Interferences stated: 


While it is true that one would think of a TEXAS RANGER as being 
& TEXAN still the term TEXAS RANGER is so well known and so much a 
part of American lore, that the very mention of the name brings to 
mind that particular group of Texans to which, through the years, the 
name has reference; whereas the term THE TEXAN does not bring to 
mind any particular individual or group of individuals or any one 
particular thing related to Texas. 


The Examiner in Chief did not agree with the opinion of the Examiner 
of Interferences that the marks here involved are not confusingly similar 
and held that the words, THE TEXAN and TEXAS RANGER, have a more or less 
substantial identity and that the use of the marks on the goods specified 
would very likely lead to confusion or deception of purchasers as to the 
origin of the goods. However, he held that the evidence does not establish 
prior use by appellant of his mark, TEXAS RANGER, on children’s cartridge 
belts or on toy holster sets and for that reason, affirmed the decision of the 
Examiner of Interferences dismissing the opposition. 
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Following the decision of the Examiner in Chief, appellant filed a 
‘Request for Reconsideration’’ in reference to which the Examiner in 
Chief stated: 


The petition points out that the examiner of interferences in his 
decision held: 

‘*A holster set includes a belt and a holster; while a toy set 

may not be made as durable as one for utilitarian use, the similari- 


ties are obvious; and it would only be natural to believe that both 
types of goods were manufactured by the same company.’’ 


but states it is apparent in order to reach the decision rendered in this 

ease that it was necessary to find that the goods of the respective 

parties were not similar, and since no ruling was made on this point 
in the decision, the opposer now requests that a ruling be made thereon. 

At first glance it might appear that a holster set which includes a 
belt and holster for real pistols and real cartridges are similar to toy 
holster sets for toy pistols. However, it must be remembered that one 
is made to hold a weapon and the other to hold a toy. Holster sets 
including real pistols and toy holster sets including toy pistols are not 
normally sold either to the same class of purchasers or in the same 
stores, and while I am of the opinion that the marks TEXAS RANGER and 

THE TEXAN would be confusingly similar if applied to the same goods, 

I do not think that there would be a likelihood of confusion if Texas 

RANGER were applied on leather goods and equipment including real 

pistol holster sets and cartridge belts and were applied to toy holster 

pistol holster sets and cartridge belts and THE TEXAN were applied to 
toy holster sets for toy pistols. 

We have given careful consideration to the stipulated testimony, the 
briefs of the parties and the oral arguments before us and we agree with 
the decision of the Examiner of Interferences that the involved marks are 
not confusingly similar. We do not think the concurrent use of the marks 
on the goods of the parties would be likely to confuse or deceive purchasers 
as to the origin of the goods. 

In view of this holding, it is unnecessary to discuss other issues raised 
by the parties. 

However, one more matter remains to be considered. Appellant did 
not include in the record an index to appellee’s exhibits E to Q inclusive. 
This index was added on the motion of appellee to correct diminution of 
the record. This added matter was necessary for a proper decision of this 
case and costs for making such addition are therefore assessed against 
appellant. 

For the reasons stated the decision appealed from dismissing the notice 
of oppostion is hereby affirmed. 

JACKSON, Judge, retired, sat for Garrett, Chief Judge. 
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EKCO PRODUCTS COMPANY v. BERNARD EDWARD CO. 


No. 31082 — Commissioner of Patents — August 12, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


BECO used for kitchen hardware held not confusingly similar to EKco used for 
kitchen cutlery. 


TRADE-MARK AcT oF 1946—REGISTRATION PROCEDURE—APPLICATIONS 


Identification of goods should be clear, concise, brief, and of common descrip- 
tive name of product upon which the mark was being used at time of filing applica- 
tion and not at later date and refusal of Examiner of Interferences to entry 
amendment submitted during prosecution of application which identified goods that 
were being sold under mark reversed. 


Opposition proceeding by Ekco Products Company v. Bernard Ed- 
ward Co., application Serial No. 593,390 filed March 4, 1950. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Reversed. 

Stanley Woods, of Chicago, Illinois for applicant-appellant. 
Bair, Freeman & Molinaire, of Chicago, Illinois for opposer-appellee. 
Leeps, Assistant Commissioner. 

Application was filed to register the word ‘‘beco’’ (written in lower case 
letters) for ‘‘drapery hardware of metal and plastic comprising tie-backs, 
brackets, rings, clips, festoon hangers, traverse rods, cranes, and parts 
thereof; kitchen ware comprising paper towel dispensers, wax paper dis- 
pensers, knife holders, combined spice set and towel dispensers, and pastry 
molds, all made of plastic; flower and plant racks, stands, trellises, and 
hangers made principally of plastic; and plastic shampoo drainboards.’’ 
The Examiner of Trade Marks held the word ‘‘comprising’’ to be indefi- 
nite, and suggested that the word ‘‘namely’’ be substituted therefor; and 
held the terms ‘‘and parts thereof,’’ ‘‘paper towel dispensers,’’ ‘‘ wax 
paper dispensers,’’ ‘‘knife holders,’’ ‘‘combined spice set and towel dis- 
pensers,’’ and ‘‘flower and plant racks, stands, trellises, and hangers’’ to 
be indefinite. The examiner required an amplification of the description 
of the goods ‘‘by indicating the character and function thereof’’ and 
stated, ‘‘If applicant’s goods are designed to be affixed to the wall, that 
fact should also be related in the statement.’’ 


Applicant submitted an amendment identifying the goods as ‘‘ drapery 
hardware of metal and plastic, namely tie-backs, rings, clips, festoon 
hangers, traverse rods, cranes, and parts thereof ; kitchen hardware, namely 
paper towel dispensers, wax paper dispensers, knife holders, combined 
spice set and towel dispensers, all being made of plastic and adapted 
for mounting upon a kitchen wall and having trunnions for mounting 
standard rolls of wax paper towelling as the case may be, the spice set 
including jars of glass; plastic pastry molds; flower and plant racks, 
stands, trellises, and hangers, made principally of plastic and adapted 
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to be mounted upon walls or placed upon flat surfaces for decorative pur- 
poses indoors.’’ 

The mark was published, and opposition was filed by the registrant 
of EKCO and EKCOWARE for kitchen cutlery, ice cream dishes and molds, 
shovels, oven hoes and pokers, metal pans, pots and kettles, cooking hollow 
ware, and other kitchen utensils.* The opposer’s marks are displayed as 
EKco, Ekco and EKcOWARE. The Examiner of Interferences held that 
applicant’s ‘‘kitchen ware’’ and opposer’s ‘‘kitchen utensils’’ could not be 
said to be different goods, and that the marks ‘‘have four letters each, 
three of which are identical in each mark and appear in the same order, 
and clearly the marks are confusingly similar in sound.’’ The opposition 
was sustained, and applicant appealed. 

There is no evidence in the case other than opposer’s registrations. 

It is obvious that opposer coined its mark EKco from the initials of 
the corporate name ‘‘The Edward Katzinger Company.’’ It is equally 
obvious that applicant coined its mark in the same manner—seEco from 
‘Bernard Edward Company.’’ This method has become a rather com- 
mon practice, and as was said by Judge Denison in Oil Conservation Engi- 
neering Co. v. Brooks Engineering Co., 11 USPQ 69, 70 (C.A. 6, 1931): 

‘*The defendant [opposer] having chosen for its trade mark a 
condensation of its corporate name, cannot complain of similar action 
by the plaintiff [applicant], applied to its entirely nonsimilar cor- 
porate name; unless the result is such close resemblance as to make 
confusion among customers fairly probable rather than merely pos- 
sible.’’ 

Thus, it was held in Ex parte Technical Porcelain and Chinaware Co., 
100 USPQ 281, (44 TMR 731) (Com’r, 1954), that TEPco obviously coined 
from the applicant’s corporate name, would be likely, when applied to the 
same and closely related items, to cause confusion with TEPECO, obviously 
eoined from the corporate name of the registrant, ‘‘Trenton Potteries 
Company.”’ 

There is not, however, the same similarity in sound and appearance 
here as in the cited case, nor is there the same identity of products. 

The products of the parties, if sold under the identical mark, might 
reasonably be assumed to have a common origin. The marks are not the 
same however. They do not resemble each other in appearance. They 
might sound somewhat alike if applicant’s mark were pronounced as if 
spelled ‘‘bekko’’—but if it were pronounced as if spelled ‘‘beeko,’’ there 
would be no resemblance in sound. 

There is no rule by which the pronunciation of trade marks by the 
public can be measured. Nehi Corp. v. Victor Syrup Co., 95 USPQ 341, 

* Reg. No. 109,742, issued Apr. 18, 1916 to The Edward Katzinger Co. and renewed 
to opposer-registrant by change of name; Reg. No. 109,743, issued Apr. 18, 1916 to The 
Edward Katzinger Co. and renewed to opposer-registrant by change of name; Reg. No. 
252,992, issued Feb. 19, 1929 to The Edward K. Co. and owned by opposer by change 


of name; Reg. No. 425,967, issued Dec. 10, 1946; Reg. No. 426,320, issued Dee. 24, 1946; 
Reg. No. 432,092, issued Aug. 19, 1947; and Reg. No. 432,093, issued Aug. 19, 1947. 
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(43 TMR 118) (Com’r, 1952), and cases cited therein ; but it is my opinion 
that irrespective of pronunciation of applicant’s mark, it is sufficiently 
different from opposer’s to avoid confusion. The marks have no signifi- 
cance other than to suggest the corporate names of the respective parties. 

The opposition should be dismissed. 

During the pendency of the opposition before the Examiner of Inter- 
ferences, applicant submitted an amendment of its application, identifying 
its products as ‘‘drapery and window hardware of metal and/or plastic, 
plastic pastry molds, flower and plant racks, stands, trellises, and hangers 
made principally of plastic and adapted to be mounted upon walls or 
placed upon flat surfaces for decorative purposes indoors.’’ Opposer did 
not object to the entry of the amendment, but the Examiner of Trade 
Marks found the amendment to be unacceptable because (1) it did not 
spell out the items making up the drapery hardware, and (2) the indefi- 
nite term ‘‘window hardware’’ is more inclusive than the original iden- 


tification and, as generally understood in the trade, it covers entirely dif- 
ferent goods and therefore might be objected to by parties not concerned 
in the opposition. Entry of the amendment was then refused by the Ex- 
aminer of Interferences without prejudice to renewal of the request to 
amend following final termination of the opposition. 

At the argument on appeal it was indicated that the goods then being 
made by applicant were properly identified as ‘‘drapery and window hard- 


ware of metal and plastic, and parts therefore; paper towel dispensers; 
wax paper dispensers, knife holders, pastry molds, decorative figurettes, 
eandle holders and flower and plant racks, stands, trellises, hangers and 
planters made principally of plastic; and combined spice set and towel 
dispensers, including plastic dispensers and glass jars.’’ Following the 
argument on appeal an amendment so identifying the goods was submitted. 

The identification of goods for purposes of registration should be clear, 
concise and brief, and it must identify, by the common descriptive name, 
the products upon which the mark was being used at the time of filing the 
application, and not at a later time. Specimens and brochures submitted 
during the prosecution of the application show the following goods were 
being sold under the trade mark BECO: drapery hardware and fixtures; 
flower pot wall hangers and trellises; knife racks; pastry molds; and 
waxed paper and paper towel dispensers. An amendment so identifying 
the goods should be submitted by applicant and entered by the Examiner 
of Trade Marks. 

The decision of the Examiner of Interferences is reversed. 


Seas 
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INTERNATIONAL CELLUCOTTON PRODUCTS COMPANY v. 
MILLER SUPPLY COMPANY, INC. 


No. 31664 — Commissioner of Patents — August 12, 1954 


TRADE-MarRK AcT OF 1946—REGISTRABILITY—IN GENERAL 
Where the character or nature of the products leads to conclusions that they 
come from same source held sufficient to find likelihood of confusion and it is not 
necessary to find that goods are of same descriptive properties, or competitive or 
move in same trade channels to deny registration of similar mark. 
TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
KLEEN-TEX used for sterilized wiping cloths confusingly similar to KLEENEX 
used for various paper articles. 

Opposition proceeding by International Cellucotton Products Com- 
pany v. Miller Supply Company, Inc., Serial No. 582,378 filed July 15, 
1949. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Affirmed. 

Soans, Glaister & Anderson, of Chicago, Illinois for opposer-appellee. 

Jack W. Wicks, of St. Paul, Minnesota and Howard L. Fischer, of Minne- 
apolis, Minnesota for applicant-appellant. 

LeEps, Assistant Commissioner. 

Application has been filed to register KLEEN 0 TEX (KLEEN disclaimed) 
for sterilized wiping cloths. Use is claimed since January, 1945. Registra- 
tion has been opposed by the owner-registrant of KLEENEX* for various 
paper articles, including disposable tissues, paper towels, toilet tissue, 
sanitary neckbands, capes, caps and facial masks, bibs and diapers, clean- 
ing, drying dusting, polishing and wiping cloths, handkerchiefs, napkins, 
and seat covers. The Examiner of Interferences sustained the opposition, 
and applicant has appealed. 

It appears from opposer’s testimony that since at least 1925, the trade 
mark KLEENEX has been used by opposer to identify and distinguish some 
of its products; the primary products identified by KLEENEX are dispos- 
able tissues, eyeglass tissues and table napkins; its disposable tissues are 
packaged and sold throughout the United States and in some 40 foreign 
countries to individual users and to institutional users such as beauty 
shops, barber shops, doctors and dentists; KLEENEX tissues are recom- 
mended and used for cleaning, polishing and wiping purposes by industry, 
as well as in the home; each package of tissues has, for at least twenty 
years had inserted therein a ‘‘pull-out’’ sheet carrying an advertising 
message immediately visible upon opening; dollar value of sales of KLEENEX 
tissues in the United States since 1924 has been approximately $327,000,000 
at the manufacturer’s level; and advertising expenditures have been con- 


* Reg. No. 191,941, issued November 25, 1924, renewed; Reg. No. 266,649, issued 
Jan. 28, 1930, renewed; Reg. No. 297,536, issued Sept. 20, 1932, renewed; Reg. No. 
384,582, issued Jan, 21, 1941; Reg. No. 408,618, issued Aug. 22, 1944; and Reg. No. 
514,511, issued Aug. 30, 1949. All marks, except the last one mentioned (which issued 
on the Principal Register) have been published under Sec. 12(c). 





Vol. 44 T. M. R. INTERNATIONAL v. MILLER SUPPLY 


siderable—in 1926 they were $390,000, in 1944 $740,000, in 1946, $800,000, 
in 1948, $1,600,000, and in 1950, $2,300,000. 

During the entire period from adoption of the mark to January, 1953, 
when the testimony was taken, it appears that, generally speaking, sales 
volume and advertising expenditures have increased annually (except dur- 
ing the war years of 1943 and 1944). In 1944, the year immediately pre- 
ceding applicant’s claimed date of first use of its mark, sales of KLEENEX 
tissues approximated 800,000 boxes with a manufacturer’s sales value of 
$10,000,000 ; and during that year opposer spent more than $740,000 in 
advertising its KLEENEX products. 

Opposer also manufactures sanitary napkins and belts which it sells 
under the trade mark KOTEX. 


Throughout applicant’s testimony the mark is referred to as KLEEN 0 
TEX, but the specimens filed with the application show KLEEN TEX in large 
script lettering with a small circle with a dot in the center appearing in 
the place of a hyphen. The impression created by the display is KLEEN- 
TEX. 


It appears from applicant’s testimony that it makes sterilized wiping 
cloths from cotton textiles and sells them in seven midwestern and north 
central States to industrial plants, such as automotive, printing and power 
plants, mines and railroads; the general purpose of the cloths is for wiping 
off grease, acids, water and whatever would need to be wiped in indus- 
trial plants; the size of the wiping cloths vary from 188 square inches 
minimum to 350 square inches maximum; in addition to selling wiping 
cloths, applicant performs a commercial laundry service on wiping cloths 
which are sent to it for laundering, but the KLEEN-TEX mark is not used 
in connection with that service or with the cloths so laundered; another 
department of applicant’s business is devoted to the shredding of fabric 
clippings for making paper; applicant also makes cotton textile bags, col- 
lects waste, and buys and sells new cheesecloth; the KLEEN-TEX mark is 
used only in connection with the original sale of its better grade of wiping 
cloths. Applicant’s gross business in 1952 amounted to $450,000, but no- 
where does it appear how much of that amount represented sales of wiping 
cloths bearing the mark sought to be registered. 


Applicant contends that the products are not ‘‘goods of the same de- 
seriptive properties,’’ they are not competitive, they do not move in the 
same trade channels, and they do not have common purchasers. There- 
fore, it argues, there is no likelihood of confusion, mistake or deception of 
purchasers. 


ce 


It is not necessary that the products be 


goods of the same descrip- 
tive properties’’. It is enough if they are of a character or nature that 
they might reasonably be assumed to come from the same source. Ap- 
plicant’s goods are wiping cloths, and opposer’s are disposable tissues, 
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eyeglass tissues and table napkins. It would not tax credulity to con- 
clude that products of such character come from a single source. 

Nor is it necessary that the involved products be competitive or move 
in the same trade channels. It is a well known fact that many producers 
of diverse items of merchandise distribute through varied channels items 
which are noncompetitive in nature. The sounder test appears to be 
whether or not purchasers of KLEEN-TEX wiping cloths, being familiar with 
KLEENEX products, are likely to believe that they have a common origin. 
To put it another way, would it be reasonable to assume that this op- 
poser has extended its business to encompass cotton textile wiping cloths? 
Ordinary, common-sense reasoning leads me to the conclusion that such an 
assumption would be reasonable, especially when opposer also makes and 
sells KOTEX products. 

As for applicant’s contention that the products do not have common 
purchasers, the record is insufficient to establish that purchasers of ap- 
plicant’s wiping cloths may not also purchase opposer’s products. It is 
extremely doubtful that they would be purchased for the same purpose, 
but the record does not create any presumption that they do not have 
common purchasers. 

There remains only the question of whether or not KLEENEX and 
KLEEN-TEX are so alike in sound, appearance or significance as to be likely 
to eause confusion. They sound so much alike that, in my opinion, con- 
fusion would inevitably result. 

The decision of the Examiner of Interferences is affirmed. 





MAGNAFLUX CORPORATION v. SONOFLUX CORPORATION 
No. 5916 — Commissioner of Patents — August 12, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


SONOFLUX, used for a vibro magnetic inspection instrument to detect flaws in 
ferro-magnetic material, held not confusingly similar to MAGNAFLUX, used for a 
metallic comminuted para-magnetic material for use in locating defects in magnetic 
bodies; or SONIZON, used for apparatus for measuring wall thickness by means of 
ultrasonics. 


Cancellation proceeding by Magnaflux Corporation v. Sonoflux Corpo- 
ration, Registration No. 558,222 issued April 29, 1952. Petitioner appeals 
from decision of Examiner of Interferences dismissing petition. Affirmed. 
Hill, Sherman, Meroni, Gross & Simpson, of Chicago, Illinois for regis- 

trant-appellant. 

Hutcheson, Taliaferro & Hutcheson and Thomas O. Arnold, of Houston, 

Texas for petitioner-appellee. 

LEEps, Assistant Commissioner. 
A petition has been filed to cancel sonorLUX’ for a 


‘ 


‘vibro-magnetie 





1. Reg. No. 558,222, issued on April 29, 1952. 
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inspection instrument to detect flaws in ferro-magnetic materials.’’ Peti- 
tioner is the registrant of MAGNAFLUX’ for ‘‘metallic comminuted para- 
magnetic material for use in locating defects in magnetic bodies,’’ and for 
‘electrical apparatus for magnetic testing of metal articles.’’ Petitioner 
also claims ownership through use since 1948 of son1zon® for an apparatus 
for measuring wall thickness by means of ultrasonics. The Examiner of 
Interferences dismissed the petition, and petitioner has appealed. 

Both parties took testimony, and from this record it is clear that peti- 
tioner’s MAGNAFLUX apparatus and material and respondent’s sONOFLUX 
device are used for the same purpose, namely to detect flaws. 

Though the apparati may function differently, in using each of them, 
magnetic flux is an essential part of the processes and methods. 

The equipment is sold to aircraft, castings and forgings, oil drilling 
and refining, and automotive overhaul industries where the purchasers are 
not the average, ordinary purchasers buying casually in the ordinary 
course of trade. Demonstrations of the devices frequently precede the sale. 
They know their business, they are likely to discriminate quite readily in 
purchasing this type of equipment, and they are apt to recognize the sug- 
gestive significance of the marks involved here. (Cf. L. J. Mueller Furnace 
Co. v. United Conditioning Corp., 99 USPQ 342 [Com’r., 1953]). Peti- 
tioner’s mark is obviously derived from the words ‘‘magnetic flux,’’ and 
respondent’s is derived from ‘‘sonic vibrations’’ which create magnetic 
flux. (Respondent’s related company owns the service mark SONOSCOPE* 
for testing of metals, particularly drill pipe, casing and tubing for wells 
for the detection of flaws.) 

In view of the nature of the marks, the nature of the products, the 
type of purchasers, and the care exercised in purchasing this kind of 
equipment, I am of the opinion that there is no likelihood of confusion 
between MAGNAFLUX and SONOFLUX inspection devices. 

Petitioner’s SONIZON instrument for ultrasonic measurement of the 
thickness of walls, plates and metal sheets when only one side is available 
is an apparatus which operates by reflection of high frequency sound 
waves. Respondent has introduced a number of registrations issued to 
third parties to show that it is not uncommon for manufacturers to adopt 
marks having SONI and SONO as a part when the marks are used on items 
having to do with sound, sound vibrations and sound waves. Thus, sont- 
GAGE’ has been registered for an apparatus used for the identical purpose 
as petitioner’s SONIZON apparatus; SONOFILM is registered for sound motion 
pictures ; SONOTONE is registered for hearing aids, sound transmitters and 


2. Reg. No. 325,366, issued on June 18, 1935, and Reg. No. 373,290, issued on 
December 5, 1939. 

3. Reg. No. 571,660, issued to petitioner during the pendency of this proceeding. 

4. Reg. No. 538,358, issued February 20, 1951. 

5. Reg. No. 413,825, issued to General Motors Corporation on May 15, 1945. Peti- 
tioner’s plate used on its SONIZON instrument shows that it is made under license from 
General Motors Corporation. 
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sound amplifiers; SONIDEAL is registered for radio receiving sets; SONO- 
VISION is registered for a picture and sound projector ; SONO PROBE is regis- 
tered for an apparatus for measurement of vibration and noise; SONO- 
CHORDE is registered for loudspeakers for amplifying sound ; SONOCHROME 
is registered for film for motion pictures and sound recording; and soNo- 
WEAR is registered for transmitters and amplifiers for hearing aids. The 
record shows that petitioner’s sONIZON apparatus operates by means of 
reflection of high frequency sound waves; and respondent’s SONOFLUX 
apparatus operates by means of sound vibrations. 

These devices of the parties generally perform different functions, 
although the record indicates that the son1IzON is capable of detecting flaws. 
They are purchased by discriminating purchasers who know what they are 
looking for, who exercise considerable care in making the purchase, and 
who are likely to recognize the suggestive significance of the marks. Under 
the circumstances present here, it is my opinion that confusion, mistake or 
deception of purchasers is unlikely. 

The decision of the Examiner of Interferences is affirmed. 


VALLEY PAPER COMPANY v. NATIONAL CO-OPERATIVES, INC. 
No. 4796 — Commissioner of Patents — August 12, 1954 


REGISTRATION PROCEDURE—INTERFERENCE—EVIDENCE 
Where applicant failed to sustain burden of proof in showing use of mark in 
trade because of insufficiency of evidence as to sales made under mark held doubts 
created by applicant’s record must be resolved against it and decision of Examiner 
of Interference holding that applicant had not sustained its burden of proof 
affirmed. 

Interference proceeding between Valley Paper Company, application 
filed July 5, 1947 and National Co-Operatives, Inc., Registration No. 
378,447, issued June 11, 1940. Valley Paper Company appeals from deci- 
sion for National Co-Operatives, Inc. Affirmed. 

Thiess, Olson & Mecklenburger, of Chicago, Illinois for applicant-appellant. 
Beale & Jones, of Washington, D. C. for registrant-appellee. 
LEeEpDs, Assistant Commissioner. 

An application was filed on July 5, 1947 to register co.-op. for writing, 
typewriter and printing paper. Use was claimed since 1913. Registration 
was refused on the ground of conflict with a prior registration’ of co-op 
and design as a collective mark used by the members of registrant for paper 
and paper products of various kinds, office record books, and devices such 
as pencil sharpeners, erasers and rubber bands. Since applicant’s claimed 
first use antedated the application filing date of the prior registration, 
applicant requested the declaration of an interference. The interference 
was instituted, and after submission of evidence and a hearing, the Exam- 


1. Reg. No. 378,447, filed October 16, 1939, and issued on June 11, 1940. 
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iner of Interferences held that this applicant had not sustained its burden 
of proof. The interference was therefore decided adversely to applicant, 
and applicant has appealed. 

The record indicates that the application involved here was one of at 
least twenty-six applications filed by this applicant on July 5, 1947? to reg- 
ister various marks not theretofore registered by it. 

A certified copy of a deposition taken by applicant in other proceed- 
ings* on November 30 and December 1, 1950 was introduced under Rule 
282 by registrant. It appears from this deposition that the Treasurer and 
Vice-President of applicant, George B. Fowler, had personally examined 
all records of the applicant and had collected and compiled all available 
information to establish the earliest dates of use of applicant’s trade marks 
and watermarks. The compilation, according to the deposition, was the 
result of a survey of original mill records from 1890 to 1950, including 
original price books, with names of customers and grades sold to customers ; 
mill loft record books; original billing books containing copies of all origi- 
nal bills sent out in connection with applicant’s business; manufacturing 
records; applicant’s ‘‘ Registry of Watermarks’’ from a drawer in an old 
vault; and a leather book of great age listing prices and grades, names and 
terms of sale by specific customers from about 1890 to 1900. This witness 
testified as to facts shown in the original billing book of 1917 in connection 
with sales under the marks involved in those proceedings; and in reply to a 
question asking whether his company has the billing books of all the years, 
he replied ‘‘Some may have been lost.’’ He identified and explained the 
function of ‘‘machine tickets’’ which are attached to each order on each 
machine at the time of manufacture to identify the order as it passes 
through the mill. It appears that the tickets accompany the orders through 
the finishing room up to the point where shipment is to be made; the mark 
to be applied to the paper, as well as all other necessary information, ap- 
pears on each ticket, and from these tickets the packing clerk receives his 
information regarding the labels to be applied before shipment. The wit- 
ness also identified a shipping order and stated that such shipping orders, 
which include the trade mark name, tell the shipping clerk what kind of 
a label should be on the package. 

The billing books, according to Mr. Fowler’s testimony, are heavy and 
bulky books which show the billing to each customer through the earlier 
years, but such books are not used in applicant’s present system of billing. 

The testimony of Mr. Fowler shows that although applicant had been 
through some difficult periods, including some floods (apparently prior to 
1890), all records were salvaged that could be saved, but some may have 
been lost; and in about 1920 certain records were destroyed as a result of 
‘*injudicious cleaning house.’’ 

2. The day upon which the Trade Mark Act of 1946 became effective. 


3. Valley Paper Co. v. Western Tablet § Stationery Corp., Op. No. 26,394, Intf. 
No. 4016 and Intf. No. 4205. 
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The notice of taking testimony in the present proceeding listed Mr. 
George B. Fowler (who executed the application involved here) as one of 
the witnesses to be examined. The transcript of testimony taken in the 
present case shows that Mr. Fowler was in attendance and wished to sit 
in at the taking of testimony, but was excluded at the suggestion of regis- 
trant’s counsel because Mr. Fowler had been ‘‘noticed’’ as a witness. Mr. 
Fowler, however, was not called and did not testify. 


Instead, two witnesses were called—one who had worked for applicant 
since 1899 in various capacities from office boy, billing clerk, traffic man- 
ager to general assistant, including head of the production department; 
and the other an employee of some thirty years (since 1920) who was first 
a cost clerk and later a cost and payroll accountant. 


In the record before me there are no invoices, no identification of bill- 
ings, no price books and no machine tickets. 


The only exhibits which were introduced are some pages from loft 
books and from an index record. These records are manufacturing records 
and they show that some papers which were made were identified on the 
internal manufacturing records as co.-op. The first witness testified that 
he had had continuous contact with manufacturing records of. at least 
fifty mill brands and an unknown number of private brands; he knew that 


he had seen the co-.op. mark in 1913; he remembered what the watermark 
looked like in 1913; but he could not recall what he was doing in 1913; 
nor could he remember what the labels looked like. He testified that he 
knew that the paper shipped was labeled with the claimed mark, because 
all paper was labeled, and all paper manufactured as co.-op. was shipped 
because there was none in inventory. He testified that at some point in his 
employment he made out shipping orders and checked shipments; at one 
time he was billing clerk and kept invoice records; he selected the manu- 
facturing records as evidence rather than invoices because he has not always 
had everything to do with the billing, although invoices from 1930 to 1933 
were readily accessible and ‘‘handy.’’ The witness further testified that 
there had been no disasters in the plant which would have destroyed any 
invoices. 


The other witness, a cost accountant, testified that she had seen ‘‘co.-op. 
Bond”’ on labels; manufacturing records were selected as evidence rather 
than invoices because the invoices ‘‘are scattered all over the filing room”’ 
and the loft books are easier to obtain; she was unable to state that paper 
was sold under the co.-op. mark in 1913, but it was manufactured; she has 
charge of inventory records, and since there is no inventory of Co.-op., it 
must have been sold; as cost accountant she must consult the company’s 
trade marks to know what paper is being manufactured and to price them 
to obtain a cost of sales, but if there were two batches of No. 11 Bond, a 
standard designation,—one co.-op. and the other conGREss—the watermark 
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would make no difference because what counts is the quality of the paper 
and the two would be the same. 

The testimony is unconvincing as to the use of the mark in trade. The 
witness most familiar with the records of trade mark uses and with sales 
under the numerous marks claimed by applicant was not called to testify, 
although he was available. 

It must be presumed that applicant made the strongest showing pos- 
sible. Plough v. Coupland, 45 USPQ 617 (30 TMR 409) (Com’r., 1940) ; 
H. D. Hudson Mfg. Co. v. Wizard, Inc., 100 USPQ 24 (44 TMR 558) 
(Com’r., 1953) ; Horowitz Bros. & Margareten v. Homart Foods, Inc., 100 
USPQ 60 (44 TMR 585) (Com’r., 1953); Crown Overall Mfg. Co. v. 
Eclipse Kmitting Mills, Inc., 100 USPQ 233 (44 TMR 696) (Com’r., 1954). 
We are not free to speculate what the facts are. Desmond’s, Inc. v. The 
Shirtcraft Co., Inc., 100 USPQ 28 (44 TMR 569) (Com’r., 1953). 

Mere surmise cannot take the place of proof, nor relieve the applicant 
of the burden resting upon it to prove its case. Breese v. Tampax Sales 
Corp., 41 USPQ 208 (29 TMR 139) (C.C.P.A., 1939); Scientific Sugars 
Co. v. Carter Products, Inc., 65 USPQ 176 (35 TMR 189) (Com’r., 1945) ; 
Aetna Ball & Roller Bearing Co. v. Aetna Auto Parts Co., 89 USPQ 213 
(41 TMR 613) (Com’r., 1951); Desmond’s, Inc. v. Shirtcraft Co., Inc., 
supra. 

Doubts created by applicant’s record must be resolved against it. 
United Drug Co. v. Harrower Laboratories, Inc., 65 USPQ 48 (35 TMR 
127) (Com’r., 1945) ; Desmond’s, Inc. v. The Shirtcraft Co., Inc., supra. 

The record here leads to only two possible conclusions. Either evidence 
of sales under the claimed mark was deliberately withheld; or no sales 
were made under the mark. Either conclusion would necessarily result in 
a decision adverse to applicant. 

The decision of the Examiner of Interferences is affirmed. 


I. C. ISAACS & COMPANY v. POPST, doing business as 
POPST MANUFACTURING COMPANY 


No. 5987 — Commissioner of Patents — August 13, 1954 


CANCELLATION PROCEDURE—EVIDENCE 
Where Examiner of Interferences granted petition to cancel registration merely 
on submission by petitioner of copies of its registrations held insufficient to sustain 
petition to cancel and decision reversed. 


Cancellation proceeding by I. C. Isaacs & Company, Inc. v. Louis 
Popst, doing business as Popst Manufacturing Company, Registration No. 
562,330 issued July 29, 1952. Registrant appeals from decision of Exam- 
iner of Interferences granting petition. Reversed. 

Mason, Fenwick & Lawrence, of Washington, D. C. for registrant-appellant. 
James Atkins, of Washington, D. C. for petitioner-appellee. 
LeEpDs, Assistant Commissioner. 
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A petition to cancel registration of BRONCO BUSTER with an illustration 
of a cowboy astride a bucking horse (Reg. No. 562,330, issued July 29, 
1952), for jeans, has been filed by the registrant of BRONCHO MODEL super- 
imposed upon a design comprising a circle within which appears an illus- 
tration of a lady in riding habit astride a horse jumping a fence (Reg. No. 
333,586, issued March 24, 1936) for riding breeches, jodhpurs, riding coats 
and vests; and BRONCHO (Reg. No. 352,008, issued November 16, 1937) for 
the same items. The Examiner of Interferences granted the petition, and 
respondent has appealed. 

Petitioner submitted copies of its registrations and rested. While it is 
true that its registrations are prima facie evidence of ownership of the 
marks, validity of the registrations and of petitioner’s exclusive right to 
use the marks on the recited goods, it is also true that respondent’s regis- 
tration is prima facie evidence of the same things. Under such circum- 
stances, petitioner has a burden of establishing facts sufficient to overcome 
such prima facie evidence. Otherwise, a petition to cancel amounts to 
nothing more in effect than a charge that the Patent Office erred in issuing 
the registration. To put it another way, the circumstances of this case 
require consideration in an inter partes proceeding of matters ex parte 
in their nature. 

All material allegations in the petition having been denied by respond- 
ent, petitioner had the burden of proving them. It failed to discharge that 
burden. 

The decision of the Examiner of Interferences is reversed. 


THE MAY DEPARTMENT STORES COMPANY v. 
KENYA CORPORATION 


No. 5896 — Commissioner of Patents — August 13, 1954 


CANCELLATION PROCEDURE—EVIDENCE 
Examiner of Interferences’ dismissal of petition affirmed where record con- 
sisted solely of copies of petitioner’s registration and copy of registration sought 
to be cancelled. 

Cancellation proceeding by The May Department Stores Company v. 
Kenya Corporation, Registration No. 548,445 issued September 18, 1851. 
Petitioner appeals from decision of Examiner of Interferences dismissing 
petition. Affirmed. 

Theodore W. Miller, of Chicago, Illinois for registrant-appellee. 

Elizabeth Neufeld and Eyre, Mann & Burrows, of New York, N. Y. for 
petitioner-appellant. 

LEEps, Assistant Commissioner. 

A petition to cancel registration of ARISTOSHEEN (Reg. No. 548,445, 
issued September 18, 1951) for rayon fabrics in the piece, has been filed 
by the registrant of arisTocraT,' for silk, satins, rayon, wool and mohair 


1. Reg. No. 375,858, issued Mar. 5, 1940 and Reg. No. 373,547, issued Dec. 12, 1939. 
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draperies and upholstery fabrics, and for curtains; BABY ARISTOCRAT* for 
blankets, and for infants’ and children’s wearing apparel; DOVESHEEN® 
for men’s dress and work shirts; DUROSHEEN* for men’s dress and work 
shirts ; KASHEEN® for dress shirts; LONSHEEN® for negligee shirts ; STASHEEN’ 
for dress and work shirts; and SUPERSHEEN® for men’s dress and work 
shirts. The Examiner of Interferences dismissed the petition, and peti- 
tioner has appealed. 

The record consists of copies of petitioner’s registrations and a copy 
of the registration sought to be canceled. Since respondent’s registration, 
as well as petitioner’s is prima facie evidence of validity of the registration, 
ownership of the mark, and of respondent’s exclusive right to use the mark 
on rayon fabrics in the piece, petitioner had the burden of overcoming 
such evidence by competent proof. It did not discharge its burden. 

The decision of the Examiner of Interferences is affirmed. 


B. A. RAILTON CO. v. SCHELL RANCH AND PACKING CO. 
No. 30851 — Commissioner of Patents — August 13, 1954 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Where record of opposer consisted of copies of registrations held prima facie 
evidence of ownership, validity and registrant’s exclusive right to use marks. 

Evidence of third party registrations to show words SUN and SUNNY are in 
common use as parts of marks for same or similar goods held permissible where 
third party marks were identified by an experienced witness familiar with trade. 


TRADE-MARK Act or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


suNn-C, for fresh grapefruit held not confusingly similar to SUNNY, used for 
processed foods including canned fruits. 


Opposition proceeding by B. A. Railton Co. v. Schell Ranch and 
Packing Co., application Serial No. 607,523, December 9, 1950. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 

Thiess, Olson & Mecklenburger, of Chicago, Illinois for opposer-appellant. 

Jackson, Webster & Read and Harris, Kiech, Foster & Harris, of Los 
Angeles, California for applicant-appellee. 

LEEpDs, Assistant Commissioner. 

Application has been filed to register suN-c for fresh grapefruit. Use 
is claimed since November 20, 1950. Registration has been opposed by the 
registrant suNNY* for a line of processed foods, and food products, 


. 302,538, issued Apr. 25, 1933 and Reg. No. 374,178, issued Jan. 2, 1940. 

. 262,705, issued Oct. 22, 1929. 

. 262,704, issued Oct. 22, 1929. 

. 405,172, issued Jan. 11, 1944. 

. 250,317, issued Dec. 4, 1928. 

. 252,285, issued Jan. 29, 1929. 
. Reg. No. 269,482, issued Apr. 8, 1930. 

* Reg. No. 162,870, issued Dec. 26, 1922, renewed; Reg. No. 226,794, issued Apr. 

19, 1927; and Reg. No. 244,828, issued July 31, 1928. 
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including canned fruits. The Examiner of Interferences dismissed the 
opposition, and opposer has appealed. 


Opposer’s record consists solely of copies of the registrations upon 
which it relies. They are prima facie evidence of ownership of the marks, 
validity of the registrations, and registrant’s exclusive right to use the 
marks in commerce on the goods set forth therein. Since Reg. No. 162,870 
and Reg. No. 226,794 show a composite including suUNNyY, we need consider 
only Reg. No. 244,828 showing suNNY alone. 


Applicant took the testimony of its president who testified that he 
originated the mark suNn-c; that it had been in continuous use from Novem- 
ber 20, 1950 on fresh grapefruit; and the mark has been advertised in 
newspapers and periodicals and at county fairs. 


Applicant also presented testimony of the certified public accountant 
who has personal control of its sales records. He stated that during the 
years 1950 and 1951, gross sales of sun-c grapefruit had amounted to 
$89,377.76. 


The third witness called by applicant was the president of a wholesale 
fruit and produce company. He testified that the business of his company 
is that of growers, shippers, commission merchants, hotel and restaurant 
purveyors, and jobbers of fresh fruit and produce, and that he personally 
has had experience with brand names used on fresh fruits and vegetables 
since 1909. 


The witness then identified a label currently in use on oranges showing 
SUNNY MOUNTAIN ;' a label currently in use on oranges showing SUNNY 
HEIGHTs ;” a label currently in use on citrus fruits showing SUNNY MESA ;° 
a label currently in use on oranges showing SUNNY COVE ;* a label currently 
in use on oranges showing SUNNY CAL;° a label currently in use on oranges 
showing SUN GARDEN ;° a label currently in use on grapefruit showing sUN- 
DOWN ;’ a label currently in use on oranges showing SUN IDOL;* a label 
currently in use on oranges and lemons showing SUNRIPE;® and a label 
currently in use on tomato juice showing SUNNY DAWN.”° The witness iden- 
tified the following marks shown in Patent Office registrations as being in 
use at the time he gave his testimony: suUN-E-TEX™ for grapefruit and 
oranges, SUNNY HILLS’* for oranges, SUNvIEW"* for fresh grapes, and SUN- 


. No. 220,496, issued November 9, 1926. 
- No. 554,883, issued Feb. 19, 1952. 
. 348,596, issued Aug. 3, 1937. 
. 302,675, issued Apr. 25, 1933. 
. 209,837, issued Mar. 2, 1926. 
. 212,035, issued Apr. 27, 1926. 
. 267,900, issued Mar. 4, 1930. 
. 509,375, issued May 3, 1949. 
. 151,672, issued Feb. 14, 1922. 
. 366,896, issued May 2, 1939. 
. 360,463, issued Sept. 20, 1938. 
. 338,078, issued Aug. 25, 1936. 
. 370,194, issued Aug. 22, 1939. 
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rAPT’* for oranges. The witness testified that to his personal knowledge, 
derived from dealing in many different brands in his business and from 
handling a number of the items sold under the marks identified, all of the 
marks were in use on the products named. 

Of the foregoing evidence, the Examiner of Interferences stated that 
it is well settled that third party registrations may not be considered for 
the purpose of showing that the words sUN and SUNNY are in common use 
as parts of marks for the same or similar goods. The first case relied upon 
by the examiner’ merely held that third party registrations may not be 
considered for the purpose of giving a limited application to an opposer’s 
mark. That was not the purpose intended by this applicant. The second 
case’® states that ‘‘registration of third parties may not be considered in an 
opposition proceeding in determining the question of probability of con- 
fusion.’’ Nowhere in either of those decisions, or in any cases cited therein, 
does it appear that there was any testimony presented by any person active 
in and familiar with the trade in the involved products as to current use of 
the marks shown in the third party registrations. The evidence shows 
actual use by at least fourteen different entities, of marks comprising SUN 
or SUNNY in combination with other components for food products. 

While such evidence indicates a lack of ingenuity on the part of appli- 
cant in selecting its mark, it also is indicative of a probability that the 
minds of purchasers have been ‘‘conditioned’’ in respect of these words as 
components of trade marks to the extent that they are apt to be more con- 
scious of the marks in their entireties. 

It seems apparent from the record that the marks identified as being 
currently used have been concurrently used with opposer’s mark for vari- 
ous periods of time, and if any confusion has arisen in the past, nothing has 
been done to stop it. Under such circumstances, the Patent Office should 
not close its eyes to the facts and find that confusion in the future is likely 
on mere comparison of the marks. 

As long ago as 1923, the Court of Appeals of the District of Columbia 
observed in Patton Paint Co. v. Sunset Paint Co., (190 F. 323) : 


‘‘The word sun and representations of the sun have been used so 
long by businessmen in making of trade mark names and devices that 
neither one nor the other can be so exclusively appropriated by one 
manufacturer or tradesman as to wholly deny its use in any manner 
by others.’’ 


The District Court for the District of Columbia in 1945 in The Perfec- 
tion Company v. Coe, 69 USPQ 69 (36 TMR 20), quoted with approval a 
substantial portion of the Patton decision and held that registration of 
SUN-TANG should not be canceled on petition of the registrant of SUN DROP. 


14. Reg. No. 524,291, issued Aug. 25, 1950. 

15. Hygienic Products Co. v. Huntington Laboratories, Inc., 60 USPQ 205 (34 
TMR 50) (CCPA, 1943). 

16. Sleepmaster Products Co., Inc. v. The Cleveland Welding Co., 89 USPQ 281 
(41 TMR 619) (Com’r., 1951). 
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In B. A. Railton Co. v. Mitchell Canneries, Inc., 90 USPQ 146 (41 
TMR 868) (Com’r., 1951), this opposer unsuccessfully opposed registration 
of suN PURE for canned fruit and canned fruit juices. 

Opposer’s mark is a single word having a definite connotation. Op- 
poser probably has a substantial good will in connection with the mark as 
a result of its use on processed foods and food products, including canned 
fruits. In view of the nature of the mark, however, the good will does not 
necessarily extend to products upon which opposer has not used the mark; 
nor can the registration be used successfully to oppose registration of all 
marks in the food field which comprise the word sun. 

There is nothing in the record which leads to a conclusion that confu- 
sion, mistake or deception of purchasers is likely. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE CHICOPEE MANUFACTURING CORPORATION 
OF NEW HAMPSHIRE 


Commissioner of Patents — September 24, 1951 
TRADE-MarRK AcT OF 1946—REGISTRABILITY—IN GENERAL 


Wavy line design which is an integral part of goods held merely decorative 
matter to enhance appearance of textile fabric and not registrable as a mark. 
Applicaticn for trademark registration by Chicopee Manufacturing 

Corporation of New Hampshire, Serial No. 615,818 filed June 28, 1951. 

Applicant appeals from decision of Examiner of Trademarks refusing 

registration. Affirmed. 

Norman St. Landau and Benton A. Bull, both of New Brunswick, N.J. 
for applicant. 

FEperico, Examiner in Chief. 

Applicant has appealed from the refusal of the examiner to register 
an alleged trade mark on the Principal Register. 

The goods involved are specified in the application as ‘‘non-woven tex- 
tile fabrics of cotton, rayon, and/or synthetic fibers’’ and the application 
also states that ‘‘The mark consists of regular wavy lines applied to the . 
fabrics at regular intervals from selvage to selvage.’’ The specimens sub- 
mitted with the application are pieces of a fabric which is white with an 
over-all pattern of parallel, slightly regularly waved, lines spaced a quar- 
ter of an inch apart. The drawing shows merely a group of parallel wavy 
lines. The lines are red in the specimens, but no color is mentioned in the 
application, indicating that color is immaterial. 

The examiner refused registration on the ground that the alleged mark 
does not appear to be capable of distinguishing applicant’s goods in com- 
merce from those of others. 

What applicant is attempting to register as a trade mark for the fabric 
is the pattern of the fabric. The examiner stated that the wavy line design 
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in the goods appears to be an integral part of the goods constituting the 
over-all pattern thereof, and as such it appears to serve as decorative mat- 
ter to enhance the appearance of the goods, that this pattern would impress 
the average purchaser as merely decorative, and since over-all color pat- 
terns often appear on goods of the character involved, applicant’s pattern 
ean only be considered as an important ingredient of the goods themselves. 
I am in agreement with these statements. Fabrics are conventionally made 
with patterns covering the entire surface and such a pattern must be con- 
sidered an integral part of the goods; the pattern of the fabric, being part 
of the goods, is inseparable from the remaining part of the goods for, if it 
were separated therefrom, the goods would no longer be the same. This is 
not a case of a trade mark, such as a word mark, which may be applied to 
the goods by being printed or embossed thereon, for such a trade mark 
need not be so applied and, if it were not applied in such manner, the goods 
would still be considered identical. In the case of a fabric with a pattern, 
however, the omission of the pattern would result in the article no longer 
being considered identical. The goods themselves can not be registered on 
the Principal Register as a trade mark for the goods, which is, in effect, 
what applicant is attempting to do in this case. 

Applicant has submitted three affidavits of dealers who have purchased 
fabrics from the applicant, in order to show distinctiveness, but, in view 
of the nature of the alleged mark, such affidavits are entitled to little 
weight. 

The following reference, not heretofore cited, is added to the record: 
Modern Packaging, issue of December 1947. Page 10 of this publication 
consists of a full-page advertisement of some one other than the applicant. 
The goods advertised appear to be of the same nature as applicant’s fabric, 
and the page contains, as part of the advertisement, attached samples of 
three pieces of non-woven material. One of these is the identical pattern 
sought to be registered in this case. The attached sample has the wavy 
lines in green and the printed matter, referring to the pattern as a ‘‘ printed 
candy stripe on white background’’, states that other colors, both named 
and unnamed, are available. In view of this indication of use of the same 
pattern by others, registration is further refused on the ground that the 
pattern could not therefore be considered distinctive of applicant’s goods. 

The decision of the examiner is affirmed. 


JOHN MARTIN HISS v. 
THE JUVENILE SHOE CORPORATION OF AMERICA 


No. 29940 — Commissioner of Patents — November 8, 1954 


OPpPposITION— EVIDENCE 


Mere activity in operating in shoe clinic held not sufficient to bring opposition 
since use of mark by applicant could not affect actively in any manner. 
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Where opposer, a doctor, alleged ownership and use of trademark CLINIC TESTED 
for shoes but phrase currently in use on shoes was CLINIC TESTED FEATURES together 
with notation DR. HISS FOOT CLINIC and used by two corporations controlled by 
opposer held it can not be presumed that a mark or phrase used by several cor- 
porations is owned or a trademark by some one else who is not, in fact, using it 
and ownership must adequately be proven. 

CONSTRUCTION—SECTION 2 (f) 

Where applicant applied for registration of mark THE CLINIC SHOE for shoes 
on basis of distinctiveness and specimens disclosed use of composite mark THE 
CLINIC SHOE with drawing of a nurse’s head and below the phrase FOR WOMEN IN 
WHITE held if mark has become distinctive it can only be with respect to a 
particular good, namely, nurses’ oxfords and not for shoe in general. 
Opposition proceeding by John Martin Hiss v. The Juvenile Shoe 

Corporation of America, application Serial No. 568,512 filed November 10, 
1948. Applicant appeals from decision of Examiner of Interferences sus- 
taining opposition. Reversed, but application rejected ex parte. 


Wood, Arey, Herron & Evans, of Cincinnati, Ohio for opposer-appellee. 
Kingsland, Rogers & Ezell, of St. Louis, Missouri for applicant-appellant. 
Feperico, Examiner in Chief. 


This is an appeal by the applicant from the decision of the Examiner 
of Interferences sustaining an opposition to the registration of its mark. 

The application involved, filed November 10, 1948, seeks to register 
the word CLINIC as a trade mark for ‘‘shoes and slippers of leather or kid.”’ 
Use since March 1931 is asserted in the application. The specimens ac- 
companying the application are sock linings for shoes, apparently white 
shoes, which carry the words THE CLINIC SHOE and also the phrase, in 
smaller letters, FOR YOUNG WOMEN IN WHITE. 

In the first action the examiner refused registration on the ground 
that the mark was descriptive when applied to the goods since it would 
indicate either that the shoes were a corrective type prescribed by a 
doctor or the type worn by nurses in hospitals. In reply, applicant 
amended the application to indicate that registration was sought in 
accordance with the provisions of section 2(f) of the Trade Mark Act which 
provides, in effect, that a descriptive mark may be registered if it has 
become distinctive of the applicant’s goods in commerce. At the same 
time applicant filed an affidavit asserting that its claim of distinctiveness 
was based upon substantially exclusive and continuous use of the mark in 
commerce by the applicant for the period of five years next preceding the 
filing of the application. The application was thereupon found allowable 
by the examiner and the mark was published for opposition. 

Opposer is an individual and his standing to oppose the registration 
is based upon two grounds, first, his operation of a foot clinic, and second, 
his claim of ownership and use of CLINIC TESTED as a trade mark for shoes. 

The examiner found that applicant was the prior user but sustained 
the opposition on the ground that the use of cLINIc TESTED on shoes by 
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others for the five years preceding the filing of the application precluded 
cLINic from being considered distinctive of applicant’s shoes. 


The first question which arises in the appeal is the status of the opposer 
with respect to his right to bring the the opposition. Opposer’s standing 
is based first, upon his operation of a medical clinic and, second, upon 
asserted use and ownership of CLINIC TESTED as a trade mark for shoes. 

Opposer is a physician who operates a large medical clinic, specializing 
in the examination and treatment of the feet, but also having other depart- 
ments dealing with other parts of the body. This clinic, with branches 
located in other cities, is on the upper floors of a three-story building. The 
first floor of the building is occupied by a shoe store, which is operated 
in conjunction with the clinic. The shoe store is an ordinary shoe store which 
sells shoes to the general purchaser who may enter the store, but a sub- 
stantial number of shoe customers find their way to the foot clinic upstairs. 
Also a substantial number of foot patients of the clinic find their way to 
the shoe store downstairs. 


Opposer has been operating a foot clinic for a good many years but 
such activity, in and of itself, is not considered sufficient to entitle opposer 
to bring the opposition, since the use of the mark by the applicant could 
not affect this activity in any manner. 


With respect to opposer’s alleged ownership and use of CLINIC TESTED 
as a trademark for shoes, it appears that the phrase currently used is 
CLINIC TESTED FEATURES rather than CLINIC TESTED. The shoe store to which 
reference has been made is owned and operated by a corporation, Dr. Hiss 
Shoe Stores, Incorporated. There is also another corporation, Dr. Hiss 
Clinic Shoes, Incorporated, which operates other shoe stores. The shoes 
which are sold carry the notation, DR. HISS FOOT CLINIC and the sock lining, 
in addition, carries the notation CLINIC TESTED FEATURES. In so far as this 
use of the phrase CLINIC TESTED or CLINIC TESTED FEATURES is concerned, it 
ean not, as far as the record shows, be considered as use by the opposer. 
If opposer has split his personality into a doctor conducting a medical 
clinic, and a couple of corporations conducting a shoe business, he is con- 
strained to put on the mask of the shoe business corporations when seeking 
to assert rights in connection with the shoe business. The exact relationship 
of opposer to the shoe corporations is not shown by the record, and there 
is nothing in the record to show that the use of the phrase CLINIC TESTED or 
CLINIC TESTED FEATURES by the shoe corporations inures to the benefit of 
opposer in the sense of sections 5 and 45 of the Trade Mark Act of 1946. 
The record shows that shoes have also been sold by Sears, Roebuck and 
Company under some arrangement with opposer, but the details of this 
arrangement have not been revealed, and even in this connection, it can not 
be said that any use of CLINIC TESTED by Sears, Roebuck and Company 
inures to the benefit of the opposer. It can not be presumed that a mark 
or phrase used by several corporations is owned as a trademark by some- 
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one else who is not, in fact, using it. Any such ownership would have to 
be adequately proven. 


It is accordingly held that the opposer in this case has no standing, or 
has not proven any standing, sufficient to entitle him to bring the opposi- 
tion, and the opposition is accordingly dismissed. 


The applicant further contends that the opposition should be dismissed 
because of unclean hands, the alleged improper conduct being that the 
‘clinic tested’’ shoes are not, in fact, clinic tested for each individual 
purchaser but are stock shoes. The examiner dismissed this contention, 
with which action I am in agreement. 


While the opposition is dismissed for the reason given, the application 
involved must still be considered in view of the facts in the case. The 
mark sought to be registered, as has been stated, is the word ‘‘Clinic”’ 
and the goods recited are ‘‘shoes and slippers of leather or kid,’’ with- 
out qualification. The word is taken as having a descriptive signifi- 
cance when used in connection with shoes and registration can hence 
only be obtained in accordance with the provisions of section 2(f) 
of the statute if the mark has become distinctive of applicant’s goods. 
In 1931 applicant began the marketing of a particular type of women’s 
work shoes which are known as ‘‘nurses’ oxfords.’’ This shoe was called 
THE CLINIC SHOE and was advertised and sold with particular emphasis on 
its suitability for use by nurses and other women who work on their feet. 
A trademark registration was obtained in 1931 for a composite mark con- 
taining the words THE CLINIC SHOE, a drawing of a nurse’s head, and 
below the picture the phrase FOR WOMEN IN WHITE. The advertising 
throughout the years has carried the same emphasis, although including 
other working women besides nurses. If the mark has become distinctive 
as a trademark of applicant’s goods, this distinctiveness can only be with 
respect to the particular goods in connection with which the mark was 
used, namely, nurses’ oxfords, and not for shoes in general. The registra- 
tion sought is hence refused on the ground that the mark sought to be 
registered is not distinctive as applicant’s mark of shoes in general. In 
this conclusion the use of CLINIC TFSTED or CLINIC TESTED FEATURES by 
others is not considered an essential factor, although such use tends to 
emphasize and strengthen the conclusion reached. 


The examiner held that the mark was not misdescriptive and deceptive 
as charged by the opposer. In view of the dismissal of the opposition for 
the reason stated, this matter need not be discussed, except to state that 
the application is not rejected ex parte on this ground. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is reversed, and the opposition is dismissed, but the application 
involved is rejected ex parte. 
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NEW YORK KNITTING MILLS, INC. v. 
TRUVAL MANUFACTURERS, INC. v. THE H. W. GOSSARD CO. 


No. 5052 — Commissioner of Patents — November 8, 1954 


TRADE-MAaRK AcT OF 1946—CONSTRUCTION—SECTION 8 
REGISTRATION PROCEDURE—INTERFERENCE—PLEADING AND PRACTICE 


Where application to register GLIDER for knitwear was opposed by two regis- 
trants of GLIDER, for foundation garments and TRU VAL GLIDER for men’s business 
shirts, and after applicant’s time for taking testimony expired, motion was filed 
to dissolve including proposal to amend identification of goods, adding earlier 
registration to interference held only registration for TRU VAL GLIDER can be con- 
sidered as registration of GLIDER for men’s shirts was cancelled for failure to file 
affidavit under Section 8. 


REGISTRATION PROCEDURE—INTERFERENCE—EVIDENCE 
REGISTRATION—PROCEDURE—A PPLICATION—EVIDENCE 


Manufacture of knitted sweaters, shorts, dresses and like apparel held natural 
and normal expansion of applicant’s business who in 1930 obtained registration 
of aLiper for bathing suits when knitted wool bathing suits were in vogue. 

Where earlier registration of same mark sought to be registered is considered 
material to the issues involved in interference and facts are set forth in application 
held judicial notice may be taken of the registration irrespective of whether or not 
a copy was physically placed in the file. 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


GLIDER used for knitwear held not confusingly similar to TRU VAL GLIDER used 
for business shirts. 


Interference proceeding between New York Knitting Mills, Inc., appli- 
cation Serial No. 627,595 filed April 4, 1952 and Truval Manufacturers, 
Inc., Registration No. 544,092 issued June 19, 1951 and The H. W. Gossard 
Co., Registration No. 402,342 issued July 13, 1943. Applicant appeals 
from decision of Examiner of Interferences holding applicant not entitled 
to registration. Reversed. 


Theodore W. Miller, of Chicago, Illinois for applicant-appellant. 
Henry Ruhl, of New York, N. Y. for registrant-appellee. 
Donald Malcolm, of New York, N. Y. for registrant-appellee. 


Leeps, Assistant Commissioner. 


Application has been filed to register GLIDER for knitwear comprising 
ladies’ sweaters, skirts and dresses, and sweater shirts, jackets and sport 
shirts for men, women and children. Use is claimed since April 16, 1930. 
The application recites, and Office records show, that applicant owns Reg. 
No. 276,307, issued October 14, 1930 (renewed), cuiper for bathing suits. 

An interference was declared to exist between applicant’s mark and 
two registrations—Reg. No. 402,342,’ aiiper for foundation garments, bras- 


1. Issued to The H. W. Gossard Co., on July 13, 1943, published under Sec. 12(c) 
on July 20, 1948. 
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sieres and hose supporters, and Reg. No. 544,092,? Tru vaL GLIDER for 
business shirts for men. 

The applicant’s time for taking testimony expired on November 17, 
1953; and on December 23, applicant filed a motion to dissolve which 
included a proposal to amend the identification of its goods to ‘‘knitwear, 
namely, men’s, women’s and children’s sweaters, knit jackets and bathing 
suits.’’ Simultaneously, applicant filed a motion to add its earlier regis- 
tration to the interference, and a motion to extend the time for taking 
testimony, or in the alternative to accept its earlier registration in evidence. 

The Examiner of Interferences denied the motion to dissolve and the 
motion to add on the ground that they were filed too late. The motion for 
extension of time was denied on authority of P. E. Harris Co., Inc. v. Booth 
Fisheries Corp., 100 USPQ 61 (44 TMR 583), (Com’r., 1953); and the 
examiner held that since the goods in applicant’s earlier registration and 
those identified in the present application were specifically different, the 
registration was immaterial to the issues in the proceeding, adding that 
any rights which applicant may possess in its mark as against the regis- 
trants by reason of its prior registration could be considered only in a 
cancelation proceeding. Applicant was then ordered to show cause why 
judgment should not be entered against it. A response to the order was 
filed, but the examiner held the showing to be insufficient and entered an 
order holding applicant not entitled to registration. Applicant has ap- 
pealed. 

Neither of the registrants took any action in the proceedings, but dur- 
ing their pendency, Reg. No. 402,342 was canceled for failure of the regis- 
trant to file the affidavit required by Section 8 of the statute. This leaves 
for consideration only the question of whether or not the interference 
should be decided adversely to applicant, on the basis of likelihood of con- 
fusion with Reg. No. 544,092, Tru vaL quiver for business shirts. 


Interference proceedings in circumstances such as are present here 
are unsatisfactory at best—especially when the record consists merely of 
Patent Office records. 


In 1930, applicant obtained a registration of aLiper for bathing suits. 
It is common knowledge that knitted wool bathing suits were in vogue at 
that time—and it is well known that they have in more recent years been 
generally replaced in the markets by swimsuits made of elasticized ma- 
terials and cotton and synthetic fabrics. Under these particular cireum- 
stances, the manufacture of knitted sweaters, skirts, dresses, and the other 
apparel produced by applicant is a natural and normal expansion, or con- 
version, of its production. It now seeks registration of the same mark which 
it has used on (and had registered for) its products since 1930 for its 
added, or changed, line. It is believed that the earlier registration is 
highly material to the issues here, and since ownership of the registration 


2. Issued to Truval Manufacturers, Inc., on June 19, 1951. 
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which is a part of Office records, was set forth in the application, judicial 
notice thereof may be taken, irrespective of whether or not a copy was 
physically placed in the file. 

In 1951, registration of TRU VAL GLIDER was issued for business shirts 
for men. The registration file indicates clearly that TRU VAL is the primary 
mark, and GLIDER is a secondary mark—probably in the nature of a style 
designation. Applicant’s earlier registration of GuipeR for bathing suits 
was not cited as a reference during the prosecution of the application to 
register TRU VAL GLIDER. It must be concluded that if there was no like- 
lihood of confusion between TRU VAL GLIDER business shirts and GLIDER 
bathing suits, there is no likelihood of confusion between TRU VAL GLIDER 
business shirts and applicant’s other GLiper knitwear. It is my opinion 
that the interference should not have been instituted as between applicant 
and this registrant. 

The decision of the Examiner of Interferences is reversed, the inter- 
ference is dissolved, and applicant is entitled to registration upon the 
application filed. 
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